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Statement of Related Cases

No appeal in this case was previously before this or any other appellate

court.

Jurisdictional Statement

The district court had subject matter jurisdiction pursuant to 28 U.S.C.
88 1331 and 1338(a) because the action arises under federal statutes relating to
patents. This appeal is from the district court’s October 3, 2013 final judgment,
which was modified on January 21, 2014, and which disposes of all parties’
claims. The notice of appeal was timely filed on November 4, 2013. This Court

has appellate jurisdiction pursuant to 28 U.S.C. § 1295.

Statement of the Issues

(1)  Whether the district court erred in finding that the doctrine of
intervening rights applies to U.S. Patent No. 5,530,890 to preclude any claims of
infringement before the date of the issuance of the reexamination certificate.

(2)  Whether the district court erred in its construction of the phrase
“separate direct memory access central processing unit” in, for example, claim 11

of U.S. Patent No. 5,530,890.

Statement of the Case

This is an appeal from the district court’s January 21, 2014 order modifying

judgment (A0148), January 21, 2014 order granting-in-part the motion of
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Plaintiffs-Cross-Appellants HTC Corporation and HTC America, Inc. (collectively
“HTC”) to correct the judgment (A0145), and September 17, 2013 order granting
HTC’s motion for partial summary judgment of non-infringement of U.S. Patent
No. 5,530,890 (the *890 patent), precluding any claims of infringement before the
date of the issuance of the reexamination certificate (A0020). It is also an appeal
from claim construction orders, which were issued on June 12, 2012 (A0036),
December 4, 2012 (A0048), and August 21, 2013 (A0063), construing the phrase
“separate direct memory access central processing unit” in, for example, claim 11
of the *890 patent.

On February 8, 2008, HTC filed this suit in the Northern District of
California seeking a judicial declaration that four of the patents in the “MMP
patent portfolio” — U.S. Patent Nos. 5,784,584 (*“’584 patent™), 5,440,749 (*°749
patent”), 6,598,148 (*’148 patent”), and 5,809,336 (*’336 patent”) — are invalid
and/or not infringed. A0131. On November 21, 2008, TPL counterclaimed for
infringement of the four patents at issue. 1d.

On April 25, 2008, Defendants-Appellants Technology Properties Limited,
Patriot Scientific Corporation and Alliacense Limited (collectively “TPL”) filed
two complaints in the Eastern District of Texas against HTC alleging infringement

of the above four patents. 1d. On June 4, 2008, TPL filed additional patent
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infringement actions against HTC in the Eastern District of Texas asserting U.S.
Patent 5,530,890 (*“’890 patent™). Id.

On July 10, 2008, HTC amended its complaint before the California court,
adding claims for declaratory relief with respect to the *890 patent. Id. On
November 21, 2008, TPL counterclaimed for infringement of the 890 patent. Id.
On February 23, 2009, the parallel Texas litigation was dismissed without
prejudice following the California district court’s decision to deny TPL’s Motion
to Dismiss, or in the Alternative, to Transfer Venue in the California action. 1d.
On March 25, 2010, the district court accepted the parties’ stipulation to dismiss
the ’584 patent from the litigation. A0132.

On May 13, 2011 (after the March 1, 2011 Ex Parte Reexamination
Certificate for the 890 patent), the district court issued an order limiting TPL to
the assertion of claims 11, 12, 13, 17 & 19 of the *890 patent (added during
reexamination), and barring the assertion of previously asserted claims 7 and 9 —
even though those claims were not changed during reexamination. A0069-A0070.
The district court reasoned: “Apart from one clarification to independent claim 11,
new claims 11-20 track the patent’s original claims 1-10 word-for-word.” A0070.
The court noted that “TPL concedes that ‘[. . .] the scope of new independent claim
11 is the same as the scope of original independent claim 1.”” Thus, the district

court rejected TPL’s attempt to assert claims 7 and 9 as “redundant.” A0075.
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On July 17, 2013, the court accepted the parties’ stipulation to dismiss
the *148 and ’749 patents from this litigation. A0132.

In a September 17, 2013 order on summary judgment, the district court ruled
that the doctrine of absolute intervening rights — raised by HTC for the first time at
summary judgment — applied to the *890 patent to preclude any infringement of
claims 11, 12, 13, 17, 19 before the date of the issuance of the reexamination
certificate. A0020. Because of that order, TPL agreed to enter into a stipulation
with HTC to dismiss all claims relating to the 890 patent from this litigation.
A0132. On September 19, 2013, the court accepted the parties’ stipulation.
Therefore, only claims relating to the *336 patent went to trial. Id.

From September 23 to October 1, 2013, a jury trial was held to consider
whether HTC infringed the *336 patent. A7298-8968. At trial, HTC did not
contest the validity of the *336 patent. Id.

On October 3, 2013, after two days of deliberations, the jury found that HTC
and its accused products literally infringed all asserted claims of the *336 patent: 6,
7,9,13, 14, and 15. A0125-0128. As to damages for the accused products, the
jury found that TPL was entitled to, as a reasonable royalty for infringement, a
one-time (lump sum) payment of $958,560 for the life of the patent. Id. The
district court entered judgment in favor of TPL. A0148. The court dismissed

the *890 patent pursuant to its September 19, 2013 order. Id.
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On January 21, 2014, the district court denied HTC’s renewed motion for
judgment as a matter of law that its products did not infringe the 336 patent.

A0130-0144. These cross-appeals follow.

Statement of the Facts

. The Claim Language Added in the Reexamination Only Clarified — but
Did Not Substantively Change — the Scope of the *890 Patent.

The 890 patent first issued on June 25, 1996. A0280; A0007. On January
19, 2009, the’890 patent was subject to an ex parte reexamination, and an amended
version of the patent emerged on March 1, 2011. A0007; A5974. One reason the
PTO granted an ex parte reexamination was because “the specific allowable
features of claims 1-10 of the *890 Patent in the original prosecution [were]
unclear.” See A6195 (emphasis added). Specifically, the Examiner was
concerned with a prior art reference (“May”) that discussed an “instruction
pointer,” whereas the *890 patent discussed a “stack pointer.” See, e.g., A6047.
Under the broadest interpretation — one that would be summarily rejected by a
person of ordinary skill in the art — if the instruction pointer were allowed to point
to any position in any stack, it could possibly be considered a stack pointer.
A6041-6042. Accordingly, the Examiner advised the patentee to make explicit the
implicit assumption that the stack pointer pointed to the first push down stack: the
PTO “suggested to amend Claim 1 to clearly associate the stack pointer with the

first push down stack” because “the stack pointer of Claim 1 was not explicitly
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associated with the first push down stack of Claim 1.” A6042 (emphasis added).
Following this suggestion, the patentee added claim 11 by copying the language of
claim 1 and adding the phrase “said stack pointer pointing to said first push down
stack,” thereby clarifying the association of the stack pointer and the first push
down stack. A0007-0008; A5974-5975. Aside from the added phrase, claim 11
was identical to original claim 1. Id.

1. The ’890 Patent Discloses both a DMA Co-Processor And a Traditional
DMA Controller.

The ’890 Patent relates to microprocessor architecture and claims a direct
memory access (DMA) mechanism. A0052. The *890 patent discloses two
distinct DMA embodiments. The first embodiment, shown in Figs. 1-8, includes a
microprocessor 50 with a DMA CPU 72 (detailed in Fig. 5), which is a DMA co-
processor that has “the ability to fetch and execute instructions [that] operates as a
co-processor to the main CPU.” See "890 (A0280), 8:1; Fig. 5; 8:22-24. In
contrast, the second embodiment (shown in Fig. 9) includes a different
microprocessor 310 with a “more traditional DMA Controller 314,” which has
replaced the DMA CPU 72 “[t]o keep chip size as small as possible” because the
microprocessor 310 is “on an already crowded DRAM die.” The specification
refers to the traditional DMA 314 interchangeably as “DMA controller 314" or
“DMA CPU 314.” See ’890 12:61-65; Fig. 9; 10:52; 13:3-4. The district court’s

construction of “DMA CPU,” which requires a unit capable of fetching and
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executing instructions independently from the CPU, includes DMA CPU 72 of the
first embodiment, but excludes DMA CPU 314 of the second embodiment.
I11.  Per the Restriction Requirement, the 890 Patent is Drawn to a

Microprocessor System That Can Have a Traditional DMA Controller
or a DMA Co-Processor.

The 890 and *336 patents derive from the same original patent application
that was subject to a ten-way restriction requirement, and eventually resulted in six
different patents known as the Moore Microprocessor Portfolio patents, all of
which share a common specification. A0052. Claim 13 of the original application
was specifically directed to the DMA co-processor invention, which required the
DMA processing unit to fetch its own instructions. A2143. By contrast, originally
filed claim 48 (which eventually became claim 1 of the 890 patent and later claim
11 of the reexamined 890 patent, the claim at-issue here) recited the use of a
traditional DMA controller, which is not required to fetch its own instructions.
A2153-2154.

Due to the restriction requirement, originally filed claim 13 (the DMA co-
processor invention) was in Group I11, constituting inventions “drawn to a
microprocessor system having a DMA for fetching instruction[s] for a CPU and
itself.” A2172-2173. The Group 11 application, No. 08/480,015, was eventually

abandoned. The claims that eventually issued as the 890 patent were in Group
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VII1, and divided into application No. 08/480,206. Per the restriction requirement,

those claims were “drawn to a microprocessor architecture.” Id.

Summary of the Argument

The district court committed reversible error by granting summary judgment
with respect to the *890 patent based on the affirmative defense of absolute
intervening rights, and by narrowly construing the term “separate DMA CPU.”

With respect to intervening rights, the district court erred by allowing HTC
to raise the affirmative defense for the first time in a motion for summary judgment
filed a couple of months before trial. Had TPL known that HTC intended to assert
the affirmative defense of absolute intervening rights, it would have conducted
extensive discovery on the issue to marshal additional evidence establishing that
the defense was inapplicable. Instead, TPL was blindsided and was unable to
defend against HTC’s motion properly, thereby resulting in partial summary
judgment in HTC’s favor. Additionally, when TPL sought to amend its
infringement contentions to include two claims that were dependent on claim 1,
HTC argued that the scope of claim 1 and claim 11 was the same, and thus the
claims TPL sought to add were unnecessary because they were mirror images of
two claims dependent on claim 11. The district court agreed, and rejected the
amendment as redundant. Had HTC argued that the scope of claims 1 and 11 was

different, as it did on the eve of trial, either the claims would have been added (if
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the scope was different), or HTC’s intervening rights defense would have been
rejected (if the scope was the same). HTC, however, adopted inconsistent
positions at TPL’s expense. TPL was severely prejudiced by HTC’s delay, which
should have resulted in a waiver of the affirmative defense.

The district court should have rejected HTC’s last-minute intervening rights
defense for substantive reasons as well. The intervening rights doctrine essentially
serves to protect an innocent infringer when the scope of a patent’s claims are
substantially changed during reexamination by limiting the infringer’s liability to
the period beginning on the date the patent emerges from reexamination. Here,
however, as the parties agreed in 2011 in connection with TPL’s motion to amend
its infringement contentions, the only relevant change to the 890 patent was the
addition of a phrase for mere clarification. Because the reexamined claim has a
scope identical to the original claim, HTC was on notice of the scope of its
infringement, and the doctrine of intervening rights does not apply. Accordingly,
the district court erred in granting HTC’s motion regarding intervening rights.

With respect to the construction of the term “separate DMA CPU,” the
district court erred by improperly limiting the term to only a DMA co-processor,
excluding a traditional DMA controller. The specification discloses both, and uses
the term DMA CPU to refer to both. In addition, during prosecution, the USPTO

restricted the invention that requires a DMA co-processor to a separate application
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that is not the application that resulted in the 890 patent. Therefore, “separate
DMA CPU” should be construed as “electrical circuit for reading and writing to

memory that is separate from a main CPU.”

Argument

l. Standard of Review.

This Court reviews a district court’s decision granting summary judgment de
novo, reapplying the same standard applied by the district court. lovate Health
Scis., Inc. v. Bio—Engineered Supplements & Nutrition, Inc., 586 F.3d 1376, 1380
(Fed. Cir. 2009). Summary judgment is appropriate only “if the movant shows that
there is no genuine dispute as to any material fact and the movant is entitled to
judgment as a matter of law.” Fed. R. Civ. P. 56(a).

The affirmative defense of absolute intervening rights allows an infringer,
because of the infringer’s pre-reexamination activity, to enjoy a personal
intervening right to conduct that would have otherwise been an infringing activity
before the reexamination.? See Seattle Box Co., Inc. v. Indus. Crating & Packing

Inc., 756 F.2d 1574, 1579 (Fed. Cir. 1985). However, to entertain a defense of

1 The first and second paragraphs of 35 U.S.C. § 252 define both
absolute and equitable intervening rights, respectively. However, HTC only
asserts a defense of absolute intervening rights here.

In addition, Section 307(b) provides that the rules established for
reissued patents in Section 252 apply to reexamined patents. Bloom Eng’g Co.,
Inc., v. N. Am. Mfg. Co., Inc., 129 F.3d 1247, 1249 (Fed. Cir. 1997).

10
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intervening rights, a court must first determine if “the accused product or activity
infringes a claim that existed in the original patent and remains ‘without
substantive change’ after reissue.” Marine Polymer Techs., Inc. v. HemCon, Inc.,
672 F.3d 1350, 1362 (Fed. Cir. 2012). “[I]n determining whether substantive
changes have been made, we must discern whether the scope of the claims are
identical, not merely whether different words are used.” Marine Polymer, 672
F.3d at 1373 (citing Laitram Corp. v. NEC Corp., 163 F.3d 1342, 1346 (Fed. Cir.
1998) (“Laitram 1V”") (emphasis in original). HTC bears the burden to establish its
affirmative defense of intervening rights, with all alleged facts viewed in the light
most favorable to TPL, the non-movant. See Linear Tech. Corp. v. Micrel, Inc.,
524 F. Supp. 2d 1147, 1156 n.4 (N.D. Cal. 2005) (citing Jazz Photo Corp. v. Int’l
Trade Comm’n, 264 F.3d 1094, 1102 (Fed. Cir. 2001)); Pitney Bowes, Inc. v.
Hewlett-Packard Co., 182 F.3d 1298, 1304 (Fed. Cir. 1999).

Because this inquiry requires interpretation of the scope of the claims as they
existed pre- and post-reexamination, the Court reviews de novo a district court’s
conclusion whether the claims that emerged from reexamination are substantively
the same as the original claims. Laitram 1V, at 1346-47; Cybor Corp. v. FAS
Techs., Inc., 138 F.3d 1448, 1451 (Fed. Cir. 1998) (en banc). See, also, Minco,
Inc. v. Combustion Eng’g, Inc., 95 F.3d 1109, 1115, 40 U.S.P.Q.2d 1001, 1005

(Fed. Cir. 1996) (“This court reviews without deference the district court’s

11
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conclusion that the reexamined claims remained identical in scope”) (citation
omitted).

This rule flows from the general principle that “the interpretation and
construction of patent claims, which define the scope of the patentee’s rights under
the patent, is a matter of law exclusively for the court.” See Markman v. Westview
Instruments, Inc., 52 F.3d 967, 97071 (Fed. Cir. 1995) (en banc). See also Cybor
Corp., 138 F.3d at 1456 (“reaffirm[ing] that, as a purely legal question, we review
claim construction de novo on appeal including any allegedly fact-based questions
relating to claim construction”); Lighting Ballast Control LLC v. Philips
Electronics N. Am. Corp., 744 F.3d 1272, 1310 (Fed. Cir. 2014) (affirming de novo
review of claim construction as a matter of law).

Il.  The District Court Erred in Finding that the Doctrine of Intervening

Rights Applies to U.S. Patent No. 5,530,890 to Preclude Any Claims of

Infringement Before the Date of the Issuance of the Reexamination
Certificate.

A.  The District Court erred by allowing HTC to raise the affirmative
defense of intervening rights for the first time on the eve of trial.

Not only did the district court err by granting HTC’s motion for partial
summary judgment based on the affirmative defense of absolute intervening rights
(as discussed below), it erred by entertaining HTC’s belatedly asserted defense in
the first place. “Intervening rights, as provided under 35 U.S.C. § 252, is an

affirmative defense.” Underwater Devices Inc. v. Morrison-Knudsen Co., Inc.,

12
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717 F.2d 1380, 1389 (Fed. Cir. 1983), overruled on other grounds, In re Seagate
Tech., LLC, 497 F.3d 1360 (Fed. Cir. 2007). As such, HTC was required to raise
the defense of intervening rights in its responsive pleading. Fed. R. Civ. P. 8(c)
(“In responding to a pleading, a party must affirmatively state any avoidance or
affirmative defense.”). “Failure to plead an affirmative defense is a waiver of that
defense.” Underwater Devices Inc., 717 F.2d at 13809.

As the district court recognized, HTC failed to plead its affirmative defense
of intervening rights in its answer to Defendants’ counterclaim. A0018. Nor did
HTC amend its answer after the *890 patent reissued on March 1, 2011 following
reexamination. Id. Indeed, the first time HTC asserted the affirmative defense of
intervening rights was when it moved for summary judgment roughly four years
into the litigation. Id. Accordingly, HTC’s failure to raise its affirmative defense
until the eve of trial should be deemed a waiver. Underwater Devices Inc., 717
F.2d at 1389; Fed. R. Civ. P. 8(c).

Although the Ninth Circuit has somewhat “liberalized” this pleading
requirement, affirmative defenses may be raised for the first time on summary
judgment “only if the delay does not prejudice the plaintiff.” Magana v.
Commonwealth of the N. Mariana Islands, 107 F.3d 1436, 1446 (9th Cir. 1997).
Here, TPL was unfairly prejudiced by HTC’s failure to assert its affirmative

defense until mere months before trial. Had HTC promptly raised the issue of
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intervening rights back in 2011 (as opposed to 2013), TPL would have conducted
the litigation differently by, among other things, taking discovery relating to the
issue. Specifically, as discussed below, the amendment to claim 11 of the *890
patent served to clarify the claim language to make plain what a person of ordinary
skill in the art would have already understood when reading the claim. Had TPL
known that HTC intended to argue that the added language substantively altered
the claim, TPL would have conducted discovery (e.g., from experts) to elicit
additional evidence to show that was not the case. By ambushing TPL with its
affirmative defense on the eve of trial and well after the close of fact and expert
discovery, TPL was deprived of the opportunity to fully develop its response to
HTC’s intervening rights defense. Given that the district court granted HTC’s
motion for partial summary judgment based on intervening rights, resulting in the
judgment dismissing the *890 patent, the prejudice to TPL is evident. The district
court’s decision to allow HTC to raise its affirmative defense of absolute
intervening rights for the first time on summary judgment should thus be reversed.
TPL was also prejudiced by HTC’s delay in raising its intervening rights
defense because TPL was unfairly precluded from asserting claims 7 and 9 of
the *890 patent — which did not change during reexamination. In May 2011, the
district court denied TPL’s motion to amend its infringement contentions to assert

claims 7 and 9 of the *890 patent. A0069-A0070. HTC had opposed TPL’s
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motion to amend, arguing: “TPL’s attempt to assert claims 7 and 9 of the *890
patent in addition to claims 17 and 19 is unnecessary and prejudicial because the
latter are mirror images of the former.” A0075.

As the district court recognized: “Apart from one clarification to
independent claim 11, new claims 11-20 track the patent’s original claims 1-10
word-for-word.” A0070. Noting that “TPL concedes that ‘[b]ecause the scope of
new independent claim 11 is the same as the scope of original independent claim
1,”” the district court rejected TPL’s proposed amendment as “redundant.” A0075.
Had HTC raised its intervening rights defense then — by arguing that the scope of
claim 11 was substantively different than the scope of claim 1 — the district court
may not have barred TPL from asserting claims 7 and 9 as “redundant” of claims
17 and 19. If the scope of claim 1 (from which claims 7 and 9 depend) is different
from the scope of claim 11 (from which claims 17 and 19 depend), then the scope
of claims 7 and 9 necessarily differ from the scope of claims 17 and 19.

But at the time of TPL’s motion to amend in 2011, both HTC and the district
court argued — and TPL acknowledged — that the scope of independent claims 1
and 11 was identical. On the eve of trial more than two years later, HTC argued
that the scope of claims 1 and 11 was different — in a last ditch effort to avoid
infringement of the 890 patent. Quite clearly, HTC’s gamesmanship has unfairly

prejudiced TPL. Had HTC maintained its earlier position that the scope of claims
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1 and 11 was the same, it would not have prevailed on its last minute summary
judgment motion regarding intervening rights. Otherwise, if HTC had not opposed
TPL’s effort to add claims 7 and 9 to the case in 2011 — and because those claims
did not change during reexamination — TPL would have been able to proceed to
trial regarding both HTC’s pre-reexamination infringement of claims 7 and 9, as
well as HTC’s post-reexamination infringement of those claims. Allowing HTC to
play both sides, however, has plainly resulted in unfair prejudice to TPL.

B.  Thedistrict court erred in finding that the claim language added

in the reexamination substantively changed the scope of the *890
patent.

The district court’s grant of partial summary judgment in HTC’s favor
with respect to the *890 patent was premised on its determination that language
added to Claim 112 narrowed the scope of the claims, thereby precluding any
claims of infringement before the issuance of the reexamination certificate.
A0020. The district court’s ruling was in error. Viewing all facts in the light most
favorable to TPL, HTC failed to carry its burden to establish a change in the scope
of the claims. Thus, the district court should have denied HTC’s motion.

“A determination of whether the scope of a [reexamination] claim is

identical with the scope of the original claim is a question of law.” Westvaco

2 Claims 12, 13, 17, and 19 all depend from independent claim 11.
A0018. Accordingly, the analysis of the scope of claim 11 likewise applies to the
scope of claims 12, 13, 17, and 19.
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Corp. v. Int’l Paper Co., 991 F.2d 735, 741 (Fed. Cir. 1993). “Reexamined
claims are ‘identical’ to their original counterparts if they are “without substantive
change.”” Laitram IV, 163 F.3d 1342, 1346 (citing Seattle Box Co., Inc. v.
Industrial Crating & Packing Inc., 731 F.2d 818, 827-28. “[I]n determining
whether substantive changes have been made, we must discern whether the scope
of the claims are identical, not merely whether different words are used.” Marine
Polymer, 672 F.3d at 1373 (citing Laitram IV, 163 F.3d at 1346) (emphasis in
original). Thus, “substantive change” does not include minor word changes.
Slimfold Mfg. Co. Inc. v. Kinkead Indus., Inc., 810 F.2d 1113, 1115 (Fed. Cir.
1987). Further, “a claim amendment made during reexamination following a prior
art rejection is not per se a substantive change. Rather, to determine whether a
claim change is substantive, it is necessary to analyze the claims of the original
and the reexamined patents in light of the particular facts, including the prior art,
the prosecution history, other claims, and any other pertinent information . . .
[including] an overall examination of the written description . ...” Laitram IV,

163 F.3d at 1347-48 (internal citation and quotation omitted).®> Moreover, an

3 See also, e.g., Austin v. Marco Dental Prods., Inc., 560 F.2d 966, 973
(9th Cir. 1977) (no intervening rights when claims are “substantially identical”);
Akron Brass Co. v. Elkhart Brass Mfg. Co., 353 F.2d 704, 708-09 & n. 5 (7th Cir.
1965) (substitution of “outlet” for “inlet” found not to be substantial change);
Richmond Eng’g Co. v. Bowser, Inc., 264 F.2d 595, 597-98 (4th Cir. 1959) (despite
rephrasing and rearrangement of elements of claim, “scope of the [reissue] claims

17



Case: 14-1076 = Document: 27 Page: 26 Filed: 05/01/2014

amendment that clarifies the text of a claim “to make specific what was always
implicit or inherent,” or that “makes it more definite without affecting its scope” is
not a substantive change. Laitram Corp. v. NEC Corp. (“Laitram I’*), 952 F.2d
1357, 1361 (Fed. Cir. 1991); Bloom Engineering, 129 F.3d at 1250.

Claim 11 of the reexamined patent is identical in scope to original claim
1 because the only change in language provides explicit clarification of a
preexisting implicit limitation. As HTC conceded, “TPL added claim 11 during
the reexamination by copying the language from claim 1,” with the only change
being the addition of the phrase, “said stack pointer pointing to said first push
down stack.” A5974-5975 (emphasis added). As evidenced by the prosecution
history, this amendment was added only for the sake of clarification, and did not

result in any substantive change. 4

[was] substantially identical’’); Foxboro Co. v. Taylor Instrument Cos., 157 F.2d
226, 228 (2nd Cir. 1946) (“identical” interpreted to mean “substantially identical’);
Greer Hydraulics, Inc. v. Rusco Indus., Inc., No. 72-961-JWC, 1974 WL 20255,
185 U.S.P.Q. 83, 85 (C.D. Cal. Nov. 13, 1974) (no intervening rights because
claims found “substantially identical” to those in original patent despite correction
of spelling, clarification of language, and addition of word “activation” to conform
to earlier reference in claim).

4 Indeed, the PTO granted ex parte reexamination inter alia because
“the specific allowable features of claims 1-10 of the 890 Patent in the original
prosecution [were] unclear.” See A6195 (emphasis added).
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Specifically, during reexamination, the examiner’s primary concern with
claim 1 was centered on the discussion in a prior art reference (“May”) of an
instruction pointer pointing into the instructions of a process, whereas the original
specification of the’890 patent clearly described a stack pointer pointing into the
parameter stack.® However, under the broadest interpretation, if the instruction
pointer were allowed to point to any position in any stack, it could possibly be
considered a stack pointer. A6041-6042. A person of ordinary skill in the art,
however, would recognize that such a hypothetical situation is impossible.

An instruction pointer (i.e., instruction address register, or program counter)
points to the location in the instruction memory of the next instruction to be
fetched and executed. As such, it is under program control (i.e., controlled by the
processor) and is not modifiable by the user. Thus, it does not fit the definition of
a stack. One of ordinary skill in the art would understand that instructions are kept

In the instruction memory, which is randomly accessible, and not located in a

S See, e.g., A6047 (“Patent Owners respectfully submit that the
instruction pointer of May *948(IPTR 50) does not ‘point’ to the stack registers A,
B and C by virtue of being bidirectionally connected thereto or because it loads the
contents of A during a general call. Rather, IPTR 50 holds the memory address of
the next instruction to be executed and thus points to the location in memory of
that next instruction, as stated by May *948. It is not a stack pointer to the stack
(A, B, C) of May "948. Indeed, IPTR 50 is not a pointer to any stack.”).
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stack. To avoid any potential problems in program execution (such as a program
crash), any modification of the instructions is forbidden.® A6546-6547 at { 57.

Thus, the Examiner “suggested to amend Claim 1 to clearly associate the
stack pointer with the first push down stack” because “the stack pointer of Claim 1
was not explicitly associated with the first push down stack of Claim 1.” A6042
(emphasis added). See also A6043 (regarding the “relationship of the stack pointer
to the push down stack,” “[t]he Patent Owner suggested possibly amending the
claim to clarify this point, which the examiner would consider.”).

Accordingly, the patentees amended Claim 1 to explicitly associate the stack
pointer with the first push down stack — “Claim 11 recites (in part) ‘said stack
pointer pointing into said first push down stack,” clarifying the association of the
stack pointer and the first push down stack.” A6054. This was a clarification, not
a substantive change.

The claims of the *890 patent describe two stacks — a first push down stack

and a return push down stack — each having its own purpose. The first stack (the

6 See also A6048 (U.S. Patent No. 4,758,948 to May describes a multi-
processor that includes “[e]ach workspace, e.g., workspace L below, includes a
number of variables, a machine state 67, a link 66 to the next workspace in a queue
of workspaces, and an instruction pointer IPTR S 65 that points to the next
instruction for that process. . . . When a process, such as L, is activated, the
computer loads the computer’s program counter IPTR 50 with the contents of
IPTR S 65.”) (emphasis added).
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first push down stack) is used to store parameters and data that are being operated
upon. The second stack (the return push down stack) is used for storing return
addresses when the program jumps into subroutine calls. Each stack pointer is
associated with a particular stack and constitutes an integral part of the stack.
Interchanging the stacks (or content of the stacks) is not permitted because that
would create an unpredictable and unmanageable situation and would cause the
program to crash. Thus, if the stack pointer did not point into the first push down
stack, but instead pointed into the return push down stack, the same undesirable
situation (a crash) would occur. A6547 at § 58. Reexamined claim 11 clarified
this situation by stating what is obvious to someone of ordinary skill in the art -
that stack pointers can only point to the stack with which they are associated. Id.
Original claim 1 of the *890 patent refers to a stack pointer, a first push
down stack, a return stack pointer, and a return push down stack. The district court
correctly recognized that “where the stack pointer points matters,” but incorrectly
hypothesized that the stack pointer might point to other push down stacks. A0020.
As described above, one of ordinary skill in the art would understand that the stack
pointer would point to the first push down stack, and only to the first push down
stack. Although it is possible to claim the stack pointer as pointing into the return
push down stack, one of ordinary skill in the art would have recognized instead

that it was implicit that the return stack pointer (and only the return stack pointer)
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would point into the return push down stack, and the stack pointer would only
point into the first push down stack. Any other arrangement would be untenable as
it would cause the program to crash.

While the specification discusses a second push down stack, a second
push down stack is not an element of any of the original or reexamined claims.’
Accordingly, it would be obvious to one of ordinary skill that the stack pointer
would point into the only other available push down stack, namely the first push
down stack. A6546-6547 at 1 56-58. In no way does the added language change
the scope of the original claim. Rather, it merely clarifies that already implicit
association, and consequently cannot be considered a substantive change.

Because this limitation was inherent in the original claims of the *890 patent, HTC
has no intervening rights with respect to its infringement of claim 11.2 HTC failed
to present evidence to dispute how a person of ordinary skill would have
understood these issues — an issue of fact underlying the ultimate question of law.
Accordingly, HTC failed to carry its burden, and the district court’s grant of

partial summary judgment in favor of HTC was in error.

! As the applicant noted during reexamination, the specification also
“defines the stack pointer as a pointer into the parameter stack, which . . . is also
denominated the push down stack.” A6054.

8 Nor does it have intervening rights with respect to its infringement of
Claims 12, 13, 17, and 19, all of which depend from independent claim 11.
A0018.
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I11.  The District Court Erred in Its Construction of the Phrase “Separate
Direct Memory Access Central Processing Unit.”

The district court construed the term “separate direct memory access central
processing unit” (“separate DMA CPU”) to mean “a central processing unit that
accesses memory and that fetches and executes instructions directly and
separately of the main central processing unit.” A0063 (emphasis added).
However, the court’s construction only accounted for the first of two embodiments
described in the *890 patent’s specification. As a result, the court’s construction of
DMA CPU limited that term to that first embodiment — a DMA co-processor — and
improperly excluded the second embodiment: a traditional DMA controller.

In addition, early on in the prosecution of the parent application that led to
the 890 patent (and the entire MMP portfolio), the USPTO issued a ten-way
restriction requirement requiring the applicant to pursue ten different divisional
applications. Most relevant here, the USPTO restricted the invention that requires
a DMA co-processor to a separate application that is not the application that
resulted in the *890 patent. In other words, while the district court was correct that
the specification describes, among other things, a DMA co-processor, that
invention was pursued in a different application. The *890 application was
specifically restricted to a microprocessor architecture that can include either a

traditional DMA controller or a DMA co-processor.
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In light of that history, and for other reasons discussed below, the district
court’s construction — which excludes a traditional DMA controller — is incorrect.
Therefore, “separate DMA CPU” should be construed as “electrical circuit for
reading and writing to memory that is separate from a main CPU.”

A.  The intrinsic record as a whole supports Appellants’ proposed
construction.

The intrinsic record supports Appellants’ proposed construction of DMA
CPU, which encompasses both embodiments of the DMA CPU described in
the 890 patent’s specification. The specification discloses and describes two
embodiments involving two different microprocessors, each of which involves a
distinct type of DMA CPU.

The first embodiment involves microprocessor 50 (shown in connection with
Figures 1-8 of the *890 patent), which includes DMA co-processor 72. “Details of
the DMA CPU 72 are provided in FIG. 5.” ’890 8:1. The specification expressly
states that the DMA CPU 72 “operates as a co-processor to the main CPU.” ’890
8:23-24. In particular, the specification observes that the “DMA CPU 72 controls
itself and has the ability to fetch and execute instructions.” *890 8:22-23.

The specification also describes a second embodiment with a different
microprocessor 310 and a traditional DMA controller 314, which differs from the
DMA co-processor 72. The specification expressly identifies this second

embodiment in connection with Fig. 9. 890 patent at 4:60-62 (“FIG. 9 is a layout
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diagram of a second embodiment of a microprocessor in accordance with the
invention in a data processing system on a single integrated circuit.”) (emphasis
added). In particular, the specification notes that the microprocessor 310 is used
on “an already crowded DRAM die 312.” *890 8:61-62. Because of the tight
quarters associated with this second embodiment, the patent notes: “To keep chip
size as small as possible, the DMA processor 72 of the microprocessor 50 has been
replaced with a more traditional DMA controller 314.” *890 8:62-65 (emphasis
added). In other words, the second embodiment uses a more traditional DMA
controller, which is shown as DMA CPU 314 in Fig. 9.

The district court’s construction of the term “DMA CPU” encompassed the
first embodiment described in the 890 patent, but excluded the second
embodiment. In other words, the court’s construction included the DMA CPU 72
of Figures 1-8, “which controls itself and has the ability to fetch and execute
instructions” (890 8:22-23), but did not include the DMA CPU 314, which is “a
more traditional DMA controller” and functions only when “used with the
microprocessor 310” in a way “supported by the microprocessor 310.” See 890
8:62-65; 12:65-13:12.

The district court reasoned that because a DMA controller is distinct from a
DMA CPU, where the patent claims a DMA CPU, it means a DMA CPU and not a

DMA controller. A0062 (Final Claim Construction Order at 13). However, as the
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court itself acknowledged, the more traditional DMA controller associated with the
second embodiment is referred to interchangeably as “DMA controller 314" or
“DMA CPU 314” in the specification. Id.; see, e.g., 890 12:61-65; Fig. 9; 10:52;
13:3-4. But unlike the DMA co-processor DMA CPU 72 of the first embodiment,
the DMA CPU 314 of the second embodiment is not described as fetching or
executing its own commands independent of the CPU. Cf. 890 8:22-23. Instead,
the specification states that the DMA CPU 314 of the second embodiment “is used
with the microprocessor 310” to perform certain functions, such as video output,
multiprocessor serial communications, and 8-bit parallel 1/0. 890 12:65-13:2
(emphasis added). The specification makes clear that this “more traditional DMA
controller 314” of the second embodiment—unlike the self-sufficient DMA co-
processor 72 of the first embodiment—can only function when controlled by and
“used with the microprocessor 310” to accomplish functions “supported by the
microprocessor 310.” *890 12:65-13:12. Thus, the term “DMA CPU” in claim 11
encompasses DMA CPU 314, which does not fetch or execute instructions.

The district court’s first claim construction order (June 12, 2012) reasoned
that, because the phrase being construed included the term “central processing
unit” or CPU, it would be understood to mean a unit of a computing system that
fetches, decodes, and executes programmed instructions. A0035 (First Claim

Construction Order at 12 & n.26) (citing Modern Dictionary of Electronics 107
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(7th ed. 1999)). The court then observed that the 890 specification used the term
CPU consistently with that meaning, citing a selection in the patent that referred to
the DMA CPU 72 of the first embodiment. A0035 at n.27 (citing "890 8:22-24).
However, the court’s reasoning relied exclusively on the DMA of the first
embodiment (DMA CPU 72) without regard to the second embodiment, which
replaces “the DMA processor 72 . . . with a more traditional DMA controller
314.” ’890 12:61-65. Although the court correctly recognized that the DMA CPU
72 of the first embodiment is described consistently with the dictionary definition
of CPU that it relied on, the court failed to account for the DMA CPU 314 of the
second embodiment, which is different.

The court also correctly recognized that the DMA CPU 72 of the first
embodiment was considered advantageous because it “does not require use of the
main CPU during DMA requests and responses . . . which provides very rapid
DMA response with predictable response times.” A0035 (First Claim Construction
Order at 12 & n. 29). However, the court’s reasoning only considered the
specification’s discussion of the advantages of the first embodiment, which uses
the DMA CPU 72, and ignored the second embodiment of the invention described
in connection with Figure 9, which uses “a more traditional DMA controller 314,”

instead of the DMA co-processor DMA CPU 72. See 890 12:61:65.
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The patent states that the second type of microprocessor 310 of the second
embodiment (distinguished from microprocessor 50 of the first embodiment) is
used because it resides on a more crowded DRAM die.” Id. Because of this more
crowded arrangement, the second embodiment uses the more traditional DMA
controller 314 “[t]o keep chip size as small as possible.” 1d. This is directly in line
with several “objects” of the invention recited in the specification but not explicitly
acknowledged in the court’s claim construction order. See e.g., 890 1:61-63 (“to
provide a microprocessor with a reduced pin count and cost compared to
conventional microprocessors™); *890 1:65-67 (“to provide a high performance
microprocessor that can be directly connected to DRAMs without sacrificing
microprocessor speed”). Indeed, the second embodiment shown in Figure 9 is
presented as a “solution to the bandwidth/bus path problem” associated with the
microprocessor 50 of the first embodiment. See 890 8:60-9:1.

Patent claims “must be read in view of the specification, of which they are a
part.” Phillips v. AWH Corp., 415 F.3d 1303, 1315 (Fed. Cir. 2005) (citing
Markman v. Westview Instruments, Inc., 52 F.3d 967 at 979. The “proper
definition is the ‘definition that one of ordinary skill in the art could ascertain from

the intrinsic evidence in the record.”” Id. at 1314. One of ordinary skill in the art
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would understand the term DMA CPU to be consistent with the two embodiments
of the "890 patent discussed above. See Phillips, 415 F.3d at 1315-16.°
Appellants respectfully submit that the intrinsic record in this case—
including the specification and the file history (which includes the restriction
requirement and reexamination proceeding discussed below)—supports
Appellants’ proposed construction for DMA CPU: “electrical circuit for reading
and writing to memory that is separate from a main CPU.” Only this construction
avoids improperly limiting the claim to a particular embodiment. On the other
hand, the district court’s construction improperly limits the claim to the first
embodiment. Phillips, 415 F.3d at 1323 (“[A]lthough the specification often
describes very specific embodiments of the invention, we have repeatedly warned
against confining the claims to those embodiments.”) (citations omitted); see also

DSW, Inc. v. Shoe Pavilion, Inc., 537 F.3d 1342, 1348 (Fed. Cir. 2008) (“[W]hen

o It is fundamental that an inventor may act as his or her own
lexicographer. Thus, the district court’s reliance on a technical dictionary
definition that is consistent with one embodiment but inconsistent with another is
misplaced. See A0035 (First Claim Construction Order at 12 n.26) (citing Modern
Dictionary of Electronics 107 (7th ed. 1999)). Indeed, this Court has stated that in
cases where the specification reveals that the inventor gave a claim term a special
meaning that differs from the meaning it might otherwise possess, “the inventor’s
lexicography governs.” Phillips, 415 F.3d at 1318 (emphasis added), citing CCS
Fitness, Inc. v. Brunswick Corp., 288 F.3d 1359, 1366 (Fed. Cir. 2002). Consistent
with this principle, the Court has “repeatedly warned against confining the claims
to [particular] embodiments.” Phillips, 415 F.3d at 1323.
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claim language is broader than the preferred embodiment, it is well-settled that
claims are not to be confined to that embodiment.”). Indeed, even if a patent only
describes a single embodiment, it is well settled that the claims need not be limited
to that embodiment alone. Gemstar-TV Guide Int’l, Inc. v. Int’l Trade Comm’n,
383 F.3d 1352, 1366 (Fed. Cir. 2004). But this case is even clearer: the patent
describes multiple embodiments. The claim should not be limited to one
embodiment.

B.  The originally filed claims included both a DMA co-processor
embodiment and a traditional DMA controller embodiment.

Appellants’ MMP Portfolio includes file histories covering 37 applications
resulting in seven issued U.S. patents. In addition, the Appellees in the present
case and other parties have filed sixteen reexamination requests in the U.S. Patent
and Trademark Office, and a nullity action in the European Patent Office, that has
greatly multiplied the volume of the file histories for the MMP Portfolio. In total,
the MMP Portfolio file histories (including reexamination proceedings) comprise
approximately 291 U.S. patent references, 33 foreign patent references, 382 non-
patent references, 134 litigation-related pleadings or transcripts, and 205 office
actions and responses, leading to over 30,000 pages of correspondence between the
applicants and PTO and over 1,000 references. The *890 patent, as well as the

other patents in suit, arose from a single application filed on August 3, 1989, which
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ultimately resulted in the MMP Portfolio.'° That original application included 70
claims, disclosing a large number of independent and distinct inventions.

Claim 13 of the original application was specifically directed to the DMA
Co-processor invention:

13. A microprocessor system, comprising a central processing unit, a direct
memory access processing unit, a memory, a bus connecting said central
processing unit and said direct memory processing unit to said memory, said
memory containing instructions for said central processing unit and said
direct memory access processing unit, said direct memory access
processing unit including means for fetching instructions for said central
processing unit on said bus and for fetching instructions for said direct
memory processing unit on said bus.

A2143. Much like the district court’s construction of DMA CPU, originally filed
claim 13 required the DMA to fetch and process its own instructions.

By contrast, originally filed claim 48 (which became claim 1 of the *890
patent and later claim 11 of the reexamined 890 patent, the claim at issue here)
recited the use of a traditional DMA controller in a microprocessor architecture:

A microprocessor, which comprises a main central processing unit
and a separate direct memory access central processing unitin a
single integrated circuit comprising said microprocessor, said main
central processing unit having an arithmetic logic unit, a first push
down stack with a top item register and a next item register, connected
to provide inputs to said arithmetic logic unit, an output of said
arithmetic logic unit being connected to said top item register, said top
item register also being connected to provide inputs to an internal data
bus, said internal data bus being bidirectionally connected to a loop
counter, said loop counter being connected to a decrementer, said

10 The original application, No. 07/389,334, eventually issued as U.S.
Patent No. 5,440,749, one of the patents-in-suit.
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internal data bus being bidirectionally connected to a stack pointer,
return stack pointer, mode register and instruction register, said
internal data bus being connected to a memory controller,toa 'Y
register of a return push down stack, an X register and a program
counter, said Y register, X register and program counter providing
outputs to an internal address bus, said internal address bus providing
inputs to said memory controller and to an incrementer, said
incrementer being connected to said internal data bus, said direct
memory access central processing unit providing inputs to said
memory controller, said memory controller having an address/data
bus and a plurality of control lines for connection to a random access
memory.

A2153-2154. Because originally filed claim 13 included the limitations of
“including means for fetching instructions” for its DMA processing unit — while
originally filed claim 48 did not — the latter’s DMA processing unit should not be
construed to include those limitations. Curtiss-Wright Flow Control Corp. v.
Velan, Inc., 438 F.3d 1374, 1381 (Fed. Cir. 2006) (“[C]laim differentiation takes
on relevance in the context of a claim construction that would render additional, or
different, language in another independent claim superfluous[.]”). Therefore,
originally filed claim 48, which eventually became claim 11 here, encompasses
both a DMA controller and a DMA co-processor.

C.  Per the restriction requirement, the ’890 patent is drawn to a

microprocessor system that can have a traditional DMA
controller or a DMA co-processor.

Because the original application contained so many different inventions, the

examiner imposed a remarkable ten-way restriction requirement on August 31,
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1992.11 The restriction requirement divided the disclosed inventions into ten
categories as follows:

Group I, claims 1 and 2, “drawn to [a] microprocessor system having a
multiplex bus, was filed as a divisional application on 07-Jun-95, US
application number 08/480,462. That application was abandoned.

Group I, claims 3, 6-11, 26-30 and 32-47, “drawn to a processor system

having means for fetching multiple instructions in parallel during a single
machine cycle” (the description of the group given by the examiner), and
were patented as US “749.

Group 111, claim 13, “drawn to a microprocessor system having a DMA
for fetching instruction[s] for a CPU and itself,” was filed as a divisional
application on 07-Jun-95 as patent application number 08/480,015.
That application was abandoned.

Group 1V, claims 16-18 and 63-64, “drawn to a processing system
configured to provide different memory access time[s] for different amounts
of memory,” was filed on 07-Jun-95 as US application number 08/485,031.
That application issued as US patent number 5,604,915 on 18-Feb-97.

Group V, claims 19-20 and 65-67, “drawn to [a] method and apparatus
which operates as a variable clock speed,” was filed on 07-Jun-95 as US
application number 08/484,918. That application issued as US Pat number
5,809,336 on 15-Sep-98.

Group VI, claims 22-23, “drawn to a CPU having stacks and pointers,” was
filed on 07-Jun-95 as US patent application number 08/484, 230. That
application was abandoned.

Group VII, claims 24-25 and 69-78, “drawn to a processing system for
processing polynomial instruction[s],” was filed on 07-Jun-95 as US
application number 08/484,720. That application was abandoned.

11 See35U.S.C. § 121 (“If two or more independent and distinct
inventions are claimed in one application, the Director may require the application
to be restricted to one of the inventions.”)
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Group VIII, claims 48-57, “drawn to a microprocessor architecture,”
was filed on 07-Jun-95 as US patent application number 08/480, 206.
That application issued as US patent number 5,530,890.

Group IX, claims 58-62, “drawn to method for prefetching,” was filed on
07-Jun-95 as US patent application number 08/484,935. That application

issued as US Pat number 5,784,584 on 21-Jul-98.

Group X, claim 68, “method for operating a stack,” was filed on 07-Jun-95
as US application number 08/482,185. That application issued as US patent
number 5,659,703 on 19-Aug-97.

A2172-2173 (August 31, 1992 Restriction Requirement) (emphasis added).

SUMMARY OF RESTRICTION REQUIREMENT

v

V

Vi

Vil

IX

X

micro-
processor
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fetching multiple
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single machine
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system having
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amounts of
memory

method and
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which operates
as a variable
clock speed

CPU having
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Abandoned

Originally filed claim 13, the DMA co-processor invention, was in Group

micro-
processor
architecture

method for
prefetching

for operating a
stack

’890 patent

I11, constituting inventions “drawn to a microprocessor system having a DMA for

fetching instruction[s] for a CPU and itself.” A2172-2173. In other words, Group

Il was limited to a microprocessor system having a DMA co-processor of the type

described in connection with the specification’s first embodiment (e.g., DMA CPU

72). See ’890 8:1; Fig. 5; 8:22-24 (“The DMA CPU 72 controls itself and has the
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ability to fetch and execute instructions.”). The Group 11 application, No.
08/480,015, was eventually abandoned.

Relevant here, the claims that eventually issued as the *890 patent were in
Group VIII, and divided into application No. 08/480,206. Per the restriction

requirement, those claims were “drawn to a microprocessor architecture.” Id.

The 890 patent issued on a first action allowance. Importantly, Group VIII was
never limited to a DMA co-processor. Unlike Group 111, Group VIII did not
specify that that the DMA be capable of fetching or executing instructions for a
CPU or itself. The broader scope of Group VIII was consistent with the
specification, which describes two distinct microprocessor architectures:

(1) microprocessor 50 described in connection with Figs 1-8, which uses a

DMA co-processor DMA CPU 72 capable of fetching and executing its own
instructions (see *890 8:1; Fig. 5; 8:22-24); and

(2) microprocessor 310 described in connection with Figure 9, which uses “a

more traditional DMA controller 314" also referred to as “DMA CPU 314,”

in order “[t]o keep chip size as small as possible” (see 890 12:61-66; Fig. 9;

10:52; 13:3-4).

There is nothing in the file history that limits the claims of Group VIII to one
of these two architectures. Hence, Group VIII should cover both embodiments
described in the specification, absent some limiting language in the file history.

See Phillips v. AWH Corp., 415 F.3d 1303, 1323 (Fed. Cir. 2005) (en banc)

(“[A]lthough the specification often describes very specific embodiments of the

invention, we have repeatedly warned against confining the claims to those
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embodiments.”). Accordingly, the district court’s construction of DMA CPU in a
way that limits it to the first embodiment is improper. Id.

This prosecution history demonstrates that there were two separate DMA
inventions in the original application: (1) a DMA co-processor that could fetch and
execute its own instructions; and (2) a microprocessor architecture with traditional
DMA controller. These two inventions were prosecuted separately, and invention
(2) issued as the ’890 patent. The objects of invention language relied upon by the
district court for its construction was directed to the DMA co-processor claimed in

originally filed claim 13, and not the microprocessor architecture invention

claimed in the *890 patent.

D.  The reexamination proceedings confirm that “DMA CPU” must
include a traditional DMA controller.

The 890 patent was reexamined. Although claim 11, the claim under
construction, was added during reexamination, it varies from pre-reexamination
claim 1 only in that “said stack pointer pointing to said first push down stack” was
added. Nothing about the claimed “DMA CPU” was changed.

The consistent meaning of the claim term “a separate direct memory access
central procession unit” — which was used by the reexamination requester, the
USPTO, and the applicant — included a traditional DMA controller.

For example, in the reexamination request filed by Fish & Richardson, the

requestor argued:
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The 890 patent teaches a direct memory access controller and states that
“conventional microprocessors provide direct memory access (DMA) for
system peripheral units through DMA controllers, which may be located on
the microprocessor integrated circuit” (Id., 1:52-55)

A2186 (Ex Parte Request for Reexamination, at 8) (emphasis added). The
requestor further argued:

.. . Requestor submits that the DMA controllers were conventionally
placed on the same chip as of the 890 patent’s priority date and thus this
feature would have been considered obvious by one of ordinary skill in the
art. For example, US patent number 4,783,764 to Tsuchiya et al. describes
a Direct Memory Access Controller on a single integrated circuit with a
CPU. ..

Id., at 11 (describing the “mode exchange circuit 9” shown in Tsuchiya, FIG. 3 as a
DMA controller) (emphasis added).

The USPTO granted the reexamination request on April 8, 2009, in an order
stating:

... Tsuchiya describes a microprocessor further including a separate direct
memory access central processing unit . . .

A2250 (Order Granting Ex Parte Reexamination, at 7) (emphasis added). In the
first action on the merits, dated November 5, 2009, the examiner stated:

... [T]he “Transputer Manual” . . . is seen to describe an on-chip DMA
controller. . ..

A2262 (PTO Non-Final Office Action, at 4) (emphasis added). The Examiner
went on to note:

... [T]he references cited in the request for re-examination on page 11 (as
well is pages 26 and 27) that teach of an on-chip DMA controllers. . . .

Id. (emphasis added).
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These excerpts confirm that during reexamination, the patent owner and the
USPTO considered the DMA controller of the 890 patent to be a traditional DMA
controller — not a DMA co-processor capable of fetching and executing its own
instructions. At no time did the patent owner ever try to distinguish the prior art on
the ground that the 890 patent required a DMA co-processor, even though that
would have been an obvious basis for distinction, if true. Accordingly, the district
court erred in its construction, which limited the term “DMA CPU” to a DMA co-

processor.

Conclusion and Statement of Relief Sought

For the forgoing reasons, this Court should reverse the district court’s
January 21, 2014 and September 17, 2013 orders to the extent that they hold that
the doctrine of intervening rights applies to the 890 patent to preclude any claims
of infringement before the date of the issuance of the reexamination certificate. In
addition, this Court should reverse the district court’s construction of the term
“separate DMA CPU” and construe it as “electrical circuit for reading and writing

to memory that is separate from a main CPU.”
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UNITED STATES DISTRICT COURT
NORTHERN DISTRICT OF CALIFORNIA
SAN JOSE DIVISION

HTC CORPORATION AND HTC AMERICA,
INC.,

Case No.: 5:08-cv-00882-PSG

ORDER RE: HTC’S MOTIONS FOR
SUMMARY JUDGMENT OF
NON-INFRINGEMENT AND

)
)
- )
Plaintiffs, )
§ NO WILLFULNESS
)
)
)
)

V.

TECHNOLOGY PROPERTIES LIMITED,

et al., (Re: Docket Nos. 457, 458)

Defendants.

Before the court in this patent case are two motions for summary judgment brought by
Plaintiffs HTC Corporation and HTC America, (collectively “HTC”). HTC first moves for “full”
summary judgment of non-infringement and no willful infringement of U.S. Patent No. 5,809,336
(“the 336 patent”). HTC separately moves for partial summary judgment of non-infringement of
the *336 patent and U.S. Patent No. 5,530,890 (“the *890 patent”) and no willful infringement of
the "890 patent. On August 13, 2013, the parties appeared for a hearing. Having considered the
papers and arguments of counsel:

The court DENIES HTC’s motion for summary judgment of “full” non-infringement of the

’336 patent.
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The court DENIES HTC’s motion for partial summary judgment of non-infringement of the
’336 patent.

The court DENIES HTC’s motion for summary judgment of no willful infringement of the
’336 patent.

The court GRANTS HTC’s motion for partial summary judgment of non-infringement of
the *890 patent.

The court GRANTS-IN-PART HTC’s motion for partial summary judgment of no willful
infringement of the *890 patent.

The court sets forth its reasoning below.

I. BACKGROUND

HTC Corporation is a Taiwan corporation with its principal place of business in Taoyuan,
Taiwan, R.0.C. HTC’s subsidiary, HTC America, is a Texas corporation with its principal place
of business in Bellevue, Washington. Defendants Technology Properties Limited and Alliacense,
Limited (“Alliacense”) are California corporations with their principal place of business in
Cupertino, California; Patriot Scientific Corporation (“Patriot”) is a Delaware corporation with its
principal place of business in Carlsbad, California. These defendants — Technology Properties
Limited, Alliacense, and Patriot (collectively “TPL”) — claim ownership of a family of related
microprocessor patents. TPL refers to those patents as the Moore Microprocessor Portfolio patents
(“MMP patents”), in recognition of co-inventor Charles Moore’s contributions. HTC filed this suit
on February 8, 2008, seeking a judicial declaration that four of the MMP patents — U.S. Patent Nos.
5,809,336 (“the *336 patent™), 5,784,584 (“the 584 patent”), 5,440,749 (“the *749 patent”), and

6,598,148 (“the *148 patent”) — are invalid and/or not infringed.* TPL counterclaimed for

! See Docket No. 1.
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infringement of the *336, *749, *148, and 890 patents on November 21, 2008.2 On April 25, 2008,
TPL filed two complaints in the Eastern District of Texas against HTC alleging infringement of the
four patents at issue in the pending declaratory judgment action.®> On June 4, 2008, TPL filed
additional patent infringement actions against HTC in the Eastern District of Texas asserting U.S.
Patent No. 5,530,890 (“the *890 patent”).* On July 10, 2008, HTC amended its complaint before
this court, adding claims for declaratory relief with respect to the *890 patent.> On February 23,
2009 the parallel Texas litigation was dismissed without prejudice following Judge Fogel’s
decision to deny TPL’s Motion to Dismiss, or in the Alternative, to Transfer Venue in the
California action.® On March 25, 2010, the court accepted the parties’ stipulation to dismiss the
’584 patent from this litigation.” On August 24, 2012, Technology Properties Limited, Patriot, and
Phoenix Digital Solutions initiated an International Trade Commission (“ITC”) investigation
regarding HTC’s alleged infringement of the 336 patent.® On July 17, 2013, the court accepted
the parties’ stipulation to dismiss the *148 and *749 patents from this litigation.®

The bottom line is that only the *336 and ’890 patents remain at issue for the purposes of
this litigation.

A. The ’336 Patent

? See Docket No. 60 at 6-8.
¥ See Docket No. 16 at 3.

% See Docket No. 35 at 5.

> See Docket No. 34.

® See Docket Nos. 49 (denying motion to dismiss, to transfer venue, and to stay) and 88 (granting
motion for leave to file motion for reconsideration and denying motion for reconsideration).

7 See Docket No. 152.

® See Docket No. 561-1. Claims 1, 6, 7, 9-11, and 13-16 were asserted in the investigation. On
September 6, 2013, Administrative Law Judge James Gildea issued an Initial Determination from
in the ITC proceeding holding that HTC did not violate Section 337 of the Tariff Act of 1930.
See id.

% See Docket No. 462.
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The *336 patent issued on September 15, 1998 and describes a microprocessor with an
internal variable speed clock, or oscillator, that drives the processor’s central processing unit
(“CPU”). Traditional microprocessors use external, fixed speed crystals to clock the CPU. A
CPU’s maximum possible processing capacity depends on process, voltage, and temperature

(“PVT parameters™). An external clock must therefore set the timing of the CPU to suboptimal

PVT conditions, resulting in waste of the CPU’s processing speed under optimal conditions. The
internal, variable clock described in the *336 patent claims real-time adjustment of the timing of the

CPU by placing the clock on the chip itself. Thus, the CPU can perform optimally under any set of

parameters. The microprocessor nevertheless requires a second external clock because devices

other than the CPU do not operate at variable speed.

TPL claims that HTC’s accused products infringe the *336 patent by their internal, variable

speed oscillator on their microprocessors. At issue are claims 1, 6, 10, 11, 13, and 16.°
Claim 1 provides:

A microprocessor system, comprising a single integrated circuit including a central
processing unit and an entire ring oscillator variable speed system clock in said
single integrated circuit and connected to said central processing unit for clocking
said central processing unit, said central processing unit and said ring oscillator
variable speed system clock each including a plurality of electronic devices
correspondingly constructed of the same process technology with corresponding
manufacturing variations, a processing frequency capability of said central
processing unit and a speed of said ring oscillator variable speed system clock
varying together due to said manufacturing variations and due to at least operating
voltage and temperature of said single integrated circuit; an on-chip input/output
interface connected to exchange coupling control signals, addresses and data with
said central processing unit; and a second clock independent of said ring oscillator
variable speed system clock connected to said input/output interface, wherein a
clock signal of said second clock originates from a source other than said ring
oscillator variable speed system clock.

Claim 6 provides:

A microprocessor system comprising:

19 Docket No. 494 at 7.
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a central processing unit disposed upon an integrated circuit substrate, said central
processing unit operating at a processing frequency and being constructed of a first
plurality of electronic devices; an entire oscillator disposed upon said integrated
circuit substrate and connected to said central processing unit, said oscillator
clocking said central processing unit at a clock rate and being constructed of a
second plurality of electronic devices, thus varying the processing frequency of said
first plurality of electronic devices and the clock rate of said second plurality of
electronic devices in the same way as a function of parameter variation in one or
more fabrication or operational parameters associated with said integrated circuit
substrate, thereby enabling said processing frequency to track said clock rate in
response to said parameter variation; an on-chip input/output interface, connected
between said central processing unit and an off-chip external memory bus, for
facilitating exchanging coupling control signals, addresses and data with said central
processing unit; and an off-chip external clock, independent of said oscillator,
connected to said input/output interface wherein said off-chip external clock is
operative at a frequency independent of a clock frequency of said oscillator and
wherein a clock signal from said off-chip external clock originates from a source
other than said oscillator.

Claim 10 provides:

In a microprocessor system including a central processing unit, a method for
clocking said central processing unit comprising the steps of: providing said central
processing unit upon an integrated circuit substrate, said central processing unit
being constructed of a first plurality of transistors and being operative at a
processing frequency; providing an entire variable speed clock disposed upon said
integrated circuit substrate, said variable speed clock being constructed of a second
plurality of transistors; clocking said central processing unit at a clock rate using
said variable speed clock with said central processing unit being clocked by said
variable speed clock at a variable frequency dependent upon variation in one or
more fabrication or operational parameters associated with said integrated circuit
substrate, said processing frequency and said clock rate varying in the same way
relative to said variation in said one or more fabrication or operational parameters
associated with said integrated circuit substrate; connecting an [on chip] on-chip
input/output interface between said central processing unit and an off-chip external
memory bus, and exchanging coupling control signals, addresses and data between
said input/output interface and said central processing unit; and clocking said
input/output interface using an off-chip external clock wherein said off-chip external
clock is operative at a frequency independent of a clock frequency of said variable
speed clock and wherein a clock signal from said off-chip external clock originates
from a source other than said variable speed clock.

Claim 11 provides:

A microprocessor system, comprising a single integrated circuit including a central
processing unit and an entire ring oscillator variable speed system clock in said
single integrated circuit and connected to said central processing unit for clocking
said central processing unit, said central processing unit and said ring oscillator

5
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variable speed system clock each including a plurality of electronic devices
correspondingly constructed of the same process technology with corresponding
manufacturing variations, a processing frequency capability of said central
processing unit and a speed of said ring oscillator variable speed system clock
varying together due to said manufacturing variations and due to at least operating
voltage and temperatureof said single integrated circuit; an on-chip input/output
interface connected to exchange coupling control signals, addresses and data with
said central processing unit; and a second clock independent of said ring oscillator
variable speed system clock connected to said input/output interface, wherein said
central processing unit operates asynchronously to said input/output interface.

Claim 13 provides:

A microprocessor system comprising: a central processing unit disposed upon an
integrated circuit substrate, said central processing unit operating at a processing
frequency and being constructed of a first plurality of electronic devices; an entire
oscillator disposed upon said integrated circuit substrate and connected to said
central processing unit, said oscillator clocking said central processing unit at a
clock rate and being constructed of a second plurality of electronic devices, thus
varying the processing frequency of said first plurality of electronic devices and the
clock rate of said second plurality of electronic devices in the same way as a
function of parameter variation in one or more fabrication or operational parameters
associated with said integrated circuit substrate, thereby enabling said processing
frequency to track said clock rate in response to said parameter variation; an on-chip
input/output interface, connected between said central processing unit and an off-
chip external memory bus, for facilitating exchanging coupling control signals,
addresses and data with said central processing unit; and an off-chip external clock,
independent of said oscillator, connected to said input/output interface wherein said
off-chip external clock is operative at a frequency independent of a clock frequency
of said oscillator and further wherein said central processing unit operates
asynchronously to said input/output interface.

Claim 16 provides:

In a microprocessor system including a central processing unit, a method for locking
said central processing unit comprising the steps of providing said central
processing unit upon an integrated circuit substrate, said central processing unit
being constructed of a first plurality of transistors and being operative at a
processing frequency; providing an entire variable speed clock disposed upon said
integrated circuit substrate, said variable speed clock being constructed of a second
plurality of transistors; clocking said central processing unit at a clock rate using
said variable speed clock with said central processing unit being clocked by said
variable speed clock at a variable frequency dependent upon variation in one or
more fabrication or operational parameters associated with said integrated circuit
substrate, said processing frequency and said clock rate varying in the same way
relative to said variation in said one or more fabrication or operational parameters
associated with said integrated circuit substrate; connecting an on-chip input/output
interface between said central processing unit and an off-chip external memory bus,

6
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and exchanging coupling control signals, addresses and data between said
input/output interface and said central processing unit; and clocking said
input/output interface using an off-chip external clock wherein said off-chip external
clock is operative at a frequency independent of a clock frequency of said variable
speed clock, wherein said central processing unit operates asynchronously to said
input/output interface.

B. The 890 Patent

The "890 patent first issued on June 25, 1996 and originally included ten claims, nine of
which depended from the sole independent claim, claim 1.** On January 19, 2009, the *890 patent
was subjected to ex parte reexamination.’> An amended version of the patent emerged on
March 1, 2011.*® The reexamination proceeding resulted in the cancellation of claims 1-4,
confirmation of the patentability of claims 5-10, and addition of claims 11-20. At issue in this suit
are claims 11, 12, 13, 17, and 19.*

Claim 11, the amended independent claim on which all of the other claims depend,
describes:

A microprocessor, which comprises a main central processing unit and a separate
direct memory access central processing unit in a single integrated circuit
comprising said microprocessor, said main central processing unit having an
arithmetic logic unit, a first push down stack with a top item register and a next item
register, connected to provide inputs to said arithmetic logic unit, an output of said
arithmetic logic unit being connected to said top item register, said top item register
also being connected to provide inputs to an internal data bus, said internal data bus
being bidirectionally connected to a loop counter, said loop counter being connected
to a decrementer, said internal data bus being bidirectionally connected to a stack
pointer, return stack pointer, mode register and instruction register, said stack
pointer pointing into said first push down stack, said internal data bus being
connected to a memory controller, to a Y register of a return push down stack, an X
register and a program counter, said Y register, X register and program counter
providing outputs to an internal address bus, said internal address bus providing
inputs to said memory controller and to an incrementer, said incrementer being
connected to said internal data bus, said direct memory access central processing

1 See Docket No. 458 at 2.
12 See id.
3 See id.
1 See id.
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unit providing inputs to said memory controller, said memory controller having an

address/data bus and a plurality of control lines for connection to a random access

memory.
During reexamination, the patentee added the phrase “said stack pointer pointing into said first
push down stack,” which did not appear in claim 1.

1. SUMMARY JUDGMENT STANDARDS

Summary judgment is appropriate only if there is “no genuine dispute as to any material
fact and the movant is entitled to judgment as a matter of law.”*> The moving party bears the
initial burden of production by identifying those portions of the pleadings, discovery, and affidavits
which demonstrate the absence of a triable issue of material fact.'® The standard for summary
judgment differs depending on whether the moving party bears the burden of persuasion at trial.*’
If the moving party bears the burden of persuasion at trial, that party must present “credible
evidence” showing that he is entitled to a directed verdict."® The burden of production then shifts
to the non-moving party to produce evidence raising a genuine issue of material fact.'® On the
other hand, if the moving party does not bear the burden of persuasion at trial, he can prevail on a
motion for summary judgment in two ways: by proffering “affirmative evidence negating an
element of the non-moving party’s claim,” or by showing the non-moving party has insufficient

evidence to establish an “essential element of the non-moving party’s claim.”®® If met by the

moving party, the burden of production then shifts to the non-moving party, who must then provide

> Fed. R. Civ. P. 56(a).

18 See Fed. R. Civ. P. 56(c)(1); Celotex Corp. v. Catrett, 477 U.S. 317, 323 (1986).
17 See Celotex Corp., 477 U.S. at 331.

4.

19 See id.

2.

Case No.: 5:08--00882-PSG
ORDER

A0008




United States District Court
For the Northern District of California

© 00 ~N o o b~ w NP

S T N N N O T N T N T N S e N N I S e =
©® N o U B~ W N P O © O N o o~ W N L O

CaSes¥)8ldvi00832-ARisurDecudéntSBagd: k80930702 bé 23

specific facts showing a genuine issue of material fact for trial.** In both instances, the ultimate
burden of persuasion remains on the moving party.?* In reviewing the record, the court must
construe the evidence and the inferences to be drawn from the underlying evidence in the light
most favorable to the non-moving party.*

I11. DISCUSSION

A. HTC’s Motion for Summary Judgment of Non-Infringement and No Willful
Infringement of the *336 Patent

1. Non-Infringement of the *336 Patent

The court first considers HTC’s motion for summary judgment of “full” non-infringement
of the 336 patent. HTC argues that summary judgment is warranted because when the
independent claims of the *336 patent are properly construed, HTC’s products do not perform the
claimed invention. HTC specifically points to three terms that each appear in two claims:

(1) “entire ring oscillator variable speed system clock” (claims 1 and 11), (2) “entire oscillator”
(claims 6 and 13), and (3) “an entire variable speed system clock” (claims 10 and 16).

HTC argues as follows. The prosecution history of the *336 patent demonstrates the
applicants’ repeated and express disclaimer that the claimed timing element — the oscillator or
variable speed clock — had any connection to or dependence on a reference signal from an external
crystal or other fixed timing piece. To further distinguish the *336 patent, the applicants added the
“entire” term to explicitly claim only a timing element that wholly and exclusively appeared with

the CPU on the chip. HTC’s processors, in contrast, rely on an external crystal timing piece (called

21 See id. at 330; T.W. Elec. Service, Inc. v. Pac. Elec. Contractors Ass’n, 809 F.2d 630, 630
(9th Cir. 1987).

22 gee d.

23 See Anderson v. Liberty Lobby, Inc., 477 U.S. 242, 248 (1986); Matsushita Elec. Indus. Co. v.
Zenith Radio Corp., 475 U.S. 574, 587 (1986).
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a phase-locked loop or “PLL”). Unlike the invention, therefore, the timing elements of HTC’s
processors do not sit entirely on the chip and do not vary with PVT parameters.

TPL responds that HTC improperly seeks reconsideration of this court’s previous claim
construction. The court properly construed the “entire variable speed system clock” term and this
construction should extend to the other three “entire” terms. HTC’s additional limitations are not
supported by the specification, which does not speak to whether the oscillator or variable speed
system clock also could work with an external crystal. As for any disclaimer, the applicants never
disclaimed all reliance or reference to an off-chip crystal. Instead, the disclaimer to avoid the
Magar reference was to an off-chip oscillator that generated the on-chip clock. As to the Sheets
reference, the applicants distinguished their clock reference by pointing out that it was not an
on-chip oscillator but rather an off-chip clock, and that off-chip clock required a command input to
change its frequency. The oscillator taught by the *336 patent, in contrast, is self-generating on the
chip itself and does not require an outside command to change frequency. As to the variation
argument, even by HTC’s own admission, the on-chip HTC oscillators vary and the PLLs in fact
serve to limit that variation. That the net result may be a minimal change in the frequency of the
clock is not enough to take HTC’s accused products beyond the claim language.

HTC replies that the on-chip oscillator does not “generate” the CPU clock unless it
communicates with the PLL, making the PLL necessary to “generate” the clock — and thereby
outside of the claim language (as construed in light of the disclaimers). HTC further replies that
frequency control in fact is generation of the clock because the oscillator does not begin to run
independently. The PLL controls the oscillator and sets the frequency, which generates the clock.
As to the variation issue, HTC argues that a person of ordinary skill in the art would understand the

de minimis variation experienced by its products as rendering the timing element essentially fixed.

10
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The court agrees with HTC that the disputed limitations are properly understood to exclude
any external clock used to generate a signal.** Nevertheless, there remains a factual dispute
whether HTC’s products contain an on-chip ring oscillator that is self-generating and does not rely
on an input control to determine its frequency. While HTC’s expert says that the PLLs generate
the clock, TPL’s expert counters that the ring oscillators generate the clock and the PLLs merely
buffer or fix the frequency.”® This is a classic factual question that requires a trial to answer.

2. Willful Infringement of the *336 Patent

To “establish willful infringement, a patentee must show by clear and convincing evidence
that the infringer acted despite an objectively high likelihood that its actions constituted
infringement of a valid patent.”?® A patentee therefore must establish two elements. First, the
patentee must show the accused infringer acted with “objective recklessness.” Objective
recklessness remains a question of law “predicated on underlying mixed questions of law and
fact.”?" The objective recklessness prong “entails an objective assessment of potential defenses
based on the risk presented” by the patent which “may include questions of infringement but also

can be expected in almost every case to entail questions of validity that are not necessarily

%4 The patentee’s arguments traversing the prior art narrowed the claims. See Festo Corp. v.
Shoketsu Kinzoku Kogyo Kabushiki Co., 535 U.S. 722, 740 (2002) (“A patentee’s decision to
narrow his claims through amendment may be presumed to be a general disclaimer of the territory
between the original claim and the amended claim.”); cf. Saeilo Inc. v. Colt’s Mfg. Co.,

26 F. App’x 966, 973 (Fed. Cir. 2002) (“Where an amendment narrows the scope of a claim for a
reason related to the statutory requirements for patentability, prosecution history estoppel acts as a
complete bar to the application of the doctrine of equivalents to the amended claim element.”).

2> Compare Docket No. 457 at 16 (“the oscillators in the accused products indisputably rely on an
external crystal or clock generator to clock” the CPU), with Docket No. 470 at 14 (“Each HTC
product includes a CPU/system clock — a ring oscillator within a PLL — that generates a clock
signal on its own, as long as it has a power supply.”) (emphasis in original).

% In re Seagate Tech., LLC, 497 F.3d 1360, 1371 (Fed. Cir. 2007) (en banc).

%" See Bard Peripheral Vascular, Inc. v. W.L. Gore & Assocs., Inc., 682 F.3d 1003, 1006-07
(Fed. Cir. 2012) (holding that the objective determination of recklessness, even though predicated
on underlying mixed questions of law and fact, is decided by the judge as a question of law subject
to de novo review).

11
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dependent on the factual circumstances of the particular party accused of infringement.”?® Second,
if the requisite threshold objective recklessness is established, then the patentee must show that the
“objectively-defined risk” of infringement determined by the record developed in the infringement
proceeding “was either known or so obvious that it should have been known to the accused
infringer.”?

HTC argues that TPL has not presented sufficient evidence to make a prima facie case of
willful infringement, in view of its “clear, legitimate, and objectively reasonable defenses” to
HTC’s claims of infringement.*® In particular, its proposed constructions have been adopted by
other tribunals and the ITC in particular. HTC’s non-infringement position at the ITC was
“sufficiently compelling and reasonable” that both the ITC staff attorney and Judge Gildea himself
agreed with HTC’s position.

TPL takes issue with HTC’s reference in this case to the ITC litigation. Different theories
of infringement and different products are implicated by the two cases. Different claim
constructions have issued in the cases. The staff attorney’s position and Judge Gildea’s

conclusions are therefore irrelevant. Separately, TPL’s successful licensing of the MMP patent

portfolio suggests that HTC could not reasonably or realistically expect its invalidity or

%% |d. at 1006.
%9 Seagate, 497 F.3d at 1371.

% |ooking to Fed. R. Civ. P. 37(c)(1) HTC further points out that TPL failed to substantively
respond to its interrogatory about willful infringement. See Fed. R. Civ. P. 37(c)(1) (“If a party
fails to provide information or identify a witness as required by Rule 26(a) or (e), the party is not
allowed to use that information or witness to supply evidence on a motion, at a hearing, or at a trial,
unless the failure was substantially justified or is harmless.”). But TPL’s response raising a host of
objections appears substantially justified, even if it is not ultimately persuasive, and in any event
HTC does not appear to have taken any steps whatsoever in the intervening four years to compel a
more complete response.

% Judge Gildea’s Initial Determination (“ID”) did not issue until September 6, 2013, after the
papers for this motion were filed.
12
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non-infringement defenses to succeed in this litigation. Finally, direct pre-suit communication
between HTC and TPL establishes that HTC had notice of its allegedly infringing activities.

District courts appear split as to whether current evidence that a party’s actions were
objectively reasonable is relevant to a willfulness analysis under Seagate. In i4i Ltd. P’ship v.
Microsoft Corp., Judge Davis held that the correct willfulness analysis “focuses on whether, given
the facts and circumstances prior to [the accused infringer’s] infringing actions, a reasonable
person would have appreciated a high likelihood that acting would infringe a valid patent.”** The
“number of creative defenses that Microsoft is able to muster in an infringement action after years
of litigation and substantial discovery is irrelevant to the objective prong of the Seagate analysis.”*
Judge Davis then explained that the court should more properly focus on whether defenses would
have been objectively reasonable and apparent before Microsoft infringed and was sued.** In
Uniloc USA, Inc. v. Microsoft Corp., Judge Smith was “not convinced that such a ‘before and after’
line is so easily drawn, or for that matter appropriate, to measure the objective likelihood (or lack
thereof) that a party acted to infringe a valid patent.”*> Judge Smith emphasized that “the inquiry
is case-specific” and should focus on an objective view of the record.>®

The court agrees with HTC that favorable court rulings can support the objective
reasonableness of its non-infringement positions. The court cannot help but take note of the

analogous issue of the “book of wisdom” when addressing patent damages. The Supreme Court

has affirmed that after-arising “[e]xperience . . . is a book of wisdom that courts may not

%2670 F. Supp. 2d 568, 582 (E.D. Tex. 2009).
% 1d.
% See id.
% 640 F. Supp. 2d 150, 177 n. 33 (D.R.1. 2009).
% 4.
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neglect.”*” Nonetheless, “as the party moving for summary judgment” HTC “must do more than
persuade [the court] that its defenses were reasonable.”*® Instead, HTC “must establish that ‘there
IS no genuine dispute as to any material fact” and that [the accused infringer] ‘is entitled to
judgment as a matter of law’—in other words, that no reasonable fact-finder could find willful
infringement.”>*

Viewing the evidence in the light most favorable to TPL, the court concludes that a
reasonable fact finder could plausibly find facts sufficient to support a conclusion of willful
infringement. TPL’s burden to show willful infringement by clear and convincing evidence is a
steep one. But where factfinding is necessary, trial courts generally reserve willfulness until after a
full presentation of the evidence on the record to the jury.”> The record supports a finding that
HTC knew about the patents and TPL’s claims of infringement before it began the activities that
allegedly infringe and as explained above, here there remains an important issue regarding the role
of the external crystal in HTC’s products in generating a signal.** Under these circumstances

summary judgment on the issue of willfulness is not warranted.

B. Partial Summary Judgment of Non-Infringement of the *336 Patent and the *890
Patent and No Willful Infringement of the *890 Patent

HTC next moves for partial summary judgment of non-infringement of the 336 patent and
the "890 patent based on the doctrine of absolute intervening rights. By this same motion, HTC

also seeks summary judgment of no willful infringement under the 890 patent.

%7 Sinclair Ref. Co. v. Jenkins Petroleum Process Co., 289 U.S. 689, 690 (1933).

% Kimberly-Clark Worldwide, Inc. v. First Quality Baby Products, LLC, Case No. 1:09-cv-1685,
2013 WL 1465403, at *2 (M.D. Pa. Apr. 11, 2013)

% 1d. (citing Fed. R. Civ. P. 56(a)).

%0 See, e.g. Bard, 682 F.3d at 1008; Fujitsu Ltd. v. Belkin Int’l, Inc., Case No. 10-cv-03972-LHK,
2012 WL 4497966, at *39 (N.D. Cal. Sept. 28, 2012).

* See Docket No. 470-1, Ex. A (Nov. 7, 2006 correspondence from Alliacense to HTC);
Docket No. 470-1, Ex. B (Nov. 20, 2006 correspondence from Alliacense to HTC).
14
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Under 35 U.S.C 8§ 307(b), a patent owner may not recover for infringement of claims that
are invalidated or amended through the reexamination process.** The “reexamination statute
restricts a patentee’s ability to enforce the patent’s original claims to those claims that survive
reexamination in ‘identical’ form.”*® ““Identical’ does not mean verbatim, but means at most
without substantive change.”** The court must therefore determine whether the scope of the claims
are the same, not just whether the same words are used.*> Section 307 shields “those who deem an
adversely held patent to be invalid; if the patentee later cures the infirmity by reissue or
reexamination, the making of substantive changes in the claims is treated as an irrebuttable
presumption that the original claims were materially flawed.”*® The “statute relieves those who
may have infringed the original claims from liability during the period before the claims are
validated.”*’

Whether “amendments made to overcome rejections based on prior art are substantive
depends on the nature and scope of the amendments, with due consideration to the facts in any
given case that justice will be done.”*® “An amendment that clarifies the text of the claim or makes
it more definite without affecting its scope is generally viewed as identical.”*® To make its

determination under the so-called doctrine of intervening rights, the court must consider “the scope

of the original and reexamined claims in light of the specification, with attention to the references

%2 See Fresenius USA, Inc. v. Baxter Intern., Inc., 721 F.3d 1330, 1339 (Fed. Cir. 2013).
#1d. (listing cases).
“1d.
* See id.
%8 Bloom Eng’g Co. v. N. Am. Mfg. Co., 129 F.3d 1247, 1249 (Fed. Cir. 1997).
“1d.
“1d.
“1d.
15
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that occasioned the reexamination, as well as the prosecution history and any other relevant
information.”>°

1. Non-Infringement of the *336 Patent

As noted earlier the *336 patent issued September 15, 1998, and included ten
originally-issued claims.®® A series of ex parte reexamination requests were filed against the *336
patent between October 2006 and January 2007.%* When the reexamination proceedings
completed, claims 1, 6, and 10 emerged with modified language, and new independent claims 11,
13, and 16 were added. TPL amended claim 1 to further describe the “second clock independent of
said ring oscillator” to say that “wherein a clock signal of said clock originates from a source other
than said ring oscillator variable speed system clock.” Claim 6 was amended to describe the
“off-chip external clock” to likewise derive its “clock signal” “from a source other than said
oscillator.” Claim 10 includes a similar amendment that adds that the “off-chip external clock” has
a “clock signal” that “originates form a source other than said variable speed clock.” Claims 6 and
10 also added “off-chip” references to the descriptions of the second clocks. Claims 11, 13, and 16
were based on independent claims 1, 6, and 10, but during reexamination TPL added an additional
clause to the end of each claim: “wherein said central processing unit operates asynchronously to
said input/output interface.”

In HTC’s view, it should not be held liable for infringement of the 336 patent claims 1, 6,
10, 11, 13, and 16 because those claims were either substantially narrowed or newly-added through
reexamination. Any recovery for the *336 patent should be limited to the date of the issuance of
the reexamination certificate on December 15, 2009, because the amendments were sufficiently

substantive to preclude recovery from before the amendments.

0.
®1 See Docket No. 458 at 5.

2.
16
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TPL responds that these amendments serve as nothing more than clarification of the claim
language and that the scope of the claims have not changed. Several excerpts from the prosecution
history of the reexamination demonstrate that the patentee believed the amended claim language
only clarified how the second clock was “independent”®® and that the “external” components were
in fact “off-chip”™*.

HTC replies that the original claims differ from the amended claims in scope because the
original claims spoke only to the difference in frequency control — and that is what “independence”
really references in these claim terms. Because a clock with signal origins from the ring oscillator
but with an independent frequency could exist under the original claims but not under the amended
claims, the claim is narrower and therefore substantively different. For claims 11, 13, and 16, the
“independent” clock signals could have a “readily predictable phase relationship.” Because of that
possibility, the claims are narrower and thereby substantively different. Further, the court should
not credit self-serving testimony from the prosecution history.*®

On balance, the court finds that the amended claim language added during reexamination
did not substantively amend the asserted *336 claims’ scope. “Independent” in the disputed claims
must be understood to be just that: without dependence of any kind. While HTC offers a more
nuanced interpretation that focuses exclusively on frequency control, it cites no intrinsic — or for
that matter extrinsic evidence — to support its position. Coupled with the references in the
prosecution history indicating that the amendments really were for clarification purposes only,

TPL’s argument is more persuasive.

%3 See Docket No. 471-5, Ex. E at 2; Docket No. 471-6, Ex. F at 11, 27; Docket No. 471-7,
Ex. G at 8-12, 14.

% See Docket No. 471-7, Ex. G at 12, 16.

> See Moleculon Research Crop. v. CBS, Inc., 793 F.2d 1261, 1270 (Fed. Cir. 1986) (holding that
documents submitted by the patentee during prosecution may be considered for claim interpretation
purposes, but “might very well contain merely self-serving statements which likely would be
accorded no more weight than testimony of an interested witness or argument of counsel. Issues of
evidentiary weight are resolved on the circumstances of each case.”).

17
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2. Motion for Partial Summary Judgment of Non-Infringement and No Willful
Infringement of the 890 Patent

a. Non-Infringement of the 890 Patent

The court next considers HTC’s motion for summary judgment of non-infringement of the
’890 patent claims 11, 12, 13, 17, and 19. As noted above, claims 12, 13, 17, and 19 all depend on
independent claim 11.

HTC again argues the doctrine of absolute intervening rights entitles it to summary
judgment of non-infringement. During reexamination, TPL added claim language further defining
a stack pointer as “pointing into said first push down stack,” after the examiner identified no
function for the stack pointer in the original claim language. The examiner noted that the
amendment to claim 1 prevented the claim from being anticipated by the prior art under
35 U.S.C. § 102. This change to the *890 patent during reexamination was substantive and that the
absolute intervening rights doctrine bars liability arising before the reexamination terminated.

TPL initially responds that HTC’s assertion of the absolute intervening rights doctrine is
untimely because it did not include the affirmative defense in its answer to TPL’s complaint.®® As
to the merits, TPL says that the amendment only clarified the claim scope but did not substantively
amend the claim, precluding the absolute intervening rights doctrine. Further, in Norwood v.
Vance the Ninth Circuit noted that parties may raise affirmative defenses for the first time at
summary judgment only if the opposing party is not prejudiced.>” Allowing HTC to assert the
defense — four years into this litigation — would subject it to unfair prejudice.

The court is not persuaded that TPL has established the prejudice necessary to bar HTC’s

assertion of the absolute intervening rights doctrine at this stage in the litigation. TPL does not, for

*® The initial declaratory judgment complaint in this case was filed February 8, 2008.
See supra note 1. The 890 patent did not reissue following reexamination until March 1, 2011.
See supra note 13.

7591 F.3d 1062, 1075 (9th Cir. 2010).
18
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example, articulate the discovery it might have otherwise taken had HTC promptly moved to
amend its answer in 2011.

Turning to the merits, HTC asserts estoppel and argues claim 11 emerged from
reexamination substantively different from former claim 1. During reexamination, the examiner
found claim 1 invalid. In an August 12, 2010, advisory action the examiner noted that claim 1
failed to provide a function for the “stack pointer” and the claim language only identified the stack
pointer as “bidirectionally connected to an internal bus,” — an error claim 11 corrected. The
examiner also observed that the additional language in claim 11 avoided the May reference,

U.S. Patent No. 4,758,948 (“the 948 patent”), that teaches using a push down stack but not
expressly a stack pointer performing the function that the amended language defines. Therefore,
that the absolute intervening rights doctrine bars infringement liability prior to the issuance of the
reexamination certificate.

TPL sees it differently. The change to claim 11 only makes the claim more definite. The
examiner’s primary concern with claim 1 centered on the discussion in the May patent of an
instruction pointer. The instruction pointer identifies the instructions of a process and under the
broadest interpretation the stack pointer likewise could be construed to read onto the prior art. No
person of ordinary skill in the art would understand a stack pointer could not perform equivalently
to an instruction pointer. As described in claim 1, the stack pointer would be understood by a
person of ordinary skill in the art to point to only to the first push down stack referenced in claim 1
—and so the additional language only explicitly states what a person of ordinary skill in the art
already would understand claim 1 to teach.

HTC replies that TPL’s arguments rely on extrinsic evidence and that the intrinsic evidence
reveals that absent the added limitation, the stack pointer was impermissibly vague and the

amendment substantively narrowed the claim.

19
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The court agrees with HTC. As the examiner’s office actions indicated, in the original
claim language the stack pointer did nothing except connect to the internal data bus, but TPL’s
argument that a person of ordinary skill in the art necessarily would color in the ambiguity with an
understanding that the stack pointer points only to the first push dow