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Control No. Patent Under Reexamination

90/008,227 6598148
Office Action in Ex Parte Reexamination Exarminar A URIt
JOSEPH R. POKRZYWA 3992

-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address --

a[X] Responsive to the communication(s) filed on 26 February 2008 . b{"] This action is made FINAL.
c[] A statement under 37 CFR 1.530 has not been received from the patent owner.

A shortened statutory period for response to this action is set to expire 2 month(s) from the mailing date of this letter.

Failure to respond within the period for response will result in termination of the proceeding and issuance of an ex parte reexamination
certificate in accordance with this action. 37 CFR 1.550(d). EXTENSIONS OF TIME ARE GOVERNED BY 37 CFR 1.550(c).

If the period for response specified above is less than thirty (30) days, a response within the statutory minimum of thirty (30) days

will be considered timely.
Partl THE FOLLOWING ATTACHMENT(S) ARE PART OF THIS ACTION:

1. X Notice of References Cited by Examiner, PTO-892. 3. [ Interview Summary, PTO-474.
2. [X Information Disclosure Statement, PTO/SB/08. 4. O .

Partll SUMMARY OF ACTION

1a. X Claims 4,7,8,10 and 14-25 are subject to reexamination.
1b. [X] Claims 1-3,5.6.9 and 11-13 are not subject to reexamination.
2. [[] Claims _____ have been canceled in the present reexamination proceeding.
3. [J Claims___are patentable and/or confirmed.
4. X Claims 4,7.8.10 and 14-25 are rejected.
5. [] Claims _____are objected to.
6. [] The drawings, filed on are acceptable.
7. I The proposed drawing correction, filed on has been (7a)[:l approved (7b)[] disapproved.
8. [] Acknowledgment is made of the priority claim under 35 U.S.C. § 119(a)-(d) or (f).

a)[J All b)[J Some* ¢)[] None of the certified copies have
1] been received. ‘
2[] not been received.
3[] been filed in Application No. .
4[] been filed in reexamination Control No. .
5[] been received by the International Bureau in PCT application No. __
* See the attéched detailed Office action for a list of the certified copies not received.

9. [] Sincethe proceeding appears to be in condition for issuance of an ex parte reexamination certificate except for formal
matters, prosecution as to the merits is closed in accordance with the practice under Ex parfe Quayle, 1935 C.D.
11,453 0.G. 213.

10. [] Other:

cc: Requester (if third party requester)
U.S. Patent and Trademark Office

PTOL-466 (Rev. 08-06) Office Action in Ex Parte Reexamination Part of Paper No. 20080604.
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DETAILED ACTION

Response .to Amendment
1. Claims 4, 7, 8, and 10 of U.S. Patent Number 6,598,148 (hereafter “the ‘148 Patent™)
were requested to be reexamined, and were each rejected in an Office action dated 12/21/07.
Continuing, in the response dated 2/26/08, the Patent Owner argues that the references utilized in
the above noted rejection do not particularly teach the claimed invention, and further adds new
claims 14-25. Thus, currently, élaims 4,7, 8,10, and 14-25 are the subject of this

14

reexamination.

Information Disclosure Statement
2. First, it is noted that the numerous Court documents sublhitted on 5/27/08 are
acknowledged by ;he examiner. However, the citations of the various Court papérs and
documents, as listed in the Information Disclosure Statement dated 5/27/08, within the “Other
Prior Art — Non Patent Literature Documents” section, have been indicated as having a line
through théir citations. The indicated Court documents are not considered as “Prior Art”
documents, since the Court documents are each dated in the years 2007 and 2008, which is after
the publication date of the 148 Patent being Jul. 22, 2003, and is not prior to the effective filing
date of the ‘148 Patent of Aug. 3, 1989. Thus, the citations of these Court documents should not

be listed in the Information Disclosure Statement.
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3. Similarly, the numerous Patent Office papers of related reexamination proceedings are
also listed in the Informatién Disclosure Statement dated 5/27/08, whereby these documents are
also not considered as “Prior Art”, as the dates are after the publication date of the ‘148 Patent
being Jul. 22, 2003, and not before the effectivé filing date of the ‘148 Patent. Thus, the citations
of these documents should not be listed in the Information Disclosure Statement, and have been

indicated as having a line through their citations.

4. Further, the Information Disclosure Statement dated 5/27/08 includes documents that

have no clear date (such as Citation Nos. CY, CZ, DC, and DF), and also documents (such as -
Citation No. EK-EO, being reports regarding U.S. Pat. '5,440,749) that have dates that are later
than the publication dated of £he ‘148 Patent, being July 22, 2003, and being after the effective
filing date of the ‘148 Patent. Thus, these documents cannot be considered as prior art, since a

date cannot be established so as to be considered as “prior art”.

5. With this, there are numerous other references listed in the Information Disclosure
Statement submitted on 5/27/08, which have been considered by the examiner (see attached

PTO/SB/08).

6. However, the examiner notes that MPEP 2256, under the heading “Prior Art Patents and
. Printed Publications Reviewed by Examiner in Reexamination” states, in part:

Where patents, publications, and other such items of information are submitted by
a party (patent owner or requester) in compliance with the requirements of the rules, the

requisite degree of consideration to be given to such information will be normally
limited by the degree to which the party filing the information citation has explained
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the content and relevance of the information. The initials of the examiner placed
adjacent to the citations on the form PTO/SB/08A and 08B or its equivalent, without an
indication to the contrary in the record, do not signify that the information has been
considered by the examiner any further than to the extent noted above. [emphasis added]

Further, MPEP 609.05(b) states:

The information contained in information disclosure statements which comply .
with both the content requirements of 37 CFR 1.98 and the requirements, based on the
time of filing the statement, of 37 CFR 1.97 will be considered by the examiner.
Consideration by the examiner of the information submitted in an IDS means that the
examiner will consider the documents in the same manner as other documents in
Office search files are considered by the examiner while conducting a search of the
prior art in a proper field of search. The initials of the examiner placed adjacent to the
citations on the ** PTO/SB/08A and 08B or its equivalent mean that the information has
been considered by the examiner to the extent noted above. [emphasis added]

With this, the examiner notes that with the large number of references submitted in the above
noted PTO/SB/08A, the references were considered to at least the “degree to which the party
filing the information citation has explained the content and relevance of the information”, and in

“the same manner as other documents in Office search files are considered by the examiner

while conducting a search of the prior art in a proper field of search”.
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Response to Arguments
7. Patent Owner’s arguments, filed 2/26/08, with respect to the rejection(s) of c]:iim(s) 4,7,
8, and 10 under 35 U.S.C.103(a) as being unpatentable over U.S. Patent Number 4,689,581,
issued to Talbot, Gerald R. (referred to as “Talbot’581”) in view of European Patent Publication
EP 0 113 516, issued to May, Michael D., being European Patent Application No. 83307078.2
(referred to as “May’516”), have been fully considered and are persuasive. Therefore, the

rejection, as cited in the previous Office action, has been withdrawn.

8. Particularly, the references of Talbot’581 and May’516 do not particularly show that

“said memory further occupying a majority of a total area of said single substrate”. Patent
Owner’s arguments on pages 8 through 12 discuss how thes¢ references teach that the disclosed
memory may be the largest component on the substrate, but this may not be a majority of the

* total area of the substrate. Further, the reference of Talbot’518 describes an oscillator circuit, but
the specific features are unclear if the components actually make a ring oscillator.

9. However, upon further consideration, é new ground(s) of rejection is made in view of

Kajigaya et al. (U.S. Patent Number 4,956,811), with a full discussion appearing below.
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Claim Rejections - 35 USC § 112

10.  The following is a quotation of the first paragraph of 35 U.S.C. 112:

The specification shall contain a written description of the invention, and of the manner and process of making
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode
contemplated by the inventor of carrying out his invention.

11. Claims 15-25 are rejected under 35 U.S.C. 112, first paragraph, as failing to comply with
the written description requirement. The claim(s) contains subject matter which was not
described in the specification in such a way as to reasonably convey to one skilled in the relevant
art that the inventor(s), at the time the application was filed, had possession of the claimed

invention.

12. With respect to each of the newly added dependent claims, upon review of the
speciﬁcation of the ‘148 Patent, the examiner cannot find a description or indication that the
oscillator/clock 316 seen in Fig. 9 is actually a ring oscillator. Further, the examiner cannot find
a specific description of the memory having a specific area being just larger than twice, three
times, or four times as large as the processing unit and the ring oscillator combined.

Additionally, there is no description that the total area is actually just “the sum of active areas” of
the substrate, nor is there a description that the total area is an area provided by an entire top

surface of the single substrate.
13.  Particularly, as seen in Figs. 7 and 8 of the ‘148 Patent, the die includes a crystal

oscillator clock 282, which is noted as the Motorola 50 MegaHertz crystal oscillator clock.

However, this would not be the same as a ring oscillator on the same substrate as that seen in
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Fig. 9. Further, the specification of the ‘148 Patent describes the ring oscillator in col. 14, lines
37-60, and further states that “The clock is fabricated on the same silicon chip as the rest of the
microprocessor 50.” However, in Fig. 9, “clock/timing 316” is shown. The examiner cannot
find in the specification of the ‘148 Patent where the circuit of clock/timing 316 shown in Fig. 9
is described. The specification does describe the CPU 316, in col. 10, lines 54-59, being the
same component number as that of clock/timing 316, but the CPU s shown as item 314.
However, fhe ALU, the Instruction Decode and the Clock/Timing are each seen as item 316. Is

the clock 316, the ALU 316, and the instruction decode 316 each the same component?

14.  But the ‘148 Patent specification describes a microprocessor 310, whereby in col. 6, lines
49-65, the ‘148 Patent states that “Fig. 9 shows another microprocessor 310 that is provided
integrally with 1 megabit of DRAM 311 in a single integrated circuit 312...The microprocessor
310 is equivalent to the microprocessor 50 1n Figs. 1-8.” Continuing, the examiner notes that in
Fig. 9, there is no microprocessor 310 labeled, as the processors of the ALU 316 and the DMA
CPU 314 shown and described in col. 10, lines 43-67. With these sections, it appears that the
entire drawing of Fig. 9 is referred to as microprocessor 310, which <;,an thus replace that of
microprocessor 50 seen within the layout diagram of Fig. 7, which is described as including a

“clock is fabricated on the same silicon chip as the rest of the microprocessor 50”.
15. However, as further described in col. 8, lines 62-67, the €148 Patent states “There are

certain differences between the microprocessor 310 and the microprocessor 50 that arise from

providing the microprocessor 310 on the same die 312 with the DRAM 311. Integrating the
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DRAM 311 allows architectural changes in the microprocessor 310 logic to take advantage of
existing on-chip DRAM 311 circuitry.” Thus, while the microprocessor 310 and 50 may be
'equivalent, there are differences because of the “architectural changes in the microprocessor

3107.

16.  Asdiscussed on pages 12 and 13 of the arguménts, the Patent Owner relies on Fig. 9 as
supporting each of the newly added claims. However, £he examiner notes that the added claims
include a range that the memory occupies an area greater than two times, greater than three
times, or greater than four times the area occupied by the processing unit and the ring oscillator.
First, the drawing in Fig. 9 does not teach these ranges. Referring to F1g 9, there is no clear
teaching of the area that the processing unit and the rihg oscillator actually occupies. Further,
there is no clear teaching of the-memory occupying each of the possible ranges. For instance,
there is no teaching that the memory occupies an area just over two times the area of a |
processing unit and oscillator combined. Continuing, there is no clear teaching that the total area
only consists of active areas on the substrate. There is no discussion of active areas or inactive
areas, and what would be considered an “active area”. Additionally, there is no clear teaching

that the total area refers to an entire top surface of the substrate.
17.  Thus, the newly added claims 15-25 contain subject matter which was not described in-

the specification in such a way as to reasonably convey to one skilled in the relevant art that the

inventor(s), at the time the application was filed, had possession of the claimed invention.
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Claim Rejections - 35 USC § 102
18.  The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the

basis for the rejections under this section made in this Office action:

A person shall be entitled to a patent unless —

(e) the invention was described in a patent granted on an application for patent by another filed in the United
States before the invention thereof by the applicant for patent, or on an international application by another who
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention
thereof by the-applicant for patent. ‘

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act of 1999
(AIPA) and the Intellectual Property and High Technology Technical Amendments Act of 2002
do not apply when the reference is a U.S. patent resulting directly or indirectly from an
international application filed before November 29, 2000. Therefore, the prior art date of the
reference is determined under 35 U.S.C. 102(e) prior to the amendment by the AIPA (pre-AIPA

35U.S.C. 102(e)).

19. Claims 4,7, 8, 10, and 14-25 are rejected under 35 U.S.C. 102(e) as being anticipated by

Kajigaya et al. (U.S. Patent Number 4,956,811, hereafter “Kajigaya™).

Regarding independent claim 4, Kajigaya teaches of a microprocessor integrated circuit
[see col. 3, lines 44-60, wherein “Circuit elements constituting each block shown in Fig. 32 and
each of the circuit elements shown in Figs. 1-30 are, although not necessarily limitative, formed
on a single semiconductor substrate such as a single crystal silicon by a knqwn semiconductor

integrated circuit manufacturing technique.”] comprising:
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a processing unit disposed upon an integrated circuit substrate [PC2, which includes for
instance, “redundant address control circuit RAC”, as read on col. 15, lines 10-23, and seen in
Figs. 32 and 33; also see Figs. 23 and 24, being “circuit diagrams showing one example of a
redundant address control circuit of a dynamic type RAM to which the present invention is
applied”, as noted in col. 3, lines 10-13],

said processing unit operating in accordance with a predefined sequence of program
instructions [see col. 4, lines 18-44, whereby when the DRAM is adapted for the x 1 bit pattern,
the operating modes are programmed as “a first page mode, static column mode, nybble mode,
and serial mode”, and when the DRAM is adapted for the x 4 bit pattern, the operating modes are
programmed as “first page mode, static column mode and serial mode, and mask write mode”;
also see col. 15, lines 24-51];

a memory coupled to said processing unit and capable of storing information provided by
said proceésing unit [memory arrays MARY0-MARY3, also seé Figs. 32 and 33],

said memory occupying a larger area of said integrated circuit substrate than said
processing unit said memory further occupying a majority of a total area of said single substrate
[see Fig. 33, whereby memory arrays MARY0-MARY3 occupy the majority of the total area of
-the substrate]; and

a ring oscillator having a variable output frequency [see col. 12, lines 55-58, wherein
“Each of the substrate back bias voltage generating circuits includes a ring oscillator having five
CMOS inverter circuits...”; also see Fig. 6, whereby the timing generating circuit TG includes a

plurality of odd number of inverters, being the defining feature of a ring oscillator],
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wherein the ring oscillator provides a system clock to the processing unit [see Fig. 6,
being the timing generating circuit TG],

the ring oscillator disposed on said integrated circuit substrate [see col. 12, lines 55-58,
wherein “Each of the substrate back bias voltage generating circuits includes a ring oscillator
having five CMOS inverter circuits...”, also see col. 15, lines 10-23, wherein “At one end of the
semiconductor substrate SUB, ...a peripheral circuit PC1 which includes the timing generating
circuit TG...is disposed between the pads TF to A9 and the memory arrays MARYO to

MARY3.”].

Regarding claim 7, Kajigaya discloses the microprocessor integrated circuit discussed
above in claim 4, and further teaches that said memory is capable of supporting read and write

operations [see col. 4, line 45-col. 5, line 10; also see col. 15, lines 24-51].

Regarding ihdependent claim 8, Kajigaya teaches of a microprocessor integrated circuit
[see col. 3, lines 44-60, wherein “Circuit elements constituting each block shown in Fig. 32 and
each of the circuit elements shown in Figs. 1-30 are, although not necessarily limitative, formed
on a single semiconductor substrate such as a single crystal silicon by a known semiconductor
integrated circuit mamifacturing technique.”] comprising:

‘a processing unit having one or more interface ports for interprocessor communication
[for instance PC2, which a “redundant address control circuit RAC”, as read on col. 15, lines 10-
23, and seen in Figs. 32 and 33; also see Figs. 23 and 24, being “circuit diagrams showing one

example of a redundant address control circuit of a dynamic type RAM to which the present
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invention is applied”, as noted in col. 3, lines 10-13, whereby the RAC includes various ports for
interprocessor communication],

said processing unit disposed upon an integrated circuit substrate [see Figs. 32 and 33,
whereby the PC2, which includes a “redundant address control circuit RAC” is disposed on the
single substrate with the DRAM],

a memory disposed upon said substrate and coupled to said processing unit [memory
arrays MARY(0-MARY3, also see Figs. 32 and 33],

said memory occupying a greater area of said substrate than said processing unit, said
memory further comprising a majority of a total area of said substrate [see Fig. 33, whereby
memory arrays MARY0-MARY?3 occupy the majority of the total area of the substrate]; and

a ring oscillator having a variable output frequency [see col. 12, lines 55-58, wherein
“Each of the substrate back bias voltage generating circuits includes a ring oscillator having five
CMOS inverter circuits...”; also see Fig. 6, whereby the timing generating circuit TG includes a
plurality of odd number of inverters, being the defining feature of a ring oscillator],

wherein the ring oscillator provides a system clock to the processing unit [see Fig. 6,
being the timing generating circuit TG],

the ring oscillator disposed on said substrate [see col. 12, lines 55-58, wherein “Each of
the substrate back bias voltage generating circuits includes a ring oscillator having five CMOS
inverter circuits...”, also see col. 15, lines 10-23, wherein “At one end qf the semiconductor
substrate SUB, ...a peripheral circuit PC1 which includes the timing generating circuit TG...is

disposed between the pads TF to A9 and the memory arrays MARYO to MARY3.”].

TPL853 02954496



Application/Control Number: 90/008,227 Page 13
Art Unit: 3992

Regarding claim 10, Kajigaya discloses the microprocessor integrated circuit discussed
above in claim 8, and further teaches of including memory controller means coupled to said
memory for performing direct memory access data transfer through said one or more interface
ports [see col. 4, line 45-col. 5, line 10; also see col. 9, line 47-col. 10, line 18; also see col. 15,

lines 24-51].

Regarding claims 14 and 20, Kajigaya discloses the microprocessor integrated circuits
discussed above in claims 4 and 8, respectively, and further teaches that the memory comprises a
plurality of physically separate memory portions [see Figs. 32 and 33, being memory arrays

MARYO0, MARY1, MARY?2, and MARY?3].

Regarding claims 15 and 21, Kajigaya discloses the microprocessor integrated circuits
discussed above in claims 4 and 8, respectively, and further teaches that the memory occupies an
area greater than twice as large as an area occupied by the processing unit and the ring oscillator

combined [see Figs. 32 and 33].

Regarding claims 16 and 22, Kajigaya discloses the microprocessor integrated circuits
discussed above in claims 4 and 8, respectively, and further teaches that the memory occupies an
area greater than three times as large as an area occupied by the processing unit and the ring

oscillator combined [see Figs. 32 and 33].
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Regarding claims 17 and 23, Kajigaya discloses the microprocessor integrated circuits
discussed above in claims 4 and 8, respectively, and further teaches that the memory occupies an
area approximately four times as large as an area occupied by the processing unit and the ring

‘oscillator combined [see Figs. 32 and 33].

Regarding claims 18 and 24, Kajigaya discloses the microprocessor integrated circuits
discussed above in claims 4 and 8, respectively, and further teaches that the total area consists of
a sum (;f active areas of the single substrate comprising circuit elements of the integrated circuit
[see Figs. 32 and 33, also see col. 14, lines 52-65, wherein “the dynamic type RAM is, although
not necessarily limitative, formed on a semiconductor substrate SUB which is defined by one

single crystal silicon.”].

~Regarding claims 19 and 25, Kajigaya discloses the microprocessor integrated cjrcuits
discussed above in claims 4 and 8, respectively, and further teaches that the total area is an area
provided by an entire top surface of the single substrate [see Fig. 33, also see col. 14, lines 52-65,
wherein “the dynamic type RAM is, although not necessarily limitative, formed on a

semiconductor substrate SUB which is defined by one single crystal silicon.”].
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Claim Rejections - 35 USC § 103
20.  The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all

obviousness rejections set forth in this Office action:

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are

. such that the subject matter as a whole would have been obvious at the time the invention was made to a person
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the
manner in which the invention was made.

21. Claims 4, 7, 8, and 14-25 are rejected under 35 U.S.C. 103(a) as being unpatentable over
-“A 5V Self-Adaptive Microcomputer with 16Kb of E2 Program Storage and Security”, written
by Mark Bagula et al., 1983 IEEE International Solid-State Circuits Conference, pages 34-35
(hereafter “Bagula™) in view of Hashimoto et al. (U.S. Patent Number 4,882,710, hereafter

“Hashimoto™).

Regarding independeﬁt claim 4, Bagula teaches of a microprocessor integrated circuit
[see Figs. 1-4] comprising:

a processing unit disposed upon an integrated circuit substrate [see Fig. 4, “ALU and
Temp Reg.”],

said processing unit operating in accordance with a predefined sequence of program
instructions [see page 34, col. 1, wherein “This architecture was chosen as the basis for this -
circuit because its microcoded instruction set and generalized building block type layout greatly
facilitated the instruction set change and control circuit modifications necessary to implement

EEROM memory™”];
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a memory coupled to said processing unit and capable of storing information provided by
said processing unit [being the Microcode ROM , RAM and EEPROM Arrays, which comprise
48% of the die area],

said memory occupying a larger area of said integrated circuit substrate than said
processing unit said memory further occupying a majority of a total area of said single substrate
[see Figure 4; also see Table 1, wherein the memory arrays, which comprise 48% of the die area

utilization, with 21.9% being “Interconnect unused area and scribe”; Thus, 48% of the active

areas on the substrate comprises a majority of a total area of active areas on the single substrate.
This interpretation is reasonable, especially in light of the newly added dependent claim 18,
which states “whereih the total area consists of a sum of active areas of the single substrate];
and

an oscillator having a variable output frequency [see “Clock Generator” in Figure 4, as
well as “OSC” in Fig. 1],

wherein the oscillator provides a system clock to the processing unit [see Figs. 1-4 on
page 35],

the oscillator disposed on said integrated circuit substrate [see “Clock Generator” in Fig.
4].

However, Bagula does not expressly disclose if the oscillator is a ring oscillator. But

Bagula does state that the chip used in the design of the substrate was “developed under license
from Texas Instruments” [see page 34, bottom of col. 1].
Hashimoto, having the assignee of Texas Instruments, describes a microprocessor

integrated circuit comprising:
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a processing unit [1A, 1B, and‘4],

amemory coupled to said processing unit and capable of storing information provided by
said processing unit [being the dynamic memory arrays seen in Fig. 1A]; and

aring oscillator having a variable output frequency, wherein the ring oscillator provides a

system clock to the processing unit [see Fig. 1A, and col. 2, lines 26-42].

Therefore, at the time of the invention, it would have been obvious to a pefson of
ordinary skill in the art to utilize a ring oscillator, as described ‘by Hashimoto, as the clock
generator, described and shown by Bagula. Bagula & Hashimoto are ;:ombinable because they
are from the same field of endeavor, being systéms developed under the same license, having
memory arrays, processing unit, and clock generators. The suggestion/motivation for doing sé
would have been that ring oscillators were known at the tifne and commonly used as system
clocks, és shown by Hashimoto. Therefore, it would have been obvious to combine the

teachings of Hashimoto with the system of Bagula to obtain the invention as specified in claim 4.

Regarding claim 7, Bagula and Hashimoto disclose the microprocessor integrated circuit
discussed above in claim 4, and Bagula further teaches that said memory is capable of.
supporting read and write operations [see page 34, col. 2, ”Signature Read” and “Block

write/clear”].
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Regarding independent claim 8, Bagula teaches of a microprocessor integrated circuit
[see Figs. 1-4] comprising:

a processing unit having one or more interface ports for interprocessor communication
[see Figs. 1 and 4 on page 35, being “ALU and Temp Reg.”], said processing unit being disposed
on a single substrate [see Fig. 4],

a memory disposed upon said substrate and coupled to said processing unit [being the
Microcode ROM , RAM and EEPROM Arrays, which comprise 48% of the die area],

said memory occupying a greater area of said substrate than said processing unit, said
memory further comprising a majority of a total area of said substrate [see Figure 4; also see
Table 1, wherein the memory arrays, which comprise 48% of the die area utilization, with 21.9%
being “Interconnect unused area and scribe”; Thus, 48% of the active areas on the substrate
comprises a majority of a total area of active aréas on the single substrate. This interpretation is
reasonable, especially in light of the newly added dependent claim 18, which states “wherein the
total area consists of a sum of active areas of the single substrate”]; and .

an oscillator having a variable output frequency [see “Cléck Generator” in Figure 4, as
well as “OSC” in Fig. 1],

wherein the oscillator provides a system clock to the processing unit [see Figs. 1-4 on
page 35],

the oscillator disposed on said integrated circuit substrate [see “Clock Generator” in Fig.

4].
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However, Bagula does not expressly disclose if the oscillator is a ring oscillator. But

Bagula does state that the chip used in the design of the substrate was “developed under license
from Texas Instruments” [see page 34, bottom of col. 1].

Hashimoto, having the assignee of Texas Instruments, describes a microprocessor
integrated circuit comprising:

a processing unit [1A, 1B, and 4],

a memory coupled to said processing unit [being the dynamic memory arrays seen in Fig.
1A]; and

a ring oscillator having a variable output frequency, wherein the ring oscillator provides a

system clock to the processing unit [see Fig. 1A, and col. 2, lines 26-42].

Therefore, at the time of the invention, it would have been obvious to a person of
ordinary skill in the art to utilize a ring oscillator, as described by Hashimoto, as the clock
generator, described and Shown by Bagula. Bagula & Hashimoto are combinable because they
are from the same field of endeavor, being systems developed under the same license, having
memory arrays, processing unit, and clock generators. The suggestion/motivation for doing so
would have been that ring oscillators were known at the time and commonly used as system
clocks, as shown by Hashimoto. Therefore, it would have been obvious to combine the

teachings of Hashimoto with the system of Bagula to obtain the invention as specified in claim 8.

Regarding claims 14 and 20, Bagula and Hashimoto disclose the microprocessor

integrated circuits discussed above in claims 4 and 8, respectively, and Bagula further teaches
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that the memory comprises a plurality of physically separate memory portions [see Fig. 4, being

the EEROM, the RAM, and the ROM].

Regarding claims 15 and 21, Bagula and Hashimoto disclose the microprocessor
integrated circuits discussed above in claims 4 and 8, respectively, and Bagula further teaches
that the memory occupies an area greater than twice as large as an area occupied by the

processing unit and the ring oscillator combined [see Fig. 4; also see Table 1].

Regarding claims 16 and 22, Bagula and Hashimoto disclose the microprocessor
integrated circuits discussed above in claims 4 and 8, respectively, and Bagula further teaches
that the memory occupies an area greater than three times as large as an area occupied by the

processing unit and the ring oscillator combined [see Fig. 4; also see Table 1].

Regarding claims 17 and 23, Bagula and Hashimoto disclose the microprocessor
integrated circuits discussed above in claims 4 and 8, respectively, and Bagula further teaches
that the memory occupies an area appr(/)ximately four times as large as an area occupied by the
processing unit and the ring oscillator combined [see Fig. 4; also see Table 1].

Regarding claims 18 and 24, Bagula and Hashimoto disclose the microprocessor
integrated circuits discussed above in claims 4 and 8, respectively, and Bagula further teaches
that the total area consists of a sum of active areas of the single substrate comprising circuit

elements of the integrated circuit [see Fig. 4; also see Table 1].
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Regarding claims 19 and 25, Bagula and Hashimoto disclose the microprocessor
integrated circuits discussed above in claims 4 and 8, respectively, and Bagula further teaches
that the total area is an area provided by an entire top surface of the single substrate [see Fig. 4;

also see Table 1].

Additional Pertinent Prior Art
22.  The prior art made of record and not relied upon is considered pertinent to applicant's

disclosure.
Aoki et al. (U.S. Patent Number 4,701,884) discloses a semiconductor memory integrated

circuit disposed on a single semiconductor substrate, as read in the abstract and seen in Fig. 28;
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Conclusion
23.  Extensions of time under 37 CFR 1.136(a) will not be permitted in these proceedings
because the provisions of 37 CFR 1.136 apply only to "an applicant" and not to parties in a
reexamination proceeding. Additionally, 35 U.S.C. 305 requires that ex parte reexamination
proceedings "will be conducted with speciai dispatch” (37 CFR 1.550(a)). Extensions of time in

ex parte reexamination proceedings are provided for in 37 CFR 1.550(c).

24. In order to ensure full consideration of any amendments, affidavits or'declarations, or
other documents as evidence of patentability, such documents must be submitted in re'sponse to
this Office action. Submissions after the next Office action, which is intended to be a final
action, will be governed by the requirements of 37 CFR 1.116, after final rejection and 37 CFR

41.33 after appeal, which will be strictly enforced.
25.  The patent owner is reminded of the continuing responsibility under 37 CFR 1.565(a) to

apprise the Office of any litigation activity, or other prior or concurrent proceeding, involving

Patent No. 6,598,148 throughout the course of this reexamination proceeding.

TPL853 02954506



Application/Control Number: 90/008,227 Page 23
Art Unit: 3992

NOTICE RE PATENT OWNER’S CORRESPONDENCE ADDRESS

Effective May 16, 2007, 37 CFR 1.33(c) has been revised to provide that:

The patent owner’s correspondence address for all communications in an ex parte reexamination
or an inter partes reexamination is designated as the correspondence address of the patent.

Revisions and Technical Corrections Affecting Requirements for Ex Parte and
Inter Partes Reexamination, 72 FR 18892 (April 16, 2007)(Final Rule)

The correspondence address for any pending reexamination proceeding not having the
same correspondence address as that of the patent is, by way of this revision to 37 CFR
1.33(c), automatically changed to that of the patent file as of the effective date.

This change is effective for any reexamination proceeding which is pending before the Office as
of May 16, 2007, including the present reexamination proceeding, and to any reexamination
proceeding which is filed after that date.

Parties are to take this change into account when filing papers, and direct communications
accordingly.

In the event the patent owner's correspondence address listed in the papers (record) for the
present proceeding is different from the correspondence address of the patent, it is strongly
encouraged that the patent owner affirmatively file a Notification of Change of Correspondence
Address in the reexamination proceeding and/or the patent (depending on which address patent
owner desires), to conform the address of the proceeding with that of the patent and to clarify the
record as to which address should be used for correspondence.

Telephone Numbers for reexamination inquiries:

Reexamination and Amendment Practice ' (571)272-7703
Central Reexam Unit (CRU) (571)272-7705
Reexamination Facsimile Transmission No. (571) 273-9900
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26.  ALL correspondence relating to this ex parte reexamination proceeding should be
directed as follows:
Please mail any communications to:

Attn: Mail Stop "Ex Parte Reexam"
Central Reexamination Unit
Commissioner for Patents

P. O. Box 1450

Alexandria VA 22313-1450

Please FAX any communications to:

(571) 273-9900
Central Reexamination Unit

Please hand-deliver any communications to:

Customer Service Window

Attn: Central Reexamination Unit
Randolph Building, Lobby Level
401 Dulany Street

Alexandria, VA 22314

Any inquiry concerning this communication or earlier communications from the Reexamination
Legal Advisor or Examiner, or as to the status of this proceeding, should be directed to the
Central Reexamination Unit at telephone number (571) 272-7705.

Signed'

J@seph R. Pokrzywa
Primary Examiner

Central Reexamination Unit 3992
(571) 272-7410

Conferees:

Al LA

ROLAND G. FOSTER

RIMARY EXAMINER ERIC S. KEASEL
PRIMARY EXAMINER S KA
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