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Plaintiff Case No. C-U3-3787 (SBA)

UNITED STATES DISTRICT COURT

NORTHERN TISTRICT Of CALIFORNIA

OAKLAND DIVISICN

INTEL CORPCRATION Reiated Civil Actions
No. C-04-0439 (3BA)

i ' Plaintiff, No. C-03-5787 (SBA)
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AFFIDAVIT OF WILLIS E. HIGGINS

PATRIOT SCIENTIFIC IN SUPPORT OF CROSS-MOTION TO

— N et M e e et et o N et M

COPPORATICN, CONSOLIDATE AND BIFURCATE AND.
21 ) IN OPPOSITION TO MOTIONS TO
A Defendant. STAY
22
23 . , _ . '
-{ , DATE: May 11, 2004
24[ : ' S : TIME: 1:00 p.m.
! BEFORE: The Honorable
25 Saundra B. Armstrong
26|} [Captions continued on following page.!
27
28
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| PATRIOT SCTENTIFIC
| CORPORATION,

Counterclaimant,
~J .
INTEL CORPORATION,

Counterdefendant .

PATRIOT SCIENTIFIC
CORPCRATICN,

Plaintiff,

‘f‘,',

FUJITSU COMPUTER SYSTEMS
CORPORATION, MATSUSHITA
ELECTRIC CORPORATION OF
AMERICA, NEC SOLUTIONS
(AMERICA}, INC., SONY
ELECTRONICS, INC. TOSHTBA
AMERIC2, INC. CHARLES H.
MOORE, TECHNOLOGY
PROPERTIES LTD., and .
DANIEL E. LECKRONE,

- \.-s.f'w-\_/'..—-vv\..'-_/\.a'vsd-4~/\/vvvs.-\.-vwv-d\.-VVu-r

Defendants. )

j
STATEZ OF MAZNE '
} ss.
COUNTY OF PENOBSCOT ) '

WILLIS E. HIGGINS, being duly sworn, deposes and says:

i, I am an attorney duly admitted to practice -n the

courts of the State of Maine; am an inactive member of the State

1)

Bar of Caiifornia {Bar No. 081287); am admitted to practice before
this Court; am the Founcing Director of the Maine Patent Program at
the University of Maine School of Law, with cffices in Portland and

Orono, Maine; and am a retired former member of the firm of Cooley

AFFIDAVIT OF WILLIS E. BIGGINS, CASE NOS. C-04-0439 {SBR} and C-03-5787 (SBA}
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Godwa rd LLP, counsel for Russell d. rfaish 111, Charles H., Moore,

.

Nanot ronics Corporation, and Patrict Sclentifiz Corporatinon

("Patrict") for the original 1989 patent application and the

subsequent divisional applications, cne 2f which matured inte U.3.
ratent No. 5,809,336, “"High Performance Microprocessor Having
Variable 3peed System ClockY ({(the "'23€& Fateut").

2. I make this affidavit at the reguest of Fazriot

th
)
A

use on Patriot's cross-motion to consolidate and bifurcate and
Intel Corpcration's noticn to stay_pxoceedlngs.

3. I have not bpeen asked by Patriot tI waive the
attorney-cliert privilege, and I do not intend by this éff;davit to
waive the privilege. ’

4. T make this affidavit on the basis of ny perscnai
knowledge, my participation in the events descrikted 3iIn 1it,
documen:ts from my files at my previous firm (Cooiey_Godward;, and
my knowl_edge of the facts relating to.these cases.

5, The <terms "Sh-Boom Technaiogy" and "Sh-Bocm
Micropreocesscr” refer to the same thing, a cémplex microprocessor
system for which a patent application was filed in 198§ with the
U.s. éatent and Trademark Office ("PTO") (number 0$7/389,344).

6. They should not be confused with the d¢v1ce anc
method covered by the '33¢é Patent, xnown informallx as ihe *rlish
Clock." The Fish Clock devisfe and method were a small part ¢f the
Sh-Boom Microprocessor System.

7. On behalf of my then clients Russeil HA. Fish, IIX

(“Fish"}, and Charles H. Moore ("Moore™), I prepared . the initial

AFFIDAVIT OF WILLIS I. HIGGINS, CASE NOS. ¢-04-043% (SBA} and C-03-5787 (SBA)
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patent application for the Sh-Boom Micreprocesscr System and filed
it with the PTO on August 3, 1989,

8. Fish and Moore executed-a Declaraticn and Power of
Attorney For Patent Application on Zugust 2, 1989, listing Messrs.
Fish and Moore as ZFoint inventors and appointing me to represent
them before the PTC ("1989 Declaration"). (Newcombe Decl., Ex. B.)

9. At the time of the 1989 application; i listed Fish
and Mcore as co-inventors because the applicaticn covered the Sh-
Boom Microprocessor System, to which both had contributed.

10. If a single patent had been issued for the 1989
filing, Fish and Moore would properly have been %freated as co-
inventors for the entire Sh-Boom Microprocessor System because Fish
and Mocre had jointiy contributed tc:the system.

11. The patenf‘examiner to whom the 1§89 application was
assigned determined that the Sh-Boom Microprocessor System- Patent

Application actually claimed ten inventions and issued &

‘res-riction requirement identifying the ten inventions and

requiring that each of them be prosécuted as a_separate pétént
application. (Ex. A.)

" 12. The division order allowed one of the ten to be
prosecuted under thé original filing number !the device I selected
aitimately became.U.S. Patent No. 5,440,749 (the "'749 Patent");.
Later, I prepared filings pursuant to 37 C.F.R.'§ 1,690, fc: some of

the other inventions identifiea by the patent exaniner, one of

which became the '336 Patent.
1.€4G,

th

13. mhe Code of Federal Regulations, 37 C.F.R.

AFFIDAVIT OF WILLIS X. HIGGINS, CASE NOS. C-04-0439 (SBA) and C-C3-5787 (SBA)
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ailcwed me to use the 2989 Declaration with each new £iiing because:
each haa been part of the'original fiiing in 1989, kEx. 2.)

14. Not knowing how to attribute inventorship among the
ten devices and methods resulting frem the rgstricticnvrequirement,
knowing that the patent statute provided an easy m2thoed for
correction of inventorship, and werking under severe time pressures
and financial limitations to file the divisional appl.ications
before the GATT Legislation became law on June 8, 1895, I decided
to use the 31989 Declaration ~without detrermining specific
inventorship for any of the %ten devices and methods and re-
submitted the 13989 Declaration with the divisional application Ior
the '336 Patent and the others.

15, The statement of co-invertorship of Fish and Moore ]
in the 19%9% LDeclaration bears no factual relaticashlip tc actual
inventorship of the '336 Patent or the others.

6. The '23% Pztent (Fish Ciock) has only ‘ten ciaims
compared with the 1989 applicatior Zfor tine "Sh-Boom Micro-

processor, " which had seventy claims.

Sworn to befcre me this
Qh*k day of Apriil, 2004.

\772;4444’ Lifﬁf (/( 2 %Q/C/L,~

" Notary Public

FELICE M. 8iCi ER
-hwh
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allcwed me to use the 1989 Declaration with 2ach new f£iiing because
each had beenrn part of the original £iling in 1989, (Ex. 3.}

14, Not knowing how to attribute inventorship among the
teﬁ devices and methods resulting frocm the restricticn reguiremenc,
knowing that the patent statute provided an éasy mathoed for
correction of inventorship, and wcrking under severe tlime pressures
and *financial limitations to file the divisional agpi.cations
before the GATT Legisiation became law on June 8, 1995, : decided
to wuse the 1389 Declaration without determining specific
inventorship for aﬁy of the ten devices and methods and re-

submitted the 1989 Declaration with the divisional application for
the '336 Patent and the others.

15, The statement of co-inventcrship of ¥ish and Moore'
in the 1929 Declarafion bears n» factual relatiocaship tc actual-
inventorship of the '336 Paﬁent cr the others.

6. The '23% Pstent (Fish éiock) nas only ten ciaims
c&ﬁpared with the 1989 applicatior: for the "Sh-~Boom Micre-

processor,” which had seventy claims.
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Sworn to hefcore me this
Jpt* day of April, 2004.

\%&’W A« X )c.--k [

"“Notary Pubiic

FELICE M. 8ICKLER
wm
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