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Attorneys for Defendants 
TECHNOLOGY PROPERTIES LIMITED and 
ALLIACENSE LIMITED 
 
CHARLES T. HOGE, State Bar No. 110696 
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San Diego, CA 92101 
Telephone:  (619) 231-8666 
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Attorneys for Defendant 
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UNITED STATES DISTRICT COURT 
NORTHERN DISTRICT OF CALIFORNIA 

SAN JOSE DIVISION 
 

 
HTC CORPORATION and HTC 
AMERICA, INC., 
 
   Plaintiffs, 
 
 v. 
 
TECHNOLOGY PROPERTIES LIMITED, 
PATRIOT SCIENTIFIC CORPORATION 
and ALLIACENSE LIMITED, 
 
   Defendants. 
 

) 
) 
) 
) 
) 
) 
) 
) 
) 
) 
) 
) 
) 
) 

 
Case No.  5:08-cv-00882 PSG  
 
DEFENDANTS’ EMERGENCY 
MOTION TO STRIKE HTC’S 
IMPROPER EX PARTE 
COMMUNICATION TO THE COURT, 
AND FOR SANCTIONS; 
MEMORANDUM OF POINTS AND 
AUTHORITIES 
 
Judge: Hon. Paul S. Grewal 
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CONFIDENTIAL EMERGENCY MOTION TO 
STRIKE, AND FOR SANCTIONS 

1 CASE NOS. 5:08-CV-00882 
  

Notice of Motion 

PLEASE TAKE NOTICE that Defendants Technology Properties Ltd., Patriot Scientific 

Corporation, and Alliacense Ltd. (collectively, “Defendants”) move – on an emergency basis, 

pursuant to Civil Local Rules 6-3 and 7-11 – to strike HTC’s improper ex parte communication to 

the Court, and for appropriate sanctions.  In particular, Defendants move to strike the 

correspondence and enclosed document that HTC submitted to the Court by letter on September 

10, 2013.  This Motion is based on the following Memorandum of Points and Authorities, the 

accompanying Declarations of James C. Otteson, the entire record in this matter, and such 

evidence as may be presented at any hearing of this Motion. 

Defendants notified HTC’s counsel on September 11, 2013 that Defendants intended to 

file this motion.  Although HTC’s counsel asked to discuss the issue by telephone the next day, 

Defendants informed HTC that this motion was too urgent to delay its filing another day. 

Introduction 

As this Court knows, the parties have been engaged in related litigation before the ITC.  

At the outset of that matter, the Administrative Law Judge (“ALJ”) entered a standard protective 

order that restricted the dissemination of confidential business information.  HTC has violated the 

ITC’s protective order by submitting to this Court a copy of the ALJ’s Initial Determination 

(“ID”), which – by HTC’s own admission – included confidential business information of non-

parties Texas Instruments and Qualcomm.  In addition to violating its obligations under the ITC’s 

protective order, HTC’s letter and enclosures submitted to the Court violated:  (1) this Court’s 

own Protective Order (Doc. 161); (2) this Court’s Supplemental Protective Order re: Qualcomm 

(Doc. 313); and (3) Civil Local Rule 79-5, which states that “[n]o document may be filed under 

seal . . . except pursuant to a Court order . . .” 

Indeed, HTC’s improper submission of confidential business information in the ID comes 

directly on the heels of the Court’s admonishment of counsel to work together to meet the sealing 

requirements of Civil Local Rule 79-5 (Aug. 13, 2013 Tr. at 10:15-21): 
 
So if you sense a bit of frustration in my voice, I will be explicit about it, this is entirely 
broken.  And the challenge I have if that weren’t enough, the Local Rules lay out a very 
specific procedure for submitting declarations for articulating a basis in light of Kamakana 
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2 CASE NOS. 5:08-CV-00882 
  

and the other Ninth Circuit cases for why the particular excerpt and entirety of documents 
need to be submitted. 

Had HTC contacted Defendants in advance regarding HTC’s proposed submission of the ID, the 

current motion likely could have been avoided altogether. 

Finally, HTC’s submission of its letter and the ID to the Court, as well as its telephone calls 

to the Court’s courtroom deputy, constitute impermissible ex parte communications that violate 

Civil Local Rule 11-4(c).  Indeed, HTC’s improper ex parte communications actually led to and 

exacerbated its violation of three different protective orders and Local Rule 79-5.  For these 

reasons, Defendants ask the Court to strike HTC’s letter and enclosure, and to levy sanctions 

against HTC in the amount Defendants were forced to expend on this motion while trying to 

prepare for trial. 

Factual Background 

HTC filed this case in 2008, seeking a declaratory judgment that it does not infringe any 

valid claim of the ’336 patent, among others.  The Court entered a Protective Order (“PO”) on 

April 21, 2010 (Doc. 161), and a Supplemental Protective Order Governing Discovery from Non-

Party Qualcomm, Inc. (“Supplemental Qualcomm PO”) on May 17, 2011 (Doc. 313).  The PO 

specifically states that “[a] Party that seeks to file under seal any Protected Material must comply 

with Civil Local Rule 79-5.”  PO (Doc. 161), p. 12 (§ 10). 

On August 24, 2012, ALJ James Gildea entered a protective order in ITC Investigation 

No. 337-TA-853 (the “853 Investigation”), which involves TPL and Patriot’s assertion of the ’336 

patent against HTC and others.  See Declaration of J. Otteson (“Otteson Decl.”), at Ex. 1 (ITC 

Protective Order).  Pursuant to the ITC Protective Order, documents with “confidential business 

information” (“CBI”) must be treated in accordance with the terms of the order.  Id., ¶ 2.  In the 

absence of a separate order from the ITC or written permission from the supplier of the 

confidential information and consent of all parties in the 853 Investigation, CBI may only be 

disclosed to certain people.  Id., ¶¶ 3-5.  Such people generally include outside counsel, qualified 

persons taking testimony (such as stenographers), technical experts and their personnel, and ITC 

personnel.  Id.  Even if CBI is otherwise properly disclosed to persons not designated under the 

ITC Protective Order, such disclosure shall be “based upon the conditions pertaining to, and 
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obligations arising from [the ITC Protective Order], and such persons shall be considered subject 

to it . . .”  Id. at ¶ 5. 

On September 6, 2013, the ALJ issued an “Initial Determination on Violation of Section 

337 and Recommended Determination on Remedy and Bond.”  See Otteson Decl. at ¶ 3.  

Pursuant to the ITC Protective Order, the document stated “CONTAINS CONFIDENTIAL 

BUSINESS INFORMATION SUBJECT TO PROTECTIVE ORDER” on the header of each 

page of the document.  Id. 

On September 10, 2013, HTC hand delivered a letter to this Court, which included the 

ALJ’s ID with HTC’s unilateral redactions.  See Otteson Decl. at Ex. 2 (Sept. 10, 2013 Letter 

from Mark R. Weinstein to the Hon. Paul S. Grewal).  Although HTC’s counsel e-mailed 

Defendants a copy of the letter, they did not immediately provide HTC’s redacted copy of the ID.  

Rather, HTC provided Defendants with an FTP link from which Defendants were later able to 

download the redacted ID.  In its letter, HTC stated that it “obtained permission from Qualcomm 

Inc. and Texas Instruments, Inc. to not redact their CBI from the enclosed Initial Determination, 

provided that it is furnished to this Court on a confidential basis and not publicly filed.”  Otteson 

Decl., Ex. 2.  Prior to HTC’s submission of the redacted ID to the Court, HTC did not consult 

with Defendants, gave Defendants no notice, and did not provide Defendants with any 

opportunity to review HTC’s proposed redactions.  Otteson Decl., ¶ 5.  Moreover, HTC ignored 

the Court’s requirements for filing documents under seal, pursuant to Civil Local Rule 79-5. 

Argument 

I. HTC’S SUBMISSION OF THE INITIAL DETERMINATION TO THIS COURT 
VIOLATED THE ITC PROTECTIVE ORDER, THIS COURT’S PROTECTIVE 
ORDERS, AND CIVIL LOCAL RULE 79-5. 

A. HTC Has Violated the ITC Protective Order. 

The ITC Protective Order states that documents with material containing CBI are subject 

to the provisions of the order.  See Otteson Decl. at Ex. 1, ¶ 2.  The ALJ designated the ID as 

“confidential business information,” which means that it is subject to the provisions of the ITC 

Protective Order.  See Otteson Decl. at ¶ 3.  The ALJ also set forth a procedure for the parties in 
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the 853 Investigation to submit their proposed redactions of the ID to the ALJ within seven days, 

so that a public version could be prepared and issued by the ITC. 

Ignoring the ALJ’s prescribed process, HTC made its own unilateral redactions to the ID 

and submitted it to this Court in violation of the ITC Protective Order.  The ITC Protective Order 

prohibits dissemination of CBI to those not permitted under the order unless “the Commission or 

the Administrative Law Judge orders, or if the supplier and all parties to the investigation agree.”  

See Otteson Decl. at Ex. 1, ¶¶ 3, 5.  Neither the Commission nor the ALJ have issued an order 

permitting dissemination of the ID.  See Otteson Decl. at ¶ 3.  In addition, HTC has not provided 

written permission from the suppliers of CBI to disclose documents containing their CBI.  

Without reviewing such written permission, it is impossible to determine the scope of 

dissemination permitted by the parties who have allegedly consented to the disclosure of their 

CBI.  See Otteson Decl. at ¶ 5.  Moreover, “all parties to the investigation” have not agreed to the 

dissemination of any CBI in the ID, which is another requirement of the ITC Protective Order.  

Otteson Decl., Ex. 1, ¶ 5. 

The ITC Protective Order does not permit HTC’s unilateral redaction and submission of 

the ID.  HTC’s redactions are simply HTC’s guess at what information other parties (and third 

parties) might consider confidential.  These redactions – which have not been approved by the 

ALJ, TPL, Patriot, the suppliers of the CBI, or any non-party – cannot supplant HTC’s obligation 

to abide by the ITC Protective Order and the ALJ’s procedure for the preparation of a public 

version of the ID. 

This Court has previously addressed the importance of abiding by one’s obligations under 

an ITC Protective Order.  In Apple Inc. v. Samsung Electronics Co., Ltd., this Court confirmed 

that Apple should not produce documents containing confidential business information, where 

production would violate an ITC Protective Order.  Apple Inc. v. Samsung Electronics Co., Ltd., 

Case No. 11-1846 LHK (PSG), 2012 WL 2862613 *4 (N.D. Cal. July 11, 2012).  In that case, 

Samsung alternatively sought production of redacted versions of the documents.  Id.  This Court 

declined Samsung’s request, noting that “Apple need not guess at what redactions might be 

required by the third-parties.”  Id. 
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HTC violated the ITC Protective Order by submitting the ALJ’s confidential ID to this 

Court.  HTC’s attempt to guess at what redactions were required – while not redacting CBI of 

Texas Instruments and Qualcomm – does not offset this violation.  The letter submitted by Mr. 

Weinstein, as well as the “redacted” version of the ALJ’s ID, should be stricken. 

B. HTC Has Violated this Court’s Protective Orders and Civil Local Rule 79-5. 

HTC’s improper ex parte submission of its own redacted version of the ID – which 

admittedly contains highly confidential information of third parties Qualcomm and Texas 

Instruments – also violates this Court’s protective orders.  Section 10 of the Court’s April 21, 

2010 PO states (Doc. 161): 
 
Without written permission from the Designating Party or a court order secured after 
appropriate notice to all interested persons, a Party may not file in the public record in this 
action any Protected Material.  A Party that seeks to file under seal any Protected 
Material must comply with Civil Local Rule 79-5. 
 

PO at p. 12 (§ 10) (emphasis added).  Clearly, HTC has violated both the PO and Civil Local Rule 

79-5 by submitting an ex parte letter to the Court with highly confidential information of third 

parties without filing a proper motion to seal. 

It is curious that HTC would engage in such a clear breach of the PO and Rule 79-5 so 

soon after the Court specifically instructed the parties to cooperate on the submission of proper 

motions to seal: 
 
At a minimum, the rule requires that the party which has designated the document offer a 
proposed order for the court so I do not have to go through line by line over thousands of 
pages and make these calls.  I understand the reality of how this may work in other Courts.  
It doesn’t work here.  I have to apply the standards set by the Ninth Circuit and I have to 
respect the public’s right to come in and understand what’s going on with this taxpayer 
funded institution. 
 

Aug. 13, 2013 Tr. at 11:3-11.  Yet, in the submission of a 300 plus page document, HTC has 

made its own determination – without consulting or providing any notice to Defendants – about 

what should be redacted and what should not.  In fact, HTC made no attempt to seek an order to 

file certain material under seal, as required by Rule 79-5. 

Moreover, HTC may well have “over-redacted” substantial material in the ID, because it 

did not consult with TPL, Patriot or (apparently) any other party in the ITC case regarding which 
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of their confidential information should be redacted.  This is a direct violation of Rule 79-5 and 

the Court’s PO, which states: 
 
Mass, indiscriminate, or routinized designations are prohibited.  Designations that are 
shown to be clearly unjustified, or that have been made for an improper purpose (e.g., to 
unnecessarily encumber or retard the case development process, or to impose unnecessary 
expenses and burdens on other parties), expose the Designating Party to sanctions. 
 

PO (Doc. 161) at p. 4 (§ 5.1) (emphasis added).  HTC’s highly improper submission of its own 

redacted version of the ID is worthy of sanctions – especially at a time when Defendants are 

trying to prepare for trial.  See also Civ. L.R. 1-4. 

HTC’s submission of the ID is also a clear violation of the Supplemental Qualcomm PO, 

which requires the parties to file any Qualcomm confidential information under seal according to 

the requirements of Civil Local Rule 79-5(d).  See Supp. Qualcomm PO (Doc. 313), pp. 18-19 (¶ 

33).  Indeed, Qualcomm’s counsel – also from Cooley LLP – recently appeared at the August 13, 

2013 hearing in this case, and asked the Court to strictly apply the requirements of Rule 79-5: 
 
So we didn’t get notice before the administrative motions were filed, so we haven’t 
received copies of the confidential materials that are supposed to have been looked at yet 
so we have been working with counsel for HTC and TPL to look at the documents.  We 
would propose that we have seven days under the standard rules to lodge a declaration.  
We filed a declaration with as much stuff as we could this morning.  That would be our 
proposed procedure. 
 

Aug. 13, 2013 Tr. at 9:1-10.  HTC’s violation of the Qualcomm Supplemental PO is yet another 

reason to strike HTC’s submission of the ID and sanction HTC.  See also Civ. L.R. 1-4. 

II. HTC’S LETTER SUBMISSION OF THE ID AND TELEPHONE CALLS TO THE 
COURT’S STAFF ARE IMPROPER EX PARTE COMMUNICATIONS THAT 
VIOLATE CIVIL LOCAL RULE . 

Pursuant to the Local Rules for the Northern District of California, “ex parte” means 

contact with the Court without the advance knowledge or contemporaneous participation of all 

other parties.  See Civ. L.R. 11-4(c).  An attorney or party to an action must refrain from making 

telephone calls or writing letters or sending copies of communications between counsel to the 

assigned Judge or the Judge’s law clerks or otherwise communicating with a Judge or the Judge’s 

staff regarding a pending matter, without prior notice to opposing counsel.  Civ. L.R. 11-4(c). 
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Here, HTC’s attorneys from the Cooley law firm have engaged in improper ex parte 

communications.  Defendants were not given any notice of Mr. Weinstein’s letter and attached 

enclosure before Mr. Weinstein submitted those materials to this Court.  See Otteson Decl. at ¶ 5.  

In addition, Defendants learned that attorney Heidi Keefe from the law firm Cooley LLP, as well 

as potentially other attorneys at Cooley, had telephone calls with the Court’s courtroom deputy 

regarding the issuance of the ALJ’s ID without prior notice to Defendants’ counsel.  See Otteson 

Decl. at ¶ 6.  Such communications are prohibited under Local Rule 11-4(c).  Indeed, because 

Defendants’ counsel was not involved in Cooley’s telephone conversations with the Court’s 

courtroom deputy, Defendants have no idea how HTC may have characterized the ID to the 

Court’s staff.  This type of communication goes to the heart of the policy that underlies the 

prohibition against such ex parte contact.  Such conduct by HTC is sanctionable.  Civ. L.R. 1-4. 

Conclusion 

For the foregoing reasons, Defendants respectfully ask the Court to strike HTC’s improper 

ex parte letter and enclosure, and to impose appropriate sanctions. 

 

Dated:  September 11, 2013   Respectfully submitted, 
 

AGILITY IP LAW, LLP 
 
 
 
By:  /s/  James C. Otteson  

James C. Otteson 
 
 Attorneys for Defendants 
 TECHNOLOGY PROPERTIES LIMITED 
 and ALLIACENSE LIMITED 

 
 

KIRBY NOONAN LANCE & HOGE 
 
 
 
By:  /s/  Charles T. Hoge  

Charles T. Hoge 
 
 Attorneys for Defendant 
 PATRIOT SCIENTIFIC CORPORATION 
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HTC CORPORATION and HTC 
AMERICA, INC., 
 
   Plaintiffs, 
 
 v. 
 
TECHNOLOGY PROPERTIES LIMITED, 
PATRIOT SCIENTIFIC CORPORATION 
and ALLIACENSE LIMITED, 
 
   Defendants. 
 

) 
) 
) 
) 
) 
) 
) 
) 
) 
) 
) 
) 
) 
) 

 
Case No.  5:08-cv-00882 PSG 
 
DECLARATION OF JAMES C. 
OTTESON IN SUPPORT OF 
DEFENDANTS’ MOTION TO STRIKE 
HTC’S IMPROPER EX PARTE 
COMMUNICATIONS, AND FOR 
SANCTIONS 
 
Judge: Hon. Paul S. Grewal 
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I, James C. Otteson, declare: 

1. I am a partner of Agility IP Law, LLP.  I am licensed to practice law before all 

courts in the state of California and before the United States District Court for the Northern 

District of California.  I am an attorney of record for Defendants and Counterclaimants 

Technology Properties Limited, Patriot Scientific Corporation and Alliacense Limited.  I submit 

this Declaration in support of Defendants’ Emergency Motion to Strike HTC’s improper ex parte 

communications.  I have personal knowledge of the matters set forth herein and could and would 

competently testify thereto. 

2. Attached as Exhibit 1 is a true and correct copy of the Protective Order entered in 

U.S. International Trade Commission Investigation No. 337-TA-853 (the “853 Investigation”). 

3. On September 6, 2013, the ALJ in the 853 Investigation issued an Initial 

Determination on Violation of Section 337 and Recommended Determination on Remedy and 

Bond (the “ID”).  Pursuant to the ITC Protective Order, the ID states “CONTAINS 

CONFIDENTIAL BUSINESS INFORMATION SUBJECT TO PROTECTIVE ORDER” on 

the header of each page of the document.  The ID contains confidential business information of all 

of the parties to the 853 Investigation, as well as the confidential business information of third 

parties like Qualcomm and Texas Instruments.  Neither the ALJ nor the Commission has issued an 

order permitting public dissemination of the ID. 

4. Attached hereto as Exhibit 2 is a true and correct copy of a letter from Mark R. 

Weinstein to the Honorable Paul S. Grewal dated September 10, 2013.  Exhibit 2 does not include 

Mr. Weinstein’s enclosure that accompanied the letter to the Court, which was HTC’s unilaterally 

redacted version of the ID. 

5. Prior to submitting its September 10, 2013 letter (Exhibit 2) to the Court (as well as 

HTC’s redacted version of the ID), HTC did not provide TPL with any advance notice of its 

intention to submit the ID the Court, nor did HTC give TPL any opportunity to review HTC’s 

proposed redactions to the ID.  In addition, HTC has never provided TPL with any written 

communications from Texas Instruments or Qualcomm that would shed any light on the scope of 
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their alleged permission for HTC to provide the Court with their confidential business information 

in the ID. 

6. In a telephone conversation with HTC’s counsel Heidi Keefe of Cooley LLP on 

September 9, 2013, she informed me that she had had at least one telephone conversation with the 

Court’s courtroom deputy about the issuance of the ID.  Ms. Keefe also told me that, based on her 

conversation with the courtroom deputy, the Court was anxious to get a copy of the ID.  She did 

not tell me whether or how she may have characterized the ID to the Court’s staff during those 

conversations.  Defendants’ counsel had no prior notice that HTC’s counsel would discuss the 

issuance of the ID with the Court’s staff. 

 

I declare under penalty of perjury under the laws of the United States of America that the 

foregoing is true and correct.  Executed this 11th day of September 2013 at Menlo Park California. 

 

/s/ James C. Otteson   
 James C. Otteson 
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