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UNITED STATES DISTRICT COURT
NORTHERN DISTRICT OF CALIFORNIA
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HTC CORPORATION and HTC
AMERICA, INC,,

Plaintiffs,
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TECHNOLOGY PROPERTIES LIMITED,
PATRIOT SCIENTIFIC CORPORATION
and ALLIACENSE LIMITED,

Defendants.
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NOTICE RE PRELIM. JURY INSTRUCTIONS
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PRELIMINARY JURY
INSTRUCTIONS
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PLEASE TAKE NOTICE that Defendants Technology Properties Ltd., Patriot Scientific
Corporation, and Alliacense Ltd. (collectively, “Defendants”) respectfully request that the Court
enter the changes to the preliminary jury instructions indicated in the copy of the Court’s Order
RE: Preliminary Jury Instructions (Dkt. No. 608), attached hereto as Exhibit A. The purpose of
the requested changes is to account for: (1) typographical errors; (2) Defendants’ intention not to

proceed on claims 1, 11, 13 and 16 in order to streamline the trial (see Exhibit B, attached hereto);

Notice

and (3) Plaintiffs’ intention not to proceed with their invalidity claim/defense at trial (see

Exhibit B).

Dated: September 22, 2013

NOTICE RE PRELIM. JURY INSTRUCTIONS

Respectfully submitted,

AGILITY IP LAW, LLP

By: /s/ James C. Otteson
James C. Otteson

Attorneys for Defendants
TECHNOLOGY PROPERTIES LIMITED
and ALLIACENSE LIMITED

KIRBY NOONAN LANCE & HOGE

By: /s/ Charles T. Hoge
Charles T. Hoge

Attorneys for Defendant
PATRIOT SCIENTIFIC CORPORATION

1 CAsE Nos. 5:08-cv-00882
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UNITED STATES DISTRICT COURT
NORTHERN DISTRICT OF CALIFORNIA
SAN JOSE DIVISION

HTC CORPORATION AND HTC AMERICA, Case No.: 5:08-cv-00882-PSG
INC,,
ORDER RE: PRELIMINARY JURY

Plaintiffs, INSTRUCTIONS

V.

TECHNOLOGY PROPERTIES LIMITED,
et al.,

)
)
)
)
g (Re: Docket No, 513)
)
)
Defendants. g

1. WHAT A PATENT IS AND HOW ONE IS OBTAINED

This case involves a dispute relating to a United States patent. Before summarizing the
positions of the parties and the legal issues involved in the dispute, let me take a moment to explain
what a patent is and how one is obtained.

Patents are granted by the United States Patent and Trademark Office (sometimes called
“the PTO™). The process of obtaining a patent is called patent prosecution. A valid United States
patent gives the patent owner the right to prevent others from making, using, offering to sell, or
selling the patented invention within the United States, or from importing it into the United States,

during the term of the patent without the patent holder’s permission. A violation of the patent

Case No.: 5:08-00882-PSG
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owner’s rights is called infringement. The patent owner may try to enforce a patent against persons
believed to be infringers by a lawsuit filed in federal court.

To obtain a patent one must file an application with the PTO. The PTO is an agency of the
federal government and employs trained examiners who review applications for patents. The
application includes what is called a “specification,” which must contain a written description of
the claimed invention telling what the invention is, how it works, how to make it and how to use it
so others skilled in the field will know how to make or use it. The specification concludes with one
or more numbered sentences. These are the patent “claims.” When the patent is eventually granted
by the PTO, the claims define the boundaries of its protection and give notice to the public of those
boundaries.

After the applicant files the application, a PTO patent examiner reviews the patent
application to determine whether the claims are patentable and whether the specification
adequately describes the invention claimed. In examining a patent application, the patent examiner
reviews records available to the PTO for what is referred to as “prior art.” The examiner also will
review prior art if it is submitted to the PTO by the applicant. Prior art is defined by law, and I will
give you specific instructions as to what constitutes prior art at a later time. However, in general,
prior art includes things that existed before the claimed invention, that were publicly known, or
used in a publicly accessible way in this country, or that were patented or described in a publication
in any country. The examiner considers, among other things, whether each claim defines an
invention that is new, useful, and not obvious in view of the prior art. A patent lists the prior art
that the examiner considered; this list is called the “cited references.”

After the prior art search and examination of the application, the patent examiner then
informs the applicant in writing what the examiner has found and whether any claim is patentable,

and thus will be “allowed.” This writing from the patent examiner is called an “office action.” If
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the examiner rejects the claims, the applicant then responds and sometimes changes the claims or
submits new claims. This process, which takes place only between the examiner and the patent
applicant, may go back and forth for some time until the examiner is satisfied that the application
and claims meet the requirements for a patent. The papers generated during this time of
communicating back and forth between the patent examiner and the applicant make up what is
called the “prosecution history.” All of this material becomes available to the public no later than
the date when the patent issues.

The fact that the PTO grants a patent does not necessarily mean that any invention claimed
in the patent, in fact, deserves the protection of a patent. For example, the PTO may not have had
available to it all the information that will be presented to you. A person accused of infringement
has the right to argue here in federal court that a claimed invention in the patent is invalid because

it does not meet the requirements for a patent.
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2. PATENTS AT ISSUE AND OVERVIEW OF THE PARTIES
This case involves one United States patent, the “asserted patent,” obtained by Chzu Ies H.
b TP-
Moore and Russell H. Fish, II1, and transferred by Mr. Moorefnd Mr. Fish to ‘F‘I{F Umted States
Patent Number 5,809,336 lists Mr. Moore and Mr. Fish as the inventors. For convenience, the
parties and I will often refer to U.S. Patent Number 5,809,336 as the *336 patent, 336 being the last
three numbers of the patent number.

The Plaintiffs in this case are HTC Corporation and HTC America. For convenience, the
parties and I will often refer to Plaintiffs as HTC. The Defendants in this case are Technology
Properties Limited, Alliacense Limited, and Patriot Scientific Corporation. For convenience, the
parties and [ will often refer to Defendants as TPL and Patriot.

2.1 SUMMARY OF CONTENTIONS

To help you follow the evidence, I will now give you a summary of the positions of the
parties.

HTC filed suit in this court seeking a declaration that no valid and enforceable claim of the

’336 patent is infringed by HTC. HT€atso-argues-that-elaims+:-6;7-9;10;H;13; 14, 15;and 167

£the-2336-patent are-ivatid— HTC hes  Chosen mit do aigue at HeaAf
’ e Hut tne t 336 patnt S ywvalid.

TPL filed a counter complaint alleging that HTC infringes the *336 patent by making,
importing, using, selling, and offering for sale products that TPL argues are covered by claims/,-g,
i ; ey
7,9; )»6/, I, 13, 14, 15, and 16 of the *336 patent. TPL also argues that HTC actively induced

infringement of these claims of the 336 patent. TPL is seeking money damages. TPL-also-denies™

that-the-claims-ofthe*336 patentare invatic—Fhe-products-that are.alleged ta infringe-are:-"
Your job will be to decide whether claims)’:ﬁ, 7,9, }6/)"(, 13, 14, 15, and J6 of the
bq HTC

’336 patent have been infringed/and-whether those clai id. If you decide that any claim

of the *336 patent has been infringed and—i&ﬂﬁb-mvaﬂﬂ?;ou will then need to decide any money
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M\JZ Puh viek

damages to be awarded to TP&\to compensate it for the infringement. You will also need to make
a finding as to whether the infringement was willful. If you decide that any infringement was
willful, that decision should not affect any damage award you give. I will take willfulness into
account later.

You may hear evidence that HTC has its own patent(s) or that HTC improved on the *336
patent. While this evidence is relevant to some issues you will be asked to decide, a party can still
infringe even if it has its own patents in the same area. You will be instructed after trial as to what,
if any, relevance these facts have to the particular issues in this case. Meanwhile, please keep an
open mind.

Before you decide whether HTC has infringed the claims of the patent er-whether-the’
clahnsrafe%wal-'rd?;ou will need to understand the patent claims. As I mentioned, the patent
claims are numbered sentences at the end of the patent that describe the boundaries of the patent’s
protection, It is my job as judge to explain to you the meaning of any language in the claims that
needs interpretation.

I have already determined the meaning of certain terms of the claims of the *336 patent.
You have been given a document reflecting those meanings. You are to apply my definitions of
these terms throughout this case. However, my interpretation of the language of the claims should
not be taken as an indication that I have a view regarding issues such as infringement and™"
hwaliel-ilj./a;hose issues are yours to decide. I will provide you with more detailed instructions on

the meaning of the claims before you retire to deliberate your verdict.
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3 OUTLINE OF TRIAL

The trial will now begin. First, each side may make an opening statement. An opening
statement is not evidence. It is simply an outline to help you understand what that party expects
the evidence will show.

The presentation of evidence will then begin. Witnesses will take the witness stand and the
documents will be offered and admitted into evidence. There are two standards of proof that you
will apply to the evidence, depending on the issue you are deciding. On some issues, you must
decide whether something is more likely true than not. On other issues you must use a higher
standard and decide whether it is highly probable that something is true.

TPL and Patriot will present their evidence on their contentions that some claims of the
’336 patent have been infringed by HTC and that the infringement has been willful. These
witnesses will be questioned by TPL and Patriot’s counsel in what is called direct examination.
After the direct examination of a witness is completed, the opposing side has an opportunity to
cross-examine the witness. To prove infringement of any claim, TPL and Patriot must persuade
you that it is more likely than not that HTC infringed that claim. To persuade you that any
infringement was willful, TPL and Patriot must prove that it is highly probable that the
infringement was willful.

After TPL and Patriot have presented their witnesses, HTC will call their witnesses, who

will also be examined and cross-examined. HFC-will present theirevidence that-the-claims-efthe™ o

*336-patent-arc-invalid—To-prove-invalidity-of-any-claim;-HFC-must-persuade-you-that-it-is-highly—""

M&MWmmdmmw%%m%ﬁHMMTc will put
on evidence responding to TPL and Patriots’ infringement and willfulness contentions.

TPL and Patriot will then return and-wit-put-en-evidence responding to HTC’s contention
—
that-the-claimsof the~336 patent are fnvalid. TPL and Patriot witt-atso have the optiomto put on
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what is referred to as “rebuttal” evidence to any evidence offered by HTC of non-infringement or

lack of willfulness.

TPE-and-Patriot-on-the-validity.of some.claims of e 336 patent.

Because the evidence is introduced piecemeal, you need to keep an open mind as the
evidence comes in and wait for all the evidence before you make any decisions. In other words,
you should keep an open mind throughout the entire trial.

The parties may present the testimony of a witness by reading from his or her deposition
transcript or playing a videotape of the witness’s deposition testimony. A deposition is the sworn
testimony of a witness taken before trial and is entitled to the same consideration as if the witness
had testified at trial.

After the evidence has been presented, I will give you final instructions on the law that
applies to the case and the attorneys will make closing arguments. Closing arguments are not

evidence. After the instructions and closing arguments, you will then decide the case.

IT IS SO ORDERED.

Dated: September 20, 2013

Pl S. Al _-
PAUL S. GREWAL
United States Magistrate Judge

Case No.: 5:08-00882-PSG
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Subject: RE: HTC v. TPL, et al.: Asserted claims for '336 patent

Date: Saturday, September 21, 2013 11:46:53 AM Pacific Daylight Time
From: Keefe, Heidi

To: Jim Otteson, Lemieux, Ron

CC: choge@knlh.com, TPL-MMP-CAND, z/HTC-TPL

Jim:

Based on yesterday’s hearing and order and your email below, we will not be pursuing our invalidity
defense at trial.

Regards,
Heidi

From: Jim Otteson [mailto:jim@agilityiplaw.com]

Sent: Friday, September 20, 2013 6:57 PM

To: Keefe, Heidi; Lemieux, Ron

Cc: choge@knlh.com; TPL-MMP-CAND; z/HTC-TPL
Subject: HTC v. TPL, et al.: Asserted claims for '336 patent

Heidi and Ron:

At trial, Defendants will only be asserting the following claims for the '336 patent: 6, 7,9, 13, 14 and 15.
Regards,

--Jim

Jim Otteson

149 Commonwealth Drive
Menlo Park, CA 94025

Tel: 650-227-4800, ext. 101
Dir: 650-318-3470

Cell: 650-714-8521

www.AgilityIPLaw.com

This email and any attachments thereto may contain private, confidential, and privileged material
for the sole use of the intended recipient. Any review, copying, or distribution of this email (or any
attachments thereto) by others is strictly prohibited. If you are not the intended recipient, please
contact the sender immediately and permanently delete the original and any copies of this email
and any attachments thereto.

This email message is for the sole use of the intended recipient(s) and may contain confidential and privileged information. Any unauthorized review, use,
disclosure or distribution is prohibited. If you are not the intended recipient, please contact the sender by reply email and destroy all copies of the original message.
If you are the intended recipient, please be advised that the content of this message is subject to access, review and disclosure by the sender's Email System
Administrator.

IRS Circular 230 disclosure: To ensure compliance with requirements imposed by the IRS, we inform you that any U.S. federal tax advice contained in this

communication (including any attachment) is not intended or written by us to be used, and cannot be used, (i) by any taxpayer for the purpose of avoiding tax
penalties under the Internal Revenue Code or (ii) for promoting, marketing or recommending to another party any transaction or matter addressed herein.
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