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Richard L. Wynne (SBN 120349)
rlwynne@jonesday.com  
Lori Sinanyan (SBN 209975) 
lsinanyan@jonesday.com  
JONES DAY 
555 South Flower Street 
Fiftieth Floor 
Los Angeles, CA 90071 
Telephone:  (213) 489-3939 
Facsimile:  (213) 243-2539 
 
Attorneys for SanDisk Corporation 

UNITED STATES BANKRUPTCY COURT 

NORTHERN DISTRICT OF CALIFORNIA 

SAN JOSE DIVISION 

In re: 
 
TECHNOLOGY PROPERTIES LIMITED 
LLC, a California limited liability company 
 
 
  Debtor. 

CASE NO.  13-51589-SLJ 
 

Chapter 11 
 
Date:  October 14, 2014 
Time:  2:00 p.m. 
Place:  United States Bankruptcy Court 
  280 South First Street 
  Courtroom 3099 
  San Jose, California 

DECLARATION OF LORI SINANYAN IN SUPPORT OF OBJECTION OF SANDISK 
TO DISCLOSURE STATEMENT RE: JOINT PLAN OF REORGANIZATION BY 

OFFICIAL COMMITTEE OF UNSECURED CREDITORS AND DEBTOR  
(September 4, 2014) 

I, Lori Sinanyan, hereby declare: 

1. I am an attorney licensed to practice law in California and admitted to practice 

before, among other courts, the United States Bankruptcy Court for the Northern District of 

California.  I am an attorney with the firm of Jones Day, counsel of record for SanDisk 

Corporation (“SanDisk”) in the above-captioned case.  I make this declaration in support of the 

Objection of SanDisk to Disclosure Statement Re: Joint Plan of Reorganization by Official 

Committee of Unsecured Creditors and Debtor (September 4, 2014) (“Objection”). 

2. I have personal knowledge of the facts set forth herein and if called as a witness I 

could testify competently to such facts.

Case: 13-51589    Doc# 568    Filed: 10/01/14    Entered: 10/01/14 15:06:34    Page 1 of
 29 



 

1 

2 

3 

4 

5 

6 

7 

8 

9 

10 

11 

12 

13 

14 

15 

16 

17 

18 

19 

20 

21 

22 

23 

24 

25 

26 

27 

28 

 

 

 -2- SINANYAN DECL.IN SUPPORT OF 
SANDISK’S DISCLOSURE 
STATEMENT OBJECTION

 

3. Attached hereto as Exhibit A is a true and correct copy of the Claim Construction 

Order.1 

4. Attached hereto as Exhibit B is a true and correct copy of the order rejecting 

reconsideration of the Claim Construction Order. 

5. Attached hereto as Exhibit C is a true and correct copy of the Order on MTD. 

I hereby declare under penalty of perjury under the laws of the State of California and the 

United States of America that the foregoing is true and correct. This Declaration was signed on 

October 1, 2014, at Los Angeles, California. 
 
 
 
By:  /s/ Lori Sinanyan  
 Lori Sinanyan 

 
 

                                                 
1  Terms not defined herein shall have the meaning ascribed to them in the Objection. 
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IN THE UNITED STATES DISTRICT COURT 

FOR THE DISTRICT OF DELAWARE 

HSM Portfolio LLC and Technology 
Properties Limited LLC, 

Plaintiffs, 

v. 

Fujitsu Limited, et al., 

Defendants. 

Civil Action No. 11-770-RGA 

MEMORANDUM OPINION 

Brian E. Farnan, Esq., Farnan LLP, Wilmington, DE; Michael J. Farnan, Esq., Farnan LLP, 
Wilmington, DE; Jeffrey R. Bragalone, Esq. (argued), Bragalone Conroy PC, Dallas, TX; Daniel 
F. Olejko, Esq. (argued), Bragalone Conroy PC, Dallas, TX; Monte M. Bond, Esq., Bragalone 
Conroy PC, Dallas, TX, attorneys for Plaintiffs. 

Frederick L. Cottrell, III, Esq., Richards, Layton & Finger, PA, Wilmington, DE; Jared Bobrow, 
Esq. (argued), Weil, Gotshal & Manges LLP, Silicon Valley, CA; Jason Lang, Esq. (argued), 
Weil, Gotshal & Manges LLP, Silicon Valley, CA, attorneys for Defendant Micron Technology 
Inc. 

David Ellis Moore, Esq., Potter Anderson & Corroon, LLP, Wilmington, DE; Michael Hawes, 
Esq. (argued), Baker Botts, Houston, TX; Scott F. Partridge, Esq., Baker Botts, Houston, TX, 
attorneys for Defendant Toshiba Corporation. 

David Ellis Moore, Esq., Potter Anderson & Corroon, LLP, Wilmington, DE; Jim Brogan, Esq. 
(argued), Cooley LLP, Palo Alto, CA; Drew Koning, Esq., Cooley LLP, San Diego, CA, 
attorneys for Defendant Qualcomm Incorporated. 

Jeffrey L. Moyer, Esq., Richards, Layton & Finger, PA, Wilmington, DE; Kevin R. Casey, Esq., 
Stradley Ronon Stevens & Young, LLP, Malvern, PA; Keith R. Dutill, Esq., Stradley Ronon 
Stevens & Young, LLP, Malvern, PA, attorneys for Defendants STMicroelectronics Inc. and 
STMicroelectronics, N.V. 

Michael J. Flynn, Esq., Morris, Nichols, Arsht & Tunnell LLP, Wilmington, DE; Gregory L. 
Lippetz, Esq., Jones Day, Silicon Valley, CA; Kyle T. Barrett, Esq., Jones Day, Silicon Valley, 
CA, attorneys for Defendant Sandisk Corporation. 
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Mary B. Graham, Esq., Morris, Nichols, Arsht & Tunnell LLP, Wilmington, DE; Karl J. Kramer, 
Esq., Morrison & Foerster LLP, Palo Alto, CA, attorneys for Defendants Fujitsu Limited, Fujitsu 
America Inc., and Fujitsu Semiconductor America Inc. 

Mary B. Graham, Esq., Morris, Nichols, Arsht & Tunnell LLP, Wilmington, DE, attorney for 
Defendant Zoran Corporation. 

JuneU,2014 

I 
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Pending before this Court is the issue of claim construction of eleven disputed terms 

found in U.S. Patent No. 5,030,853, U.S. Patent No. 5,391,949, U.S. Patent No. 5,247,212, and 

U.S. Patent No. 5,001,367. 

I. BACKGROUND 

On September 1, 2011, Plaintiffs HSM Portfolio LLC and Technology Properties Limited 

LLC filed a patent infringement action against eighteen Defendant Groups, eight of which 

remain in the case. The Court has considered the Parties' Joint Claim Construction Brief (D.I. 

677) and heard oral argument on June 5, 2014. (D.I. 698). 

II. LEGAL ST AND ARD 

"It is a bedrock principle of patent law that the claims of a patent define the invention to 

which the patentee is entitled the right to exclude." Phillips v. A WH Corp., 415 F .3d 1303, 1312 

(Fed. Cir. 2005) (en bane) (internal quotation marks omitted). '"[T]here is no magic formula or 

catechism for conducting claim construction.' Instead, the court is free to attach the appropriate 

weight to appropriate sources 'in light of the statutes and policies that inform patent law."' 

SoftView LLC v. Apple Inc., 2013 WL 4758195, at *1 (D. Del. Sept. 4, 2013) (quoting Phillips, 

415 F.3d at 1324). When construing patent claims, a matter oflaw, a court considers the literal 

language of the claim, the patent specification, and the prosecution history. Markman v. 

Westview Instruments, Inc., 52 F.3d 967, 977-80 (Fed. Cir. 1995) (en bane), a.ffd, 517 U.S. 370 

(1996). Of these sources, "the specification is always highly relevant to the claim construction 

analysis. Usually, it is dispositive; it is the single best guide to the meaning of a disputed term." 

Phillips, 415 F.3d at 1315 (internal quotations and citations omitted). 

Furthermore, "the words of a claim are generally given their ordinary and customary 

1 

Case 1:11-cv-00770-RGA   Document 715   Filed 06/17/14   Page 3 of 17 PageID #: 15648

Case: 13-51589    Doc# 568    Filed: 10/01/14    Entered: 10/01/14 15:06:34    Page 6 of
 29 



meaning ... [which is] the meaning that the term would have to a person of ordinary skill in the 

art in question at the time of the invention, i.e. as of the effective filing date of the patent 

application." Phillips, 415 F.3d at 1312-13 (internal citations and quotation marks omitted). 

"[T]he ordinary meaning of a claim term is its meaning to [an] ordinary artisan after reading the 

entire patent." Id. at 1321 (internal quotation marks omitted). "In some cases, the ordinary 

meaning of claim language as understood by a person of skill in the art may be readily apparent 

even to lay judges, and claim construction in such cases involves little more than the application 

of the widely accepted meaning of commonly understood words." Id. at 1314 (internal citations 

omitted). 

A court may consider extrinsic evidence, which "consists of all evidence external to the 

patent and prosecution history, including expert and inventor testimony, dictionaries, and learned 

treatises," in order to assist the court in understanding the underlying technology, the meaning of 

terms to one skilled in the art and how the invention works. Id. at 1317-19 (internal quotation 

marks and citations omitted). However, extrinsic evidence is less reliable and less useful in claim 

construction than the patent and its prosecution history. Id. 

Finally, "[a] claim construction is persuasive, not because it follows a certain rule, but 

because it defines terms in the context of the whole patent." Renishaw PLC v. Marposs Societa' 

per Azioni, 158 F.3d 1243, 1250 (Fed. Cir. 1998). It follows that "a claim interpretation that 

would exclude the inventor's device is rarely the correct interpretation." Osram GmbH v. Int'/ 

Trade Comm 'n, 505 F.3d 1351, 1358 (Fed. Cir. 2007) (internal quotation marks and citation 

omitted). 

Ill. CONSTRUCTION OF DISPUTED TERMS 

A. Terms from Claims 1 and 3 of the '853 Patent 

2 
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1. "the N-channel field effect transistor in each inverter stage having a channel width 
which is less than a [predetermined factor] times the width of the N-channel of the 
immediately preceding inverter stage" 

a. Plaintif.fe 'proposed construction: "the N-channel field effect transistor in 
each inverter stage after the first inverter stage having a channel width that is 
greater than the channel width of the immediately preceding inverter stage but 
less than K times the channel width of the N-channel field effect transistor of 
the immediately preceding inverter stage," where K is "a defined value that 
governs the maximum increase in channel width of the N-channel transistors 
in succeeding inverter stages such that the capacitive load can be driven with a 
specific signal rise time" 

b. Defendants' proposed construction: [predetermined factor] "a value 
calculated in advance of selecting the widths and lengths of the 
complementary FETs in each inverter stage, the value calculated using 
Equation (3 7) in the specification" 

c. Court's Construction: ''the N-channel field effect transistor in each inverter 
stage after the first inverter stage having a channel width that is greater than 
the channel width of the immediately preceding inverter stage but less than K 
times the channel width of the N-channel field effect transistor of the 
immediately preceding inverter stage, where K is calculated using Equation 
(37) in the specification" 

2. "wherein the N-channel field effect transistor in the first inverter stage has a 
channel width which is less than said [predetermined factor] times the width of 
the at least one N-channel field effect transistor in the logic gate" 

a. Plaintif.fe 'proposed construction: "wherein the N-channel field effect 
transistor in the first inverter stage has a channel width which is greater than 
the channel width of the at least one N-channel field effect transistor in the 
logic gate but less than K times the channel width of the at least one N
channel field effect transistor in the logic gate," where K is "a defined value 
that governs the maximum increase in channel width of the N-channel 
transistors in succeeding inverter stages such that the capacitive load can be 
driven with a specific signal rise time" 

b. Defendants' proposed construction: [predetermined factor] "a value 
calculated in advance of selecting the widths and lengths of the 
complementary FETs in each inverter stage, the value calculated using 
Equation (37) in the specification" 

c. Court's Construction: "wherein the N-channel field effect transistor in the 
first inverter stage has a channel width which is greater than the channel width 
of the at least one N-channel field effect transistor in the logic gate but less 

3 
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than K times the channel width of the at least one N-channel field effect 
transistor in the logic gate, where K is calculated using Equation (37) in the 
specification" 

The parties agree that these two terms rise and fall together. The parties also agree that 

"predetermined factor" refers to K, as described in the specification. The main dispute is whether 

K must be calculated according to Equation 3 7 or whether there are other ways to calculate K. 

Defendants point out that Equation 37 is the only equation which is solved for K, and the 

specification describes using Equation 37, and only that equation, to determine K. Additionally, 

during prosecution the Examiner stated that it was his belief that the "predetermined factor" 

referred to K, as calculated using Equation 37. 

Plaintiffs argue that K should not be limited to just using Equation 37, because it would 

violate the doctrine of claim differentiation. Dependent claim 12 defines "predetermined value" 

as K, calculated according to Equation 3 7. Therefore, if the Court were to import Equation 3 7 

into the construction of"predetermined value," Plaintiffs argue that the doctrine of claim 

differentiation would be violated, making claim 12 meaningless. Plaintiffs also point out that K 

is used in multiple equations in the specification, and that the construction should allow for using 

any of those equations. Yet at oral argument, Plaintiffs stated that no matter which formula was 

used to calculate K, the result would always be the same. (D.I. 698 at 15:16-20). This begs the 

question of why it matters which formula one uses in the claim construction if the result is 

always the same. 

The answer, as it became clear at oral argument, is that Equation 37 uses a variable, Tnse, 

which is the desired rise time of the circuit. Actual circuits do not have a desired rise time; they 

have an actual rise time. Proving infringement using Equation 3 7 thus appears to present difficult 

issues. Would one substitute the actual rise time for the desired rise time, or would one need 

4 
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some evidence of the desired rise time? It seems farfetched to rely on a designer's intent to prove 

infringement. There is no such thing as attempted patent infringement; one either infringes or 

does not. 

How easy it would be to determine infringement using Equation 37 is irrelevant at this 

stage. There is no canon of claim construction that prefers an "easy to prove infringement" 

construction. The presence of T rise in Equation 3 7 supports one of Plaintiffs' arguments against 

using only Equation 37, and with Defendants' proposed construction in general. Defendants' 

proposed construction attempts to incorporate temporal process limitations into an apparatus 

claim, which Plaintiffs argue is improper. The Court agrees. While the patent itself discusses the 

design process, the claims are drawn to the finished product. The patentee did not claim a 

process of making a chip, but the chip itself. The fact that the specification describes one method 

of ending up at the final product does not limit the claims to using only that method. 

The intrinsic evidence is that the patentee intended Equation 37, and only that equation, 

to define "predetermined factor." ('853 patent at 3:22-30) ("In particular, the factor, referred to 

as "K" [] is defined by: [Equation 37]"). The specification makes clear that when designing a 

chip according to the invention, the "predetermined factor" is calculated after determining the 

width of the N-channel in the last stage and before determining the maximum width of the N

channel in the first stage. ('853 patent at 19:30-40). However, a statement ofhow to design the 

chip does not limit the claims to that design process. To prevent any further incorporation of 

process limitations into this claim term, the Court adopts the language "after the first inverter 

stage" from Plaintiffs' proposed construction to make clear that the first inverter stage does not 

have a preceding inverter stage. 

3. "[the P-channel field effect transistor in each inverter stage having a channel 

5 
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which is wider than the channel of the corresponding N-channel field effect 
transistor of each inverter stage by TJ], the ratio of electron mobility in the N
channel field effect transistors to hole mobility in the P-channel field effect 
transistors" 

a. Plaintiffs' proposed construction: "the corresponding P-channel and N
channel field effect transistors in each inverter stage are sized such that the 
inverter transfer function of each inverter stage is symmetrical" 

b. Defendants' proposed construction: [bracketed portion]"The P-channel field 
effect transistor in each inverter stage having a channel width that is equal to 
the corresponding N-channel field effect transistor width multiplied by q, that 
provides a symmetrical voltage transfer function for each stage" 

c. Court's Construction: "the P-channel field effect transistor in each inverter 
stage having a channel which is wider than the channel of the corresponding 
N-channel field effect transistor of each inverter stage by a factor of ri, the 
ratio of electron mobility in the N-channel field effect transistors to hole 
mobility in the P-channel field effect transistors, such that the voltage transfer 
function of each inverter stage is symmetrical" 

Both parties agree that the P-channel width must by approximately equal to the N-

channel width times TJ, and that this results in a symmetrical voltage transfer function. Plaintiffs 

oppose Defendants' proposed construction because it inserts the term "equal to," which Plaintiffs 

contend is too limiting. Plaintiffs contend that by using "equal to," the P-channel must be exactly 

equal to the N-channel width multiplied by TJ, but that the person of ordinary skill would 

understand that there is some margin of error which would still be within the claims. What that 

margin of error is, Plaintiffs could not say, but posit that their expert, and therefore a person of 

ordinary skill, would understand what falls within the claim. The Court's construction attempts 

to clarify that the N-channel width is multiplied by TJ, rather than added to it, 1 while staying as 

true to the claim language as possible. Additionally, as neither side disputes the symmetrical 

voltage transfer function, that language has been added to the construction. 

1 The parties at oral argument agreed that Tl played this role. 

6 
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B. Terms from Claims 1-2 and 8-11 of the '949 Patent 

4. "[A Field Effect Transistor (PET) Differential Latching Inverter (DLI) circuit] for 
sensing signals on first and second bit lines of a memory" 

a. Plaintiffa 'proposed construction: No construction necessary as the preamble 
does not limit the body of the claim. 

b. Defendants' proposed construction: Limiting preamble. "Memory" should be 
accorded its plain and ordinary meaning. "First and second bit lines" should 
be accorded meaning as discussed in next claim term. 

c. Court's Construction: The preamble is not limiting. 

5. "first and second bit lines of a memory" (Preamble) "first bit line"/ "second bit 
line" (Body) 

a. Plaintiffa 'proposed construction: No construction necessary as the preamble 
does not limit the body of the claim. "Bit line" should be accorded its plain 
and ordinary meaning. Alternatively, "bit line" should be construed as "signal 
lines for transmitting binary values." 

b. Defendants' proposed construction: "a pair of different conductive lines in a 
memory cell array that are connected to memory cells for transferring the 
stored value of a selected memory cell out of the memory cell array" 

c. Court's Construction: The term "first bit line" and "second bit line" in the 
body of the claim are construed as "a pair of different conductive lines in a 
memory cell array that are connected to memory cells for transferring the 
stored value of a selected memory cell out of the memory cell array." 

There are two intertwined disputes in these terms. The first is whether the preamble limits 

the claims. The second is the construction of"bit lines." The preamble of claim 1 states that the 

circuit is "for sensing signals on first and second bit lines of a memory." ('949 patent claim 1 ). 

On its own, this is intended use language that would not limit the claims. See Marrin v. Griffin, 

599 F.3d 1290, 1294 (Fed. Cir. 2010). Based on the preamble alone, the claims do not require 

that the circuit be used for sensing memory signals. However, the term "bit lines" are used in the 

body of the claim and would ordinarily be understood there to be limitations. 

Plaintiffs argue that even though the term "bit line" is used in the body of the claim, it is 

7 
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not a limitation because it is merely a reference point for the placement of the circuit. (D.I. 677 at 

p. 42). The claim is drawn to a DLI circuit, and not the surrounding circuitry. Therefore Plaintiffs 

assert that since the bit lines are connected to the circuit, the bit lines are part of the surrounding 

circuitry and not part of the claimed DLI circuit. In support of this assertion, Plaintiffs cite to 

C.R. Bard, Inc. v. M3 Sys., Inc., 157 F.3d 1340, 1350 (Fed. Cir. 1998), and Vaupel 

Textilmaschinen KG v. Meccanica Euro Italia SPA, 944 F.2d 870, 880 (Fed. Cir. 1991), where 

the Federal Circuit held that language in the body of the claim, which referred to a non-limiting 

preamble, was not a limitation because it merely provided a physical reference point. 

I agree that in this instance the preamble does not limit the claims. The preamble is not 

necessary to give meaning to the claims. It merely states a preferred use. During prosecution, the 

Examiner stated that the invention could be used as a Schmitt Trigger or a threshold detector. 

(D.I. 676-13 at 3). While this statement in and of itself is not intrinsic evidence, it is extrinsic 

evidence that one of ordinary skill in the art would recognize that the claimed invention had 

utility outside of a memory circuit. Therefore I do not find that the preamble is limiting. 

However, I disagree that the term "bit line" in the body of the claim is not a limitation. In 

C.R. Bard the claim at issue was drawn to a biopsy needle. 157 F .3d at 1348-49. The preamble 

stated that it was "for use with a tissue sampling device having a housing with a forward end, a 

first slide mounted for longitudinal motion within said housing, and a second slide mounted for 

longitudinal motion within said housing." Id. The body of the claim included four limitations: a 

hollow needle, a second needle, a first head, and a second head. Id. at 1349. Within the first head 

and second head limitations, the claim included the following language: "for coupling said 

hollow first needle to said first slide for longitudinal motion both toward and away from said 

forward end of said housing." Id. The Court held that the claim did not require a housing because 

8 
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the preamble was not limiting, as it merely "provide[ d] reference points in the gun that aid in 

defining the needles as set forth in the body of the claim." Id. 

Similarly, in Vaupel, the claim was drawn to an improvement in a weaving machine 

having a "breast plate." 944 F.2d at 872-73. Even though the body of the claim contained the 

language "ahead of the breast plate," and "to said breast plate," those references were not 

limitations because ''they indicate[d] a reference point to fix the direction of movement of the 

woven fabric from the loom." Id. at 880. This case is unlike C.R. Bard and Vaupel. The claim 

does not use "bit lines" as a reference point. The claim requires that the bit lines are present and 

connected to the circuit. '949 patent, claim 1 ("the first bit line being connected to the first input 

of said first inverter and the second bit line being connected to the first input of said second 

inverter"). In fact, the structure of the claim presents the first and second bit lines as a distinct 

limitation, not as reference points. Therefore I find that "first bit line" and "second bit line" are 

limitations. 

Having found that the term "bit line" in the body of the claim is a limitation, it must be 

construed. Plaintiffs argue that "bit line" has a plain and ordinary meaning, or, alternatively, that 

it refers to "signal lines for transmitting binary values." Defendants argue that Plaintiffs' 

proposed construction of "bit line" is too broad. The specification refers both to ''word lines" and 

"bit lines." ('949 patent at 1 :25-40). Defendants argue that Plaintiffs' proposed construction 

would cover both "word lines" and "bit lines," and would render the distinction meaningless. I 

agree. The specification makes multiple references to "bit lines," always in the context of 

memory. (See, e.g., '949 patent at 5:25-33). Because Plaintiffs' proposed construction is too 

broad, I adopt Defendants' proposed construction. 

6. "an inverter transfer function ... which is identical when said first and second 

9 
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inverters tum on and tum off' 

a. Plaintiffs' proposed construction: Plain and ordinary meaning. Alternatively, 
"each inverter has a transfer function which is the same when turning on and 
when turning off." 

b. Defendants' proposed construction: "identical when the input voltage to the 
respective inverter moves from the second reference voltage to the first 
reference voltage and when the input voltage moves from the first reference 
voltage to the second reference voltage" 

c. Court's Construction: "each inverter has a transfer function which is identical 
when the inverter turns on (i.e. moves from 5 volts to 0 volts input voltage) 
and when the inverter turns off (i.e. moves from 0 volts to 5 volts input 
voltage)" 

The parties agree that this term means "free of hysteresis," but that such a construction 

would not be helpful to the jury. Plaintiffs' main criticism of Defendants' proposed construction 

is that it reads a functional limitation into an apparatus claim by requiring that the device be 

used. (D.I. 677 at p. 48). I do not agree that Defendants' proposed construction requires that the 

device be used. However, neither proposed construction is particularly helpful to the jury. 

Interestingly, both parties cite to the very same prosecution history for support of their respective 

constructions. There, the applicant stated that, "Support for this recitation may be found in 

Figure 2 of the specification, which shows an inverter transfer function for skewed inverts 11, 

11' which is identical when the inverter turns on (i.e. moves from 5 volts to 0 volts input voltage) 

and when the inverter turns off (i.e. moves from 0 volts to 5 volts input voltage)." (D.I. 676-8 at 

4). I therefore construe the term as closely to this description as possible. 

7. "the outputs of said first and second complementary FET inverters producing 
output signals for said DLI circuit" 

a. Plaintiffs' proposed construction: "each of the first and second 
complementary FET inverters is capable of producing an output signal for 
said DLI circuit" 

b. Defendants' proposed construction: "each of the first and second 

10 
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complementary FET inverters produces a separate signal for output from the 
DLI circuit" 

c. Court's Construction: "each of the first and second complementary FET 
inverters is capable of producing a separate signal for output from the DLI 
circuit" 

There are two disputes regarding this term. The first is whether this limitation requires 

that the circuit actually produces the claimed output signals or whether the circuit only need be 

capable of producing the output signals. The claim at issue is inelegantly written. It appears to 

require the production of signals, which cannot be the case for an apparatus. As Plaintiffs argue, 

an apparatus claim covers what the apparatus is, not what it does. I agree that this term does not 

require the actual production of output signals. Therefore, I will construe it only to require the 

capability to produce output signals. 

The second dispute is whether the output signals are "for" the circuit or whether they are 

"from" the circuit. It is clear that "outputs" refers to a signal that emanates "from" a source. 

Using the word "from" does not rewrite the term "for," as Plaintiffs argue. It construes the term. 

Furthermore, whether there is circuitry downstream from the output does not transform the 

outputs into something else. The Court will thus clarify what is meant by the disputed claim 

language. 

C. Terms from Claims 22 and 23 of the '212 Patent 

8. "for receiving [a logic input signal/a clock input signal]" 

a. Plaintiffs' proposed construction: Plain and ordinary meaning. Alternatively, 
"capable of receiving a voltage comprising a binary value" I "capable of 
receiving a voltage comprising a periodic timing signal." 

b. Defendants' proposed construction: [a logic input signal] "a signal input to 
the logic cell" I [a clock input signal] "a periodic signal with a constant 
frequency used for synchronization" 

c. Court's Construction: [a logic input signal] "a signal input to the logic cell" I 

11 
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[a clock input signal] "a periodic signal with a constant frequency used for 
synchronization" 

While the parties briefly dispute the "logic input signal" language, the main dispute is in 

regard to the definition of "clock input signal."2 Plaintiffs argue that a "clock input signal" refers 

to periodic signals sent by a clock circuit. Defendants agree. However, the parties dispute if 

periodic signals must have a constant frequency. Plaintiffs argue that there need not be a constant 

frequency, and cite to the IEEE Standard Dictionary of Electrical and Electronics Terms (4th ed. 

1988), which defines a "clock" as "device that generates periodic signals used for 

synchronization." (D.I. 677-5 at 155-56). Additionally, Plaintiffs cite to the '853 patent as 

extrinsic evidence that clock signals can be asynchronous. ('853 patent at 27:29-41). 

Defendants argue that a clock signal must have a constant frequency. They cite to the 

ACADEMIC PRESS DICTIONARY OF SCIENCE AND TECHNOLOGY 447 (1992), which defines "clock 

pulses" as "a train of signals in which the separation between pulses is constant and which serves 

to synchronize information transfer among computer components." (D.I. 677-14). Additionally, 

Defendants point to THE PENGUIN DICTIONARY OF ELEClRONICS 74 (2nd ed. 1988), which 

contains the following explanation for the term "clock": 

An electronic device that generates periodic signals that are used to synchronize 
operations in a *computer or to monitor and measure properties of the circuits 
involved. The master frequency generated by a clock is the clock frequency. The 
regular pulses applied to the elements of a *logic circuit to effect logical 
operations are called clock pulses. The use of clock pulses in order to drive any 
particular electronic circuit, device, or apparatus is knows as clocking and the 
driven circuit, etc., is described as clocked or synchronous. 

(D.I. 677-15). 

The extrinsic evidence cited by both parties is complementary. Nothing in the ACADEMIC 

2 For an explanation of the construction of"logic input signals," see term 11, infra. 
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PRESS DICTIONARY OF SCIENCE AND TECHNOLOGY 44 7 ( 1992) or THE PENGUIN DICTIONARY OF 

ELECTRONICS 7 4 (2nd ed. 1988) is inconsistent with the definition of clock from the IEEE 

Standard Dictionary of Electrical and Electronics Terms (4th ed. 1988). The only evidence which 

arguably supports Plaintiffs' non-constant frequency theorem is the '853 patent. A section of the 

'853 patent is labeled "Asynchronous Clock Pulse Generation." ('853 patent at 27:29). The 

patent states that the invention "may also be used to construct an asynchronous clock pulse 

generator." ('853 patent at 27:30-34). However, there is no discussion of how an asynchronous 

clock pulse generator relates to the term "clock signal." Because the evidence makes clear that 

clock signals must have a constant frequency, I adopt Defendants' construction. 

D. Terms from Claim 1 of the '367 Patent 

9. "A field effect transistor (FET) logic circuit comprising" 

a. Plaintiffs' proposed construction: No construction necessary, as this preamble 
language is defined by the body of the claim. 

b. Defendants' proposed construction: Limiting preamble. "Logic circuit" means 
"an electronic circuit that operates on digital signals in accordance with a 
logic function." 

c. Court's Construction: "an electronic circuit that is capable of operating on 
digital signals in accordance with a logic function" 

Plaintiffs argue that Defendants' construction adds a functional limitation to an apparatus 

claim, and is therefore improper. Whether the apparatus infringed would depend on what 

function it was performing. Plaintiffs argue that by limiting the circuit to a logic circuit, the 

circuit would have to be used to perform a logic operation in order to infringe. Defendants 

dispute this assertion, stating that, "[a]n AND logic circuit exists regardless of use because an 

AND circuit is structured to execute the AND function." (D.I. 677 at p. 9). Furthermore, 

Defendants point out that because the dependent claims limit the logic circuit to a particular type, 

13 
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i.e., an AND or OR circuit, it would be nonsensical for the independent claim to be anything but 

a logic circuit, especially when that language is in the claim. 

I agree with Defendants that the claim must be limited to a logic circuit. I do not agree 

that, in order to infringe, the circuit must be used to perform a logic operation. It must be capable 

of performing a logic operation. Defendants imply that there is no difference. (DJ. 677 at p. 9). 

If that is so, it does not matter whether the construction is that the circuit is used in accordance 

with a logic function, or that it is-capable of being used in accordance with a logic function. 

Thus, I do not understand Defendants to object to the "capable of' language. 

10. "the product of the carrier mobility and the ratio of channel width to length of the 
inverter FET of said first conductivity type being [substantially greater than] the 
product of the carrier mobility and the ratio of channel width to length of the 
inverter FET of said second conductivity type" 

a. Plaintiffs' proposed construction: "the complementary FET inverter having a 
skewed transfer function toward the first potential level" 

b. Defendants' proposed construction: [substantially greater than] "sufficiently 
greater (i.e., at least about four times) to create an inverter transfer function 
that is dramatically skewed" 

c. Court's Construction: "the product of the carrier mobility and the ratio of 
channel width to length of the inverter FET of said first conductivity type 
being substantially greater than the product of the carrier mobility and the 
ratio of channel width to length of the inverter FET of said second 
conductivity type, resulting in an inverter transfer function that is skewed" 

The parties agree that the inverter function must be skewed. They disagree as to how 

skewed. Defendants cherry pick a preferred embodiment, i.e., at least about four times, which 

would completely negate claim 6, a dependent claim. Plaintiffs' proposed construction entirely 

reads out the term "substantially greater than." The Court's construction stays true to the claim 

language while making clear that the inverter function must be skewed. The term "substantially" 

does not need construction as it is a commonly used term with which all jurors are familiar. 

14 
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11. "for receiving [logic input signals]" 

a. Plaintiffs' proposed construction: "capable of receiving a voltage comprising 
a binary value" 

b. Defendants' proposed construction: [logic input signals] "signal inputs to the 
logic circuit" 

c. Court's Construction: [logic input signals] "signal inputs to the logic circuit" 

Defendants' proposed construction seeks to clarify that the "logic input signals" are 

signals input to a logic circuit. Plaintiffs argue that "logic input signals" means signals sent by 

the logic circuit. In support of this, Plaintiffs cite to the abstract of the patent, which describes 

that the "FET logic circuit includes a driving stage having a plurality of parallel FETs of a first 

conductivity type for receiving logic input signals." ('367 patent at Abstract). It is entirely 

unclear how a signal which is received by a logic circuit could refer to a signal sent by the very 

same logic circuit. I therefore adopt Defendants' proposed construction. 

IV. CONCLUSION 

Within five days the parties should submit a proposed order, consistent with this opinion, 

suitable for submission to the jury. 

15 
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IN THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF DELAWARE 

HSM Portfolio LLC and Tech-nology 
Properties Limited LLC, 

Plaintiffs, 

V. 

Fujitsu Limited, et al., 

Defendants. 

Civil Action No. 11-770-RGA 

MEMORANDUM ORDER 

Presently before the Court is Plaintiffs' Motion for Reconsideration of the Court's 

Memorandum Opinion and Claim Construction Order (D.I. 750) and Defendant's Responsive 

Brief in Opposition. (D .I. 792). It seems that the entirety of this motion is based on the Court 

incorrectly referring to statements made by the Examiner during a restriction requirement as 

extrinsic evidence rather than intrinsic evidence. (D.I. 715 at 10). Whether intrinsic or extrinsic, 

a unilateral statement made by the Examiner during a restriction requirement carries little weight. 

As explained below, I deny Plaintiffs' Motion for Reconsideration. 

Plaintiffs argue that "bit line" should not have been construed to require connection to a 

memory circuit, but rather should be construed to only have the capability to be connected to a 

memory circuit. I disagree. The arguments presented by the Plaintiffs are the same arguments 

presented at the Markman hearing and in the briefing. The only difference is that Plaintiffs now 
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propose a different construction of "bit line." 1 The time to propose claim constructions has 

passed. While I need not entertain these arguments, I will briefly discuss them. 

Plaintiffs argue that the dependent claims are drawn to the combination of a DLI circuit 

and a memory, and requiring that a bit line be connected to a memory in claim 1 would negate 

the dependent claims which claim the combination. Apparently this was the exact same issue the 

PTO had with the dependent claims, as the Examiner expressed confusion with the relevance of 

the "plurality of memory cells" in the dependent claims. (DJ. 676 Ex. 16 at 4). In response, the 

patentee clarified that claim 1 did not claim "a plurality of memory cells," but is only "used 'for 

sensing signals on first and second bit lines of memory,'" whereas the dependent claims recite 

the combination of the DLI and the memory cells. (DJ. 676 Ex. 13 at 5). 

The patentee's explanation is completely consistent with the Court's construction. Claim 

1 does not require the combination of the DLI and the memory cells. It merely requires the 

presence of a "bit line." The specification consistently described "bit lines" in the context of 

memory. (See, e.g., '949 patent at 5:25-33). And as explained in the claim construction opinion, 

"bit line," as used in the body of the claim, is a limitation. (DJ. 715 at 11). While the Court's 

construction might negate the Examiner's reasoning for issuing the restriction requirement, this 

is of little weight. Restriction requirements are merely administrative case management tools. 

The Examiner does not construe the claims during a restriction; he merely requires the applicant 

to elect one invention to prosecute. See Honeywell Int'!. v. ITT Indus., Inc., 452 F.3d 1312, 1319 

(Fed. Cir. 2006). 

1 Plaintiffs' first proposed construction was "plain meaning." Plaintiffs' second proposed construction was "signal 
lines for transmitting binary values." (D.I. 715 at 9). Plaintiffs' new proposal is "a pair of different conductive lines 
that are capable of being connected to a memory." (D.I. 750 at 5). Plaintiffs do not state whether this is also the plain 
meaning. 
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As explained above, while I referred to intrinsic evidence as extrinsic, this did not result 

in a clear error of law or fact. Plaintiffs' Motion for Reconsideration of the Court's 

Memorandum Opinion and Claim Construction Order (D.I. 750) is DENIED. 

,.,~ 
Entered this 11_ day of August, 2014. 
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IN THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF DELAWARE 

HSM Portfolio LLC and Technology 
Properties Limited LLC, 

Plaintiffs, 

v. 

Fujitsu Limited, et al., 

Defendants. 

Civil Action No. 11-770-RGA 

AMENDED MEMORANDUM ORDER 

Presently before the Court is Defendants' Motion for Judgment on the Pleadings Under 

Fed. R. Civ. P. 12(c) on Indirect Infringement (DJ. 717, filed June 17, 2014) and related 

briefing. (DJ. 718, 752, 781). 

Defendants Toshiba Corporation, Toshiba America, Inc., and Toshiba America 

Electronic Components, Inc. set forth three reasons that the Third Amended Complaint (D.I. 427, 

filed August 20, 2013) fails to properly plead indirect infringement: (1) Plaintiffs cannot 

establish contributory infringement because there is no allegation that Toshiba sells a component 

of the alleged invention; (2) Plaintiffs cannot establish a claim for induced infringement based on 

Toshiba's sales within the United States because those sales are already subject to direct 

infringement liability; and (3) Plaintiffs cannot establish a claim for induced infringement based 

on Toshiba's foreign sales because the alleged activities fail to show any active encouragement 

by Toshiba for its customers to import their products into the United States. Plaintiffs respond 

that Defendants' motion comes nearly two years after Defendants answered the same allegations 

present in the Second Amended Complaint (D.I. 206, filed July 17, 2012) and that Defendants 
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apply the wrong legal standard by failing to accept the well-pled facts of the complaint or to 

consider them in the light most favorable to Plaintiffs. See Turbe v. Gov't of Virgin Islands, 938 

F.2d 427, 428 (3d Cir. 1991). 

"Under 35 U.S.C. § 271(c), a patentee must demonstrate that an alleged contributory 

infringer has sold, offered to sell or imported into the United States a component of an infringing 

product 'knowing the same to be especially made or especially adapted for use in an 

infringement of such patent, and not a staple article or commodity of commerce suitable for 

substantial noninfringing use.' Therefore,§ 27l(c) 'require[s] a showing that the alleged 

contributory infringer knew that the combination for which [its] component was especially 

designed was both patented and infringing."' Netgear, Inc. v. Ruckus Wireless, Inc., 852 F. Supp. 

2d 470, 476 (D. Del. 2012). In order to plead contributory infringement, the complaint must 

allege that the defendant: "(1) had knowledge of the patent; (2) sold products especially made for 

[the combination product's] infringing use; (3) had knowledge of the infringing use; (4) sold 

products with no substantial noninfringing use; and (5) [the combination product] directly 

infringed." Id. (footnote omitted). 

Toshiba's main argument is that the accused semiconductor chips are not components 

especially designed for an infringing product because they are accused of direct infringement in 

and of themselves. I agree. Plaintiffs contend that the "allegations make clear ... that the 

'component[s]' are the accused Toshiba semiconductor devices, whereas the 'patented 

machine[s]' are the finished products sold by Toshiba's customers." (D.I. 752 at p. 18). In 

support of this assertion, Plaintiffs cite to a single paragraph in the complaint. That paragraph 

states, "Upon information and belief, each and every use of Toshiba's semiconductor devices 

necessarily involves the infringing features of the patents-in-suit." (D.I. 427 if 220). Contributory 
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infringement requires "a component of a patented [invention]." 35 U.S.C. § 271(c) (emphasis 

added). The reason that it is necessary to plead that the component has no substantial 

noninfringing uses is that the component alone does not directly infringe. 1 Plaintiffs' arguments 

do not make legal sense. I will therefore dismiss the contributory infringement claim.2 I do not 

believe that Plaintiffs can make a valid contributory infringement claim, but I will give them 

leave to file an amended complaint within ten days. 

As for Toshiba's argument regarding induced infringement based on domestic sales, I 

find it unpersuasive. Toshiba argues that because it might be found liable for direct infringement, 

based on the same actions of which it is accused of induced infringement, I should dismiss the 

claim for induced infringement. I agree that, should Toshiba be found liable for direct 

infringement, there would be no additional liability for induced infringement based upon the 

same acts. However, Toshiba makes a plea to "judicial economy" for the dismissal of this claim. 

(D.1. 718 at p. 7). "Judicial economy" is not a "failure to state a claim" argument. 

Turning to Toshiba's argument regarding induced infringement based on foreign sales, I 

agree with the Plaintiffs that Toshiba conflates the standard for pleadings with that for summary 

judgment. Toshiba cites to Microsoft Corp. v. DataTern, Inc., 755 F.3d 899 (Fed. Cir. 2014) as 

the reason for the delay in bringing this motion. (D.I. 781 at p. 1 ). Yet Toshiba cited to only one 

phrase in that case, where the Federal Circuit stated that, "Absent the knowledge and affirmative 

act of encouragement, no party could be charged with inducement." DataTern, Inc., 755 F.3d at 

I ROBERT L. HARMON, PATENTS AND THE FEDERAL CIRCUIT 553 (11th ed. 2013) ("Section 271(c) codified [a] 
common type of [infringement], where a seller would sell a component that was itself not technically covered by the 
claims ofa product or process patent but that had no other use except with the claimed product or process."). 
2 Toshiba styles its motion as one for judgment on the pleadings. Toshiba does not, however, rely upon anything 
other than Plaintiffs' Third Amended Complaint. Toshiba's motion is really just an untimely motion to dismiss. I 
think, however, that it can be filed now. Fed. R. Civ. P. 12(c) & (h)(2)(B). I note that my understanding of Delaware 
custom is that Rule 12 motions are filed all at once, not serially. I do not understand why Toshiba filed this motion 
when it did. 
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904. Toshiba does not quote the next few lines: "Certainly it is not the case that definitive proof 

must exist that would establish each element. But, to establish a substantial controversy 

regarding inducement, there must be allegations by the patentee or other record evidence that 

establish at least a reasonable potential that such a claim could be brought."3 Id. at 905 

Toshiba discusses the allegations in the complaint and then states, "Neither of these 

allegations show that Toshiba encouraged the importation of the accused products into the 

United States by third parties." (D.I. 718 at pp. 9-10). What Plaintiffs can "show" is irrelevant at 

this point. Plaintiffs need only set forth a basis for the court to make a "reasonable inference in 

favor of the non-moving party." In re Bill of Lading Transmission & Processing Sys. Patent 

Litig., 681 F.3d 1323, 1340 (Fed. Cir. 2012). They have done so. 

Lastly, Toshiba argues that both inducement claims fail because Plaintiffs failed to plead 

specific intent. I disagree. Plaintiffs allege that acts such as creating advertisements, creating 

established distribution channels, manufacturing the products in accordance with U.S. law, 

distributing manuals, and providing technical support all evidence specific intent. (D.I. 427 ~ 

219). This is enough at the pleadings stage. 

Defendants' Motion for Judgment on the Pleadings Under Fed. R. Civ. P. 12(c) on 

Indirect Infringement (D.I. 717) is GRANTED IN PART and DENIED IN PART. 
r1.. 

Entered this ~Clay of September, 2014. 

3 DataTern is irrelevant. It deals with the case or controversy requirement for a declaratory judgment. It does 
nothing to change, modify, or elucidate the law related to induced infringement. 
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