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HEINZ BINDER, #87908 
ROBERT G. HARRIS, #124678 
DAVID B. RAO, #103147 
ROYA SHAKOORI, #236383 
Binder & Malter, LLP 
2775 Park Avenue 
Santa Clara, CA 95050 
Telephone:  (408)295-1700 
Facsimile:  (408) 295-1531 
 
Attorneys for Debtor and Debtor In 
Possession Technology Properties Limited, LLC 
 
 

UNITED STATES BANKRUPTCY COURT 
 

NORTHERN DISTRICT OF CALIFORNIA, DIVISION 5 
 

In re 
 
TECHNOLOGY PROPERTIES LIMITED, 
LLC, 
  
 
 
                                                   Debtor. 

Case No: 13-51589 SLJ 
 
Chapter 11 
 
 
NO HEARING REQUIRED 

 
 

EX PARTE APPLICATION TO EXPAND SCOPE OF EMPLOYMENT OF AGILITY IP 
LAW, LLP AS SPECIAL COUNSEL  

 
TO THE HONORABLE STEPHEN L. JOHNSON, UNITED STATES BANKRUPTCY 

JUDGE: 

 The Ex Parte Application of TECHNOLOGY PROPERTIES LIMITED, LLC, a 

Delaware Limited Liability Company, the above-captioned Debtor (“TPL”) to expand the scope 

of Agility IP Law, LLP (hereinafter “Special Counsel”) employment, respectfully represents as 

follows: 

 1. On March 20, 2013 (the “Petition Date”), TPL filed a Voluntary Petition under 

Chapter 11 with the Clerk of the above-entitled Court.  No trustee has been appointed and TPL is 

a debtor-in-possession pursuant to 11 U.S.C. §§1107 and 1108.   
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 2. An Ex Parte Application for Employment of Agility IP Law, LLP (“Application”) 

was filed and entered on the Court’s docket on April 19, 2013.  The Order approving the 

Application was entered on or about May 5, 2013. 

 3. TPL’s Application sought to approve professional services to be rendered by 

Special Counsel including, but not limited to, the following: 

 (a) To continue to provide advice and representation to TPL regarding litigation 

matters, including: 

(i) ITC Investigation No. 337-TA-807, in which TPL is asserting patent 

infringement of the CORE Flash patent portfolio against manufacturers and importers of 

digital photo frames;  

(ii) ITC Investigation No. 337-TA-841, in which TPL is asserting patent 

infringement of the CORE Flash patent portfolio against manufacturers and importers of 

computers and peripheral devices;  

(iii) Case Nos. 5:08-cv-00877 and -882 PSG (related cases) in the U.S. 

District Court for the Northern District of California, in which TPL is asserting claims for 

patent infringement of its Moore microprocessor portfolio (“MMP”) patents against Acer, 

Inc., Acer America Corporation and Gateway, Inc. (collectively “Acer”) (the “877 Case”) 

and against HTC Corporation and HTC America, Inc. (collectively “HTC”) (the “882 

Case”); and,  

(iv) U.S. International Trade Commission (ITC) Investigation No. 337-

TA-853 (“the 853 Investigation”), in which TPL, together with Phoenix Digital 

Solutions, LLC (“PDS”) is asserting patent infringement of one patent of the MMP patent 
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portfolio against manufacturers and importers of wireless consumer electronic devices, 

and related litigation against the same parties in the Northern District of California. 

  (b) To continue to investigate patent infringement claims and recover all 

damages and compensation to which TPL may be entitled from the unlicensed use of the MMP 

and CORE Flash patent portfolios, including but not limited to investigation of potential 

infringers, employing consultants and expert witnesses, instituting legal proceedings, and 

preparing for and proceeding to trial. 

4. TPL wishes to expand the scope of Special Counsel’s employment to include any 

future appeals of cases where it has represented TPL.  Currently TPL knows of one appeal it 

wishes to have Special Counsel represent TPL in, the Federal Circuit appeal(s) following the trial 

and post-judgment motions in the case of HTC Corporation et al. v. Technology Properties 

Limited et al., (N.D. Cal. Case No. 5:08-cv-00882-PSG), (“HTC Appeal”). 

5. All terms of employment shall be according to Agility IP Law, LLP’s March 10, 

2014 correspondence, attached to the Declaration of James C. Otteson as Exhibit “A”.1  Special 

Counsel’s employment shall be approved as of March 10, 2014.  Unlike Special Counsel’s prior 

employment, employment of Special Counsel to represent TPL in any appeal shall be 

compensated hourly rather than via contingency agreement and according to 11 U.S.C. section 

327(e).  It is anticipated that the following attorneys and paralegals will be primarily utilized by 

Special Counsel in rendering services to TPL at the following hourly rates: 

 

/// 

/// 

 

1  PDS, along with TPL, is a party to the March 10, 2014 fee agreement described herein. 
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 Attorney Name     Attorney Hourly Rate
 James C. Otteson     $495.00 
 David A. Caine     $450.00 
 Thomas T. Carmack     $450.00 
 Philip Marsh      $450.00 
 Brandon Baum     $450.00 
 David Lansky      $425.00 
 Jed Phillips      $375.00 
 Vinh Pham      $350.00 
 Michael Nguyen     $325.00 
 
 Legal Staff      Legal Staff Hourly Rate
 Vincent Yee      $225.00 
 Susan Kalra      $195.00 
 Gene Lee      $195.00 
 Sherri Mills      $195.00 
 Ana Villanueva     $195.00 
 Tracey Nero      $195.00 
  

6. Notwithstanding the terms of the engagement letter, Special Counsel agrees that 

while TPL’s Chapter 11 case is pending: 

a. The arbitration clause is not enforceable and is waived; 

b. Cost reimbursements and travel shall be according to the Guidelines 

promulgated by this Court; 

c. To the extent that any other provision of the agreement is contrary to the 

Guidelines promulgated by this Court, the Guidelines shall control. 

 7. TPL has provided Special Counsel with a copy of the Guidelines promulgated by 

this Court. 

 WHEREFORE, TPL respectfully request that the Court enter an order authorizing the 

expansion of Special Counsel’s employment as of March 10, 2014 to include representation in 

appeal cases and specifically, the HTC Appeal. 
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Dated: April 16, 2014    TECHNOLOGY PROPERTIES LIMITED, LLC 
 
      By: /s/ Daniel E. Leckrone
       Daniel E. Leckrone 
            Responsible Individual for TPL 
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HEINZ BINDER, #87908 
ROBERT G. HARRIS, #124678 
DAVID B. RAO, #103147 
ROYA SHAKOORI, #236383 
Binder & Malter, LLP 
2775 Park Avenue 
Santa Clara, CA 95050 
Telephone:  (408)295-1700 
Facsimile:  (408) 295-1531 
 
Attorneys for Debtor and Debtor In 
Possession Technology Properties Limited, LLC 
 
 

UNITED STATES BANKRUPTCY COURT 
 

NORTHERN DISTRICT OF CALIFORNIA, DIVISION 5 
 

In re 
 
TECHNOLOGY PROPERTIES LIMITED, 
LLC, 
  
 
 
                                                   Debtor. 

Case No: 13-51589 SLJ 
 
Chapter 11 
 
 
NO HEARING REQUIRED 

 
 

DECLARATION OF JAMES C. OTTESON IN SUPPORT OF EX PARTE 
APPLICATION TO EXPAND SCOPE OF EMPLOYMENT OF AGILITY IP LAW, LLP 

AS SPECIAL COUNSEL  
 

I, James C. Otteson, hereby declare: 

1. I am a partner with Agility IP Law, LLP, Special Counsel herein (“Special 

Counsel”) to TECHNOLOGY PROPERTIES LIMITED, LLC, a Delaware Limited Liability 

Company, the above-captioned Debtor (“TPL”).  I am licensed to practice in the State of 

California and admitted to practice before the Northern District of California.  I make this 

Declaration in support of the Ex Parte Application To Expand Scope of Employment of Agility 

IP Law, LLP as Special Counsel (the “Application”).   

Case: 13-51589    Doc# 482-1    Filed: 04/17/14    Entered: 04/17/14 16:26:10    Page 1
 of 4 



 

 
 
DECLARATION OF JAMES C. OTTESON IN SUPPORT OF EX PARTE APPLICATION TO EXPAND SCOPE OF EMPLOYMENT OF 
AGILITY IP LAW, LLP AS SPECIAL COUNSEL          Page  2 

            
     

1

2

3

4

5

6

7

8

9

10

11

12

13

14

15

16

17

18

19

20

21

22

23

24

25

26

27

28  

2. I have personal knowledge of the matters contained herein, except as to those 

matters alleged upon information and belief and as to those matters I believe them to be true.  If 

called upon as a witness and I could and would testify as follows:  

 3. TPL’s Application sought to approve professional services to be rendered by 

Special Counsel including, but not limited to, the following: 

 (a) To continue to provide advice and representation to TPL regarding litigation 

matters, including: 

(i) ITC Investigation No. 337-TA-807, in which TPL is asserting patent 

infringement of the CORE Flash patent portfolio against manufacturers and importers of 

digital photo frames;  

(ii) ITC Investigation No. 337-TA-841, in which TPL is asserting patent 

infringement of the CORE Flash patent portfolio against manufacturers and importers of 

computers and peripheral devices;  

(iii) Case Nos. 5:08-cv-00877 and -882 PSG (related cases) in the U.S. 

District Court for the Northern District of California, in which TPL is asserting claims for 

patent infringement of its Moore microprocessor portfolio (“MMP”) patents against Acer, 

Inc., Acer America Corporation and Gateway, Inc. (collectively “Acer”) (the “877 Case”) 

and against HTC Corporation and HTC America, Inc. (collectively “HTC”) (the “882 

Case”); and,  

(iv) U.S. International Trade Commission (ITC) Investigation No. 337-

TA-853 (“the 853 Investigation”), in which TPL, together with Phoenix Digital 

Solutions, LLC (“PDS”) is asserting patent infringement of one patent of the MMP patent 
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portfolio against manufacturers and importers of wireless consumer electronic devices, 

and related litigation against the same parties in the Northern District of California. 

  (b) To continue to investigate patent infringement claims and recover all 

damages and compensation to which TPL may be entitled from the unlicensed use of the MMP 

and CORE Flash patent portfolios, including but not limited to investigation of potential 

infringers, employing consultants and expert witnesses, instituting legal proceedings, and 

preparing for and proceeding to trial. 

4. I am informed and believe that TPL wishes to expand the scope of Special 

Counsel’s employment to include any future appeals of cases where it has represented TPL.  

Currently TPL knows of one appeal it wishes to have Special Counsel represent TPL in, the 

Federal Circuit appeal(s) following the trial and post-judgment motions in the case of HTC 

Corporation et al. v. Technology Properties Limited et al., (N.D. Cal. Case No. 5:08-cv-00882-

PSG), (“HTC Appeal”). 

5. All terms of employment shall be according to Agility IP Law, LLP’s March 10, 

2014 correspondence, attached hereto as Exhibit “A”.1  Special Counsel’s employment shall be 

approved as of March 10, 2014.  Unlike Special Counsel’s prior employment, employment of 

Special Counsel to represent TPL in any appeal shall be compensated hourly rather than via 

contingency agreement.  I understand that employment and compensation shall be according to 

11 U.S.C. section 327(e).  

6.  It is anticipated that the following attorneys and paralegals will be primarily 

utilized by Special Counsel in rendering services to TPL at the following hourly rates: 

 

 

1  PDS, along with TPL, is a party to the March 10, 2014 fee agreement described herein. 
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 Attorney Name     Attorney Hourly Rate
 James C. Otteson     $495.00 
 David A. Caine     $450.00 
 Thomas T. Carmack     $450.00 
 Philip Marsh      $450.00 
 Brandon Baum     $450.00 
 David Lansky      $425.00 
 Jed Phillips      $375.00 
 Vinh Pham      $350.00 
 Michael Nguyen     $325.00 
 
 Legal Staff      Legal Staff Hourly Rate
 Vincent Yee      $225.00 
 Susan Kalra      $195.00 
 Gene Lee      $195.00 
 Sherri Mills      $195.00 
 Ana Villanueva     $195.00 
 Tracey Nero      $195.00 
  

7. I am further informed that notwithstanding the terms of the engagement letter, 

Special Counsel agrees that while TPL’s Chapter 11 case is pending: 

a. The arbitration clause is not enforceable and is waived; 

b. Cost reimbursements and travel shall be according to the Guidelines 

promulgated by this Court; 

c. To the extent that any other provision of the agreement is contrary to the 

Guidelines promulgated by this Court, the Guidelines shall control. 

 8. TPL has provided Special Counsel with a copy of the Guidelines promulgated by 

this Court. 

  
Executed on April 17 , 2014 in Menlo Park, California.  I declare under penalty of 

perjury that the foregoing is true and correct. 

           /s/ James C. Otteson
      James C. Otteson 
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HEINZ BINDER, #87908 
ROBERT G. HARRIS, #124678 
DAVID B. RAO,  #103147 
ROYA SHAKOORI, #236383  
Binder & Malter, LLP 
2775 Park Avenue 
Santa Clara, CA 95050 
Telephone:  (408)295-1700 
Facsimile:  (408) 295-1531 
Email: heinz@bindermalter.com  
Email: rob@bindermalter.com  
Email: david@bindermalter.com  
Email: roya@bindermalter.com 
 
Attorneys for Debtor and Debtor In 
Possession Technology Properties Limited, LLC 
 
 

UNITED STATES BANKRUPTCY COURT 
 

NORTHERN DISTRICT OF CALIFORNIA, DIVISION 5 
 
 

In re 
 
TECHNOLOGY PROPERTIES LIMITED, 
LLC, 
  
 
 
                                                   Debtor. 

Case No: 13-51589 SLJ 
 
Chapter 11 
 
 
   

 
 

CERTIFICATE OF SERVICE

 I, Natalie D. Gonzalez, declare: 

 I am employed in the County of Santa Clara, California.  I am over the age of eighteen 

(18) years and not a party to the within entitled cause; my business address is 2775 Park Avenue, 

Santa Clara, California 95050. 

 On April 17, 2014, I served a true and correct copy of the following document(s): 
 

1. EX PARTE APPLICATION TO EXPAND SCOPE OF EMPLOYMENT TO 
AGILITY LAW, LLP AS SPECIAL COUNSEL 
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2.  DECLARATION OF JAMES C. OTTESON IN SUPPORT OF EX PARTE 
APPLICATION TO EXPAND SCOPE OF EMPLOYMENT OF AGILITY IP 
LAW, LLP AS SPECIAL COUNSEL 

 
3. EXHIBIT A  

 
 
 

via electronic transmission and/or the Court’s CM/ECF notification system to the parties 

registered to receive notice as follows:  

U.S. Trustee
John Wesoloski 
United States Trustee 
Office of the U.S. Trustee 
280 So. First St., Room 268 
San Jose, CA 95113 
Email: john.wesolowski@usdoj.gov
 
Unsecured Creditors Committee Attorney 
c/o John Walshe Murray, Esq. 
c/o Robert Franklin, Esq. 
c/o Thomas Hwang, Esq. 
Dorsey & Whitney LLP 
305 Lytton Avenue 
Palo Alto, CA 94301 
Email: murray.john@dorsey.com
Email: franklin.robert@dorsey.com
Email: hwang.thomas@dorsey.com
 
Special Notice 
Patriot Scientific Corp. 
c/o Gregory J. Charles, Esq. 
Law Offices of Gregory Charles 
2131 The Alameda Suite C-2 
San Jose, CA 95126 
Email: greg@gregcharleslaw.com
 
Arockiyaswamy Venkidu 
c/o Javed I. Ellahie 
Ellahie & Farooqui LLP 
12 S. First St., Suite 600 
San Jose, CA 95113 
Email: javed@eflawfirm.com
 
OneBeacon Technology Insurance 
c/o Gregg S. Kleiner, Esq. 
McKENNA LONG & ALDRIDGE LLP 
One Market Plaza 
Spear Tower, 24th Floor 
San Francisco, CA 94105 
Email: gkleiner@mckennalong.com
 

Special Notice 
Charles H. Moore  
c/o Kenneth Prochnow, Esq. 
Chiles and Prochnow, LLP  
2600 El Camino Real, Suite, 412  
Palo Alto, Ca 94306  
Email: kprochnow@chilesprolaw.com  
 
Phil Marcoux 
c/o William Thomas Lewis, Esq. 
Robertson & Lewis 
150 Almaden Blvd., Suite 950 
San Jose, CA 95113 
Email: wtl@roblewlaw.com  
 
Farella Braun + Martel LLP 
Attn: Gary M. Kaplan, Esq. 
235 Montgomery Street, 18th Floor 
San Francisco, CA 94104 
Email: gkaplan@fbm.com
 
Cupertino City Center Buildings 
c/o Christopher H. Hart, Esq. 
Schnader Harrison Segal & Lewis LLP 
One Montgomery Street, Suite 2200 
San Francisco, CA 94104 
Email: chart@schnader.com  
 
Peter C. Califano, Esq. 
Cooper, White & Cooper LLP 
201 California Street, 17th Floor 
San Francisco, California 94111 
E-Mail: pcalifano@cwclaw.com 
 
Fujitsu Limited 
c/o G. Larry Engel, Esq. 
Kristin A. Hiensch, Esq. 
Morrison & Foerster LLP 
425 Market Street 
San Francisco, California 94105-2482 
E-mail: Lengel@mofo.com
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Chester A. Brown, Jr. and Marcie Brown 
Randy Michelson  
Michelson Law Group  
220 Montgomery Street, Suite 2100  
San Francisco, CA 94104 
Email: randy.michelson@michelsonlawgroup.com   
 
Apple, Inc 
c/o Adam A. Lewis, Esq. 
Vincent J. Novak, Esq. 
Morrison & Foerster LLP 
425 Market St. 
San Francisco, CA 94105 
Email: alewis@mofo.com
Email: vnovak@mofo.com
 
C. Luckey McDowell  
Baker Botts L.L.P.  
2001 Ross Avenue, Suite 600  
Dallas, TX 75201 
Email: luckey.mcdowell@bakerbotts.com

Sallie Kim  
GCA Law Partners LLP  
2570 W. El Camino Real, Suite 510  
Mountain View, CA 94040 
Email: skim@gcalaw.com
 
 
Toshiba Corporation 
c/o Jon Swenson  
Baker Botts L.L.P.  
1001 Page Mill Road  
Building One, Suite 200  
Palo Alto, CA 94304 
Email: jon.swenson@bakerbotts.com
 
 
Jessica L. Voyce, Esq 
Baker Botts L.L.P.  
2001 Ross Avenue, Suite 600  
Dallas, TX 75201  
Email: jessica.voyce@bakerbotts.com
 

  

Executed on April 17, 2014, at Santa Clara, California.  I certify under penalty of perjury 

that the foregoing is true and correct.   

          /s/    Natalie D. Gonzalez      
        Natalie D. Gonzalez  
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